TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
exam ner's rejection of appellant's design clai munder 35

US. C 8§ 103. W reverse.

! Application for design patent filed August 3, 1995.
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A.  The claim
The clains reads: "The ornanental design for a back

support belt, as shown and descri bed. "

B. The references and ground of rejection

The rejection is based on the foll ow ng references:

Yewer, Jr. (Yewer) 5, 036, 864 Aug. 6, 1991
Schi ek, Sr. (Schi ek) 5, 316, 0222 May 31, 1994
A over et al. (d over) 5, 388, 274 Feb. 14, 1995

The claimstands rejected under § 103 for unpatentability
over Yewer in view of Schiek and G over
C. The nerits of the rejection

The first issue raised by appellant is whether Yewer
constitutes a "Rosen" reference. As explained inlnre
Borden, 90 F.3d 1570, 1574, 39 USPQR2d 1524, 1526 (Fed. G r

1996),

2 The reply brief explains (at 2) that the substitute
opening brief (paper No. 9), in discussing this Schiek patent,
erroneously identified it as Schiek Patent No. 5, 046, 488,
which is also of record in the application file.
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[t]he central inquiry in analyzing an ornanental
desi gn for obviousness is whether the design would
have been obvious to "a designer of ordinary skil
who designs articles of the type involved." Avia
Goup [Int'l Inc. v. L.A Gear Calif., Inc.], 853
F.2d [1557,] at 1564, 7 USPQd [1548,] at 1554
[(Fed. Cir. 1988)]; In re Nal bandian, 661 F.2d 1214,
1216, 211 USPQ 782, 784-85 (CCPA 1981). That
i nquiry focuses on the visual inpression of the
cl ai med design as a whol e and not on sel ected
I ndi vidual features. Petersen Mg. Co. v. Centra
Purchasing, Inc., 740 F.2d 1541, 1548-49, 222 USPQ
562, 567-68 (Fed. Cir. 1984); In re Rosen, 673 F.2d
388, 390, 213 USPQ 347, 349 (CCPA 1982).

In order for a design to be unpatentabl e because
of obvi ousness, there nust first be a basic design
reference in the prior art, "a sonething in
exi stence, the design characteristics of which are
basically the sane as the clainmed design.”" In re
Rosen, 673 F.2d at 391, 213 USPQ at 349; see In re
Harvey, 12 F.3d 1061, 1063, 29 USPRd 1206, 1208
(Fed. Cir. 1993). A finding of obviousness cannot
be based on selecting features fromthe prior art
and assenbling themto forman article simlar in

appearance to the clainmed design. In re Jennings,
37 C.C. P.A 1023, 182 F.2d 207, 208, 86 USPQ 68, 70
(1950) (the clained design "nust be [. . .] conpared

with sonmething in existence, not with sonething that
m ght be brought into existence by selecting

i ndi vidual features fromprior art and conbi ni ng
them'); see L.A. Gear[, Inc. v. Thom McAn Shoe Co.],
988 F.2d [1117,] at 1124, 25 USPQd [1913,] at 1918
[(Fed. Cir.), cert. denied, 510 U.S. 908, 114 S. C.
291, 126 L.Ed.2d 240 (1993)]; In re Sung Nam Cho,
813 F.2d 378, 382, 1 USPQ2d 1662, 1664 (Fed. Cr
1987).

Furthernore, a reference is not a “Rosen” reference if the

nodi fications required to achi eve the clai ned design would
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destroy fundanmental characteristics of the reference design.
Rosen, 673 F.2d at 391, 213 USPQ at 350.

The exam ner (Answer at 3) explains that Yewer, the
principal reference, "discloses a belt with a strap and buckl e
i ke that of the clainmed design"” but which differs fromthe
claimed design in that it lacks the followi ng features: "the
over |l appi ng contoured belt, the strap with |loop and pile
cl osing neans, and the rear tab." O these differences,
appellant relies on only the contouring and the rear tab.
However, appellant's descriptions of these features contain
sonme i naccuracies. More particularly, whereas appell ant
argues that Yewer fails to disclose "a back portion having
par abol i ¢ shaped upper and | ower edges" (QOpening Brief at 3),
it 1s not apparent from appellant's draw ngs that these edges
are parabolic. In our view, the shape of these edges is nore
correctly described as sinply convex (Yewer's correspondi ng
edges are straight). Appellant al so describes the contour of
claimed belt design as including "side portions having concave

shaped upper edges and convex shaped | ower edges whi ch extend

bet ween t he back portion and the overl appi nhg end portions”
(our enphasis) (Opening Brief at 3). However, it is apparent
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fromappellant's drawi ngs that the | ower edges of the side
portions, |ike the upper edges thereof, are concave rather
t han convex (Yewer's correspondi ng edges are straight).

Next, appellant correctly notes contends that Yewer |acks
a "back portion . . . with awdth [i.e., vertical dinension]
greater than the width of the overl apping end portion[s]"”
(Opening Brief at 4).

Finally, appellant gives the foll ow ng description of
what the exam ner refers to as the "rear tab" feature: "a
tightening strap disposed in a V-shaped configuration al ong
t he back portion and stabilized in such a position by a
substantially centrally disposed sleeve" (Opening Brief at 3).
This description is inaccurate in two respects. First, it is
not apparent fromthe drawi ngs that the centrally di sposed
el enent in question is a sleeve. Second, the stabilizing
function is entitled to no wei ght because "a desi gn patent
only protects the ornanmental aspects of the design.” OddzOn

Products Inc. v. Just Toys Inc., 122 F.3d 1396, 1404, 43

UsPQ2d 1641, 1646 (Fed. Cr. 1997). Consequently, we woul d
characterize the feature in question as a V-shaped
configuration of the tightening strap on the outside of the
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back portion of the belt, with the | egs of the V extending

fromopposite sides of a snall centrally di sposed rectangul ar

el enent having a vertical dinmension slightly greater than the

wi dth of the strap.

The exam ner explains the case for obviousness as

foll ows:

It woul d have been obvious to one of ordinary
skill in the art at the tinme the invention was nade

to made to nodify Yewer, Jr. by providing it with
the overl apped contoured belt . . . as taught by

Schiek, Sr., and the rear tab as taught by d over et
al[.] to obtain essentially the herein disclosed and

cl ai med design. [Answer at 4.]
Appel lant's position is that

nodi fi cati on of Yewer with sel ected, dissected

el ements of Schiek and d over et al. would destroy

the belt disclosed by Yewer in that a majority of

the features of Yewer nust be nodified. These
nodi fications clearly destroy the fundanent al
characteristics of the design of the Yewer belt.
[ Opening Brief at 8.]

W agree with appellant and therefore hold that Yewer

is not a

proper primary reference, which is reason enough to reverse

the rejection. Rosen, 673 F.2d at 391, 213 USPQ at 350.

Nevert hel ess, we have al so consi dered whet her the coll ective

teachings of the references yield the clainmed design.

As

evi dence of the obviousness of using appellant’'s V-shaped
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configuration for the tightening strap at the rear portion of
the belt, the examner relies on Gover's straps 43 and 45
(Fig. 2),2 which extend in a V-formation from opposite sides
of a vertical strap 38 (apparently incorrectly identified in
the Answer as "a central tab 47").4 W agree with appellant
t hat
even if one accepts the Exami ner's position that
G over et al. disclose[s] the rear tab to be old in
the art, one would not know which el enents to sel ect
fromthe secondary references or how to nodify such
el enents for incorporation into the belt of the
primary references (or which elenents to discard as
unused features of the references) to arrive at the
cl ai med desi gn, absent hindsight teaching. [Opening
Brief at 4-5.]
The reason is that dover's straps 43 and 45 do not correspond
to Yewer's webbing strap 12, which is the elenment to be
nodi fied; instead, Gover's static belt 20 does.® As a

result, we are not persuaded that one skilled in the art would

have been notivated to apply the V-shaped configuration of

8 Answer at 5.

* Nuneral 47 refers to the point of the V-shaped
projection 41 formed by straps 43 and 45 (d over, col. 4,
i nes 36-40).

® We note that the rear portion of Gover's static belt
20 is in the shape of an inverted V.
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G over's straps 43 and 45 to Yewer's webbing strap, |let al one
with the legs of the V extending from opposite sides of a
centrally disposed rectangul ar el enent having a vertica
di mension slightly greater than the wwdth of the strap, as in
the cl ai ned desi gn.

Because we are reversing the rejection for the foregoing
reasons, we need not decide the nerits of appellant's argunent

that his design is also patentable over the cited references
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because the rear portion of his belt is wi der than the

over | appi ng end portions.

REVERSED

JOHN P. McQUADE
Adm ni strative Patent Judge

)
)
)
)

) BOARD OF PATENT
JOHN C. MARTI N )
Adm ni strative Patent Judge ) APPEALS AND

)

)

)

)

)

| NTERFERENCES

CHARLES F. WARREN
Adm ni strative Patent Judge
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Charl es A Coddi ng, Esq.
Dunl ap & Coddi ng

9400 North Broadway Suite 420
Ckl ahoma City OK 73114
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