THIS OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHANNES H. WESSELS

Appeal No. 97-3672
Application 08/515, 312!

ON BRI EF

Bef ore THOVAS, FLEM NG and LEE, Adninistrative Patent Judges.

LEE, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner’'s final rejection of clainms 1-14. dains 15-18
have been objected to by the exam ner as being dependent upon
a rejected base claim but would be allowable if rewitten in
i ndependent form No claimhas been all owed.

Ref erences relied on by the Exaniner

1. Shackl e Patent 5,412, 287 May 2,

1995

! Application for patent filed August 15, 1995.
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2. Admtted Prior Art as represented by (see Answer at page
5):
Fahnrich et al. Patent 4,782, 268 Nov. 1
1988
(Fahnri ch)
For conveni ence purposes, in this opinion our discussions
will regard Fahnrich as the admtted prior art, as has the

exam ner (Answer at 3-4).

The Rejections on Appeal

Clains 1-14 stand finally rejected under 35 U. S.C. § 103
as being unpatentable over the appellant’s admtted prior art
and Shackl e.

The | nvention

The invention is directed to a circuit arrangenent for
operating a discharge | anp. The independent clains 1 and 11
are reproduced bel ow

1. A circuit arrangenent for operating a | anp,
conpri si ng:

termnals for connection to an AC supply voltage
sour ce,

rectifying neans provided with a first output and
a second out put and coupled to the terminals for
rectifying t he AC voltage,

a DC- AC converter provided with a first input and a
second i nput coupled to the first output and the second
out put, respectively,
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a first branch conprising first capacitive neans
i nterconnecting the first and second i nputs,

a second branch conprising a series circuit of first
i nductive nmeans and second capacitive neans and
connecting the first output to the second out put,

a third branch conprising a series circuit of two
uni directional el enents which connect a conmon junction
point of the first inductive neans and the second
capacitive neans to the first input, and

a fourth branch conprising third capacitive neans
for connecting a comon junction point of the two
unidirectional elenents to a point of the DC AC converter
at which a high-frequency voltage is present during |anp
oper ati on,

wherein the resonance frequency of a series circuit
formed by the first inductive neans and by a parall el
arrangenent of the second capacitive nmeans and the third
capacitive nmeans is chosen to lie within a range limted
by 0.1 Fb and 2.0 Fb, where Fb is the operating frequency
of the DC-AC converter.

11. A circuit for operating a discharge | anmp
conpri si ng:

first and second termnals for connection to a
e of pulsatory DC supply voltage for the circuit,

a DC- AC converter having first and second inputs,

means coupling said second input to said second
term nal

a first capacitor coupled across the first and

d i nputs of the DC-AC converter,
a first series circuit including a first inductor
second capacitor coupled across the first and second

term nal s,
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a second series circuit of first and second
unidirectional elenents coupling a junction point between
the first inductor and the second capacitor to the first
i nput of the DC-AC converter,

a third capacitor connecting a junction point

bet ween the first and second unidirectional elenents to a
circuit point of the DC-AC converter at which a high
frequency voltage is present during operation of the
| anp, and wherein
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t he resonance frequency of a third series circuit
including the first inductor and a parallel circuit of

t he second capacitor and the third capacitor lies within

the range 0.1 Fb and 2.0 Fb, where Fb is the operating

frequency of the DC-AC converter.
Qpi ni on

We reverse the rejection of clains 1-14.

A reversal of the rejection on appeal should not be
construed as an affirmative indication that the appellant’s
clainms are patentable over prior art. W address only the
positions and rationale as set forth by the exam ner and on
which the exam ner’s rejection of the clains on appeal is
based.

The exam ner finally rejected clains 1-14 as being
unpat entabl e over the admtted prior art described in the
i nstant specification (spec. at 1) in view of Shackle. (Paper
No. 8 at 2). The appellant’s specification on page 1
evidently describes as prior art the conbination of circuit
conponents clainmed in independent clains 1 and 11
Apparently, what is novel is the setting of the resonance

frequency of the circuit forned by the serially connected

i nductor and the parallel arrangenent of second and third
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capacitors to a range between 0.1 Fb and 2.0 Fb, where Fb is
t he operating frequency of the DC-AC converter.

The exam ner addressed the resonance frequency limtation
as follows (Paper No. 8 at 3):

Wth regard to determ ning the opti numrange for the

conponent val ues used within the specific circuit
arrangenent and therefore the resonance frequency, this

woul d be well wthin the skill of one of ordinary skil
inthe art, i.e., involving only routine skill in the
art.

The exam ner further relies on Shackle for its teaching of the
desirability of having a high power factor for a circuit of a
gas discharge lanp. (Answer at 4-6) (Shackle at colum 2,
lines 25-27 and columm 3, lines 17-21).

The concl usi on of obvi ousness on the basis of
optim zation is unsupported by sufficient reasoning and
underlying factual findings. Wile we nmay be persuaded that
optim zation is commonly desired by one with ordinary skill in
the art, the exam ner has not established that the appellant’s
specifically clainmed feature is a recogni zed or obvi ous neans
to achieve the optimzation. |In that regard, the examner’s
position is nerely conclusory.

The exam ner acknow edges that the prior art does not

di scl ose the resonance frequency setting feature clainmed by
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the appellant. (Answer at 5). The exam ner then indicates

t hat because Shackl e teaches an equalizing operation to

i nprove the power factor, the appellant’s clainmed feature
woul d have been obvious. The reasoning is without nerit. The
exam ner has not expl ai ned why the procedure used in Shackl e
woul d have rendered obvious the appellant’s clained invention
having the particul ar resonance frequency matching limtation.
The fact that Shackle teaches that it is desirable to inprove
the power factor for running a discharge |anp by a different
equal i zati on techni que as applied to Shackle’ s own | anmp
circuit does not render obvious the particular feature
required by the appellant’s clainmed circuit.

We agree with appellant that the exam ner has failed to
set forth a prima facie case of obviousness. The exam ner has
provi ded no evidence to show that the clained resonance
frequency range woul d have been obvi ous to one having ordinary
skill in the art or even that it would have been desirable to
mat ch t he resonance frequency of the circuit formed by the one
i nductor and two capacitors to sone range of the operating
frequency of the DC-AC converter. \While Shackle teaches a
circuit arrangenent with a high power factor for a discharge
| anp, much nore is needed to support a concl usion of
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obvi ousness with regard to the appellant’s specifically
cl aimed invention.

The exam ner has failed to denonstrate any suggestion
fromthe prior art that a relationship between (1) the
resonance frequency of a circuit forned by the serially
connected inductor and first and second capacitors in
parallel, and (2) the operating frequency of the DC AC
converter, would have been a recogni zed result-effective
vari able for maxim zing the power factor. The exam ner has
shown nothing to indicate that one wwth ordinary skill in the
art woul d have known how such a rel ationship would have
affected the resulting power factor. Note that to support an
argunent that a claimfeature constitutes nmere optim zation by
routi ne experinmentation, one nust first denonstrate that the
result-effectiveness of the variable at issue was recogni zed

by one with ordinary skill inthe art. See, e.qg., Inre

Antoni e, 559 F.2d 618, 620, 195 USPQ 6, 8 (CCPA 1977).
Cbvious to try varying a paraneter to achieve optimzation is
not the standard. 1d.

For the foregoing reasons, the rejection of clains 1-14

cannot be sust ai ned.
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Concl usi on

The rejection of clains 1-14 under 35 U.S.C. § 103 as
bei ng unpatentabl e over the appellant’s admtted prior art (as

represented by Fahnrich) and Shackle is reversed.

REVERSED

JAMES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT
M CHAEL R. FLEM NG APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JAVESON LEE
Adm ni strative Patent Judge
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Cor por at e Patent Counsel
U.S. Philips Corporation
580 Wiite Pl ains Road
Tarrytown, NY 10591
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