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DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
examner's final rejection of clains 1-10 and 12-28, all of
t he pending clainms, under 35 U.S.C. § 102(e). W affirmin-

part.

! Application for patent filed Novenber 8, 1994.
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A.  The invention

The invention is a conputer docking system havi ng neans
for custom zing a hardware configuration in the docking system
for optimum performance. Appellants' brief states (at 4-5)
that this custom zing function is carried out in their docking
system by a nenu-driven program called SETDOCK. The
specification explains (at 28) that "SETDOCK is a
configuration utility devel oped for the Docking System
envi ronnment that custom zes the desktop hardware configuration
for maxi mum performance. SETDOCK nust run anytinme docki ng
system hardware i s added or renoved or port settings are to be
changed." The specification further states (at 46) that
"[t] he SETDOCK feature goes in and progranms common hardware in
any docking station and configures conmunication ports on the
portabl e conputer. SETDOCK also tells the portable conputer
what ki nd of docking station it has connected to."

Fi gures 38-40 respectively show the main, second, and
third screens of the SETDOCK program As shown by the table
bri dgi ng pages 30-31 of the specification, the Figure 38
screen permts selection of the type of floppy drive, swapping

of floppy drives, and turning on or off of the follow ng
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features: a game port; a QuickPort nouse; SCSI hardware; SCSI
Bl GS; PCMClI A hardware; and PCMCI A BI CS.

The Figure 39 screen permts selection of the
comuni cation ports (COML, COW2, COMB, or NNA) for various
connectors ("Notebook 9 Pin Serial," "Notebook Internal,”
"Station 9 Pin Serial,"” and "Station 25 Pin Serial") for each
of the follow ng conputer arrangenents: "Notebook Only";
"M crobDock & Notebook"; and "DeskTop & Notebook." As shown in
the table bridging pages 31-32 of the specification, the
avai |l abl e configurations for "Notebook Only" are "1 thru 3"
and "Custom" for "M croDock & Notebook" are "1 thru 5" and
"Custom " and for "DeskTop & Notebook"” are "1 thru 6" and
"Custom" The last line of page 31 explains that the
asterisks in the table nean the conmunication port nunbers are
automatically set based on the sel ected configuration nunber
unl ess "Custont is selected. Figure 39 shows the port
assi gnnents when configuration "1" is selected for all three

conputer arrangenents.

2 Incorrectly identified as "PCM A" hardware in the
t abl e.
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The Figure 40 screen permts selection of the addresses
for the LPT1 and LPT2 printer ports. The table at page 32
expl ains that the avail able configurations for "Notebook
Only,"™ "M crobDock & Notebook," and "DeskTop & Notebook" are,
respectively, "1 thru 4," "1 thru 2," and "1 thru 2." No
"Custom' option is provided. Asterisks indicate that the
communi cation port nunbers are automatically set based on the
sel ected configuration nunber. B. The clains

The i ndependent clainms are clainms 1, 10, and 19, of which
claim19, which is representative, reads as foll ows:

19. A nethod of connecting a portable conputer to a
docking station in a docking system conprising:

physically and el ectrically connecting said portable
conputer to said docking station; and

custom zing a hardware configuration in the docking
system for optinmum perfornance.

The ternms "custom zing," "hardware configuration,” and
"optimunt are not defined in the specification and therefore
nmust be given their broadest reasonable interpretations

consistent with appellants' disclosure. In re Mrris, 127

F.3d 1048, 1054, 44 USPQ2d 1023, 1027 (Fed. Gr. 1997).

"Custom ze" is defined in Webster's Third New | nternational
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Dictionary of the English Language 560 (Unabridged ed., 1971)

to mean "to build, fit, or alter according to individual
specifications,” and "optimze" is defined to nean "to nake as
perfect, effective, or functional as possible" (id. at 1585)
(copi es enclosed). Although the term "hardware configuration”

does not appear in the Academ c Press Dictionary of Science

and Technol ogy, which can be found on-Iline at

http://ww. harcourt.confdictionary/def,?® "configuration” is
defined therein as follows (copy enclosed): "Conputer
Technol ogy. the relationship of the hardware conponents of a
conputer systemw th each other, together with the electronic
interconnectivities."”
C. The reference and rejection

The sole reference relied on is:
Swindler et al. (Sw ndler) 5,313, 596 May 17,
1994

Clainms 1-10 and 12-28 stand rejected under 35 U. S. C

8 102(e) as anticipated by Sw ndler.

3 This site can reached via the followi ng PTO web site:
http:/ pt oweb/ pat ent s/ siradm n/stic/sticnp.

- 5 -
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D. The nmerits of the rejection

Anticipation under 35 U.S.C. § 102 requires that each
el enent of the claimin issue be found, either expressly
described or under principles of inherency, in a single prior

art reference. 1n re King, 801 F.2d 1324, 1327, 231 USPQ 136,

138 (Fed. Cr. 1986). To be inherent, a feature nust

necessarily be present. In re Robertson, 169 F.3d 743, 745,

49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999).

Swindler's Figure 1 shows a notebook conputer 12 for
insertion into a docking station 14, which is connected to an
external nonitor 48, an external keyboard 50, and a nouse 52.
As shown in Figure 6, the docking station also includes two
fl oppy disc drives 72 and 74, a hard disc drive 88, and a
system pl anar board 90 (col. 11, lines 42-45) and also a
connector portion 44a (Fig. 6) for mating with connector
portion 44 (Fig. 3) on the notebook conputer (col. 14, lines
4-9). \Wen these connector portions have been successfully
i nt erengaged, interconnection is provided between the notebook
conputer 12, the external peripheral devices 48, 50, and 52
and the docking station drives 72, 74, and 88 (col. 26, lines

33- 38).



Appeal No. 97-3423
Application 08/336, 134

Referring to Figure 24, the system planar board 90
includes, inter alia, a mcrocontroller 232, an electrically
programmabl e read only nenory (or "EPROM') 234, and a static
random access nenory (or "SRAM') 236 (col. 19, line 54 to col
20, line 1). 1In contrast to the notherboard contained in the
not ebook conputer, the system planar board 90 does not provide
full computer processing control; rather, its purpose is to

control the operation of the . . . notorized docking
system control the energization of the notebook
conputer 12 and sel ected operating conponents of the
docking station 14 to prevent potentially damagi ng
vol tage m smat ches, provide an operative interface
bet ween the internal operating conponents in the
docki ng station and notebook conmputer, and |link the
docked not ebook conmputer to the docking station
drives 72,74,88 and the external peripheral devices
48,50 and 52. [Enphasis added.] [Col. 11, |ines 50-
63. ]

The exam ner contends (albeit for the first time in the
Answer, at 4) that this "operative interface"

must have been configured[](at sonme tine) for the
hardware to properly comruni cate between docki ng
units. Also, in the design of the docking system

t he desi gner woul d have sel ected optiml options and
criteria so that the best possible docking system
woul d have been achieved. Swindler et al. wholly
anticipates properly interfacing between docking
units and optimal performance woul d have been
expected fromtheir system
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The exam ner further also explains for the first tinme in the
Answer (at 4-5) that appellants' SETDOCK system

is simlar to all BIOS[]basic input/output system
prograns used by all conputers to configure their
operating systemprior to operator use. The SETDOCK
routine sets up itens such as communi cation ports,
|/ O ports, printer ports, and other hardware needs
so that the systemfunctions correctly internally
and externally. There is no novelty in presetting a
conputer[']s operative characteristics prior to
all ow ng an operator to input requests. Mbpst
conputers in use today are booted by a ROM or EPROM
program stored in nenory which exclusively sets up
whi ch environnent the conputer will operate in. In
| BM or conpatible systens[,] prograns, such as[]
CONFI G SYS, AUTCEXEC. BAT, and COVWWAND. COM,] are
booted prior to conputer usage in order to
initialize the conputer's operating system

Mor eover, the ROM or EPROM progranm ng nay be

custom zed by the operator if the system would have
had a recent hardware/software upgrade or previously
unused port activated. The appellant[s'] clained

i nvention does not conprise any limtation or

i nventive step over the applied reference because
Swi ndl er's conmputer nust, |ike nost conputers, be
configured to function optimally in its operating
environment. [Answer at 5.]

In our view, the foregoing argunments for inherent
anti ci pati on, which have not been addressed by appellants (who
did not file a reply brief), are sufficiently strong to shift
the burden to appellants to denonstrate that inherency is
| acki ng, which they have made no attenpt to do. See King,

801 F.2d at 1327, 213 USPQ at 138-139:
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[Ajfter the PTO establishes a prim facie case of
antici pati on based on i nherency, the burden shifts
to appellant to "prove that the subject matter shown
to be in the prior art does not possess the
characteristic relied on." ln re Sw nehart, 439
F.2d 210, 212-13, 169 USPQ 226, 229 (CCPA 1971).
Accord In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ
594, 596 (CCPA 1980), gquoted with approval in In re
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed.
Cir. 1985); In re Best, 562 F.2d 1252, 1255, 195
USPQ 430, 433-34 (CCPA 1977); In re Ludtke, 441 F.2d
660, 664, 169 USPQ 563, 566 (1971).

Moreover, we note that the exam ner's argunents for
i nherency find additional support in the fact that the
preferred enbodi nent of Swi ndl er's notebook conmputer, |ike
appel l ants' (see Fig. 4%, has a pair of PCMCI A (Persona

Comput er Menory Card

| nt ernati onal Association®) slots for receiving PCMClI A cards

(col. 6, lines 39-52). The on-line TechEncycl opedi a

di scussi on of such cards,® al so known as "PC Cards," describes

4 These card slots are nentioned at page 6, line 20 of
appel l ants' specification.

> The nmeaning of PCMCIA is given in Sw ndler at colum
10, lines 22-27.

® See
www. t echweb. cont encycl opedi a/ def i net er n?t er m=PC+Car d= ( copy
encl osed) .
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the functions perforned by these cards and explains that they
can be used only after |oading of programs called "Card
Servi ces" and "Socket Services," which appear to be hardware
configuration prograns:

PC Card

A credit-card sized, renovable nodule for portable
conputers standardi zed by PCMCIA. PC Cards are al so
known as "PCMCI A cards.” PC Cards are 16-bit
devices that are used to attach nodens, network
adapters, sound cards, radio transceivers, solid
state disks and hard disks to a portable conputer
The PC Card is a "plug and pl ay" device, which is
configured automatically by the Card Services
software (see bel ow).

Card and Socket Services
In order to use a PC Card slot in the conputer, Card
and Socket services nmust be | oaded, typically at
system startup. Card and Socket Services software
is generally included with | aptops that have PC Card
slots. It also cones packaged with PC Cards.

Card Services manage system resources required by
the PC Card, and, on PCS, determ nes which I RQ and
menory and |1/ O addresses are assigned. They al so
manage hot swappi ng and pass changes in events to
hi gher - | evel

drivers witten for specific cards.

Card Services talk to Socket Services, which is the
| onest | evel of software that comunicates directly
with the PC Card controller chips. Socket Services
can be built into the system BIOS or added vi a
sof t war e.
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The foregoi ng TechEncyl opedi a di scussi on suggests that

Swi ndl er' s docki ng system necessarily includes software |ike
Card Services and Socket Services for configuring the hardware
so that the notebook conputer can conmunicate with all of the
har dwar e conponents in the docking system which clearly
constitutes "custom zing a hardware configuration . . . for
opti mum performance,” as required by each of the independent
clainms.” Furthernore, the fact that Swindler's PCMClI A slots
are provided to permt insertion of one or two cards into the

not ebook conputer after the notebook conputer has been docked

in the docking station (col. 11, lines 29-33) inplies that the
software i s capabl e of accommpdating the addition of new
hardware (e.g., a noden) by the user

In the absence of any proof of noninherency, we are

constrained to affirmthe 8 102 rejection of independent

" Because we are relying on the TechEncycl opedi a
di scussion entry to show that software |ike Card Services and
Socket Services is inherently part of Swi ndler's docking
system our reliance on TechEncycl opedia is consistent with
the basis of the rejection, which is anticipation by Sw ndl er.
See In re Sanpbur, 571 F.2d 589, 562, 197 USPQ 1, 4 (CCPA 1978)
(the PTO in making a rejection under 35 U S.C. §8 102 on a
single prior art reference that discloses every materi al
el enent of the clainmed subject matter, can properly rely on
additional references for that purpose).

- 11 -
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clains 1, 10, and 19 and dependent clainms 3 and 12, which
appel lants treat as standing or falling with clains 1 and 10,
respectively (Brief at 3).

The rejection is affirmed with respect to dependent
clains 4 and 13 on the ground that they are not separately
argued. Appellants' explanation (Brief at 6 and 9-10) of what
these clains recite is not a separate argunent. See 37 CFR
8§ 1.192(c)(7) (1995) ("Merely pointing out differences in what
the clains cover is not an argunent as to why the clains are
separately patentable.").

Turning now to the remaining dependent clains, claim?2
specifies that the neans for custom zing the hardware
configuration is capable of custom zing comon hardware in
vari ous docking stations. This rejection is affirned, because
appel I ants have not expl ained why Swindler's configuration
sof tware does not inherently have this capability. For the
sane reason, the rejection of simlar claim?20 is affirned.

Claim5 recites, inter alia, first drive neans for

driving the tray and the portable conputer "into and out of"
t he housing. Appellants' Figure 3 shows portable conputer 13

and tray 39 in their "out of" the housing positions. The
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rejection of claim5 is reversed because Swindler's travel
plate (i.e., tray) 108 does not extend fromthe housing even
when it is in the ejection position shown in Figure 20D (col.
14, lines 49-50). Consequently, the rejection of dependent
clains 6-8, which depend on claim5, is also reversed. For
the sane reason as claimb5, the rejection of simlar claim1l14
and its dependent clains 15-17 is reversed.

Claim9 specifies that the neans for customzing is a
configuration utility devel oped for the docking system
environnment. The rejection of this claimand simlar claim18
is affirmed for the reasons given above with respect to the
i ndependent cl ai ns.

The rejection of claim21, which calls for custom zing a
har dware configuration in the portable conputer, is affirnmed
because, as already noted, Sw ndler's hardware configuration
software i s capabl e of acconmopdati ng new PCMCI A cards inserted
into the notebook conputer after it has been docked in the
docking station. For the sanme reason, the rejection of
simlar claim26 is affirned.

The rejection of claim?22, which calls for custom zing a

har dware configuration in the docking station, is affirmed
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because appell ants have not shown that the configuration
software used by Swindler to accommbdate newy inserted PCMCI A
cards woul d not inherently be capabl e of accommpdating a
change of hardware (e.g., replacenent of hard disc drive 88)
in the docking station. For the sane reason, we are affirmng
the rejection of simlar claim27.

For the reasons given with respect to clains 21 and 22,
we are sustaining the rejection of clains 23 and 28, which
call for custom zing a hardware configuration in the portable
conput er and the docking station.

The rejection of claim24, which specifies that the neans
for custom zing is a configuration utility that is run anytine
docki ng system hardware is added or renoved or port settings
are to be changed, is affirned for the reasons already
di scussed. In summary, the 8 102 rejection is affirmed with
respect to clainms 1-4, 9, 10, 12, 13, and 18-28 and is

reversed with respect to clains 5-8 and 14-17.
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