TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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! Application for patent filed October 31, 1994. Accord-
ing to appellant, the application is a continuation-in-part of
Application 07/958,011, filed October 7, 1992, now U. S. Patent

5, 360, 242, issued Novenber 1, 1994.
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COHEN, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner
to allow clains 14 through 20 and 33 through 35, as anended
(Paper No. 15) subsequent to the final rejection (Paper No.
11). Cains 2, 3, 9, 10, 12, 13, and 21 through 32, the only

other clainms remaining in the application, stand all owed.

Appel lant’ s invention pertains to a method of
pi pel ayi ng by connecting two | engths of steel pipe wthout
wel di ng the pipe. An understanding of the invention can be
derived froma reading of exenplary claim 14, a copy of which

appears in the APPENDI X to appellant's brief (Paper No. 14).

As evi dence of obvi ousness, the exam ner has applied

t he docunents |isted bel ow

Kessl er et al. (Kessler) 3,784, 235 Jan. 8,
1974
Nenoto et al. (Nenpto) 4,091, 630 May 30,
1978
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McGugan 4,298, 221 Nov. 3,
1981
Roberts 4, 865, 359 Sept. 12,
1989
St. Onge 4,958, 959 Sept. 25,
1990
Sweeney 5, 015, 014 May 14,
1991
Shi bahara et al. (Shibahara) 5,104, 263 Apr. 14,
1992

The following rejections are before us for review

Clainms 14 through 18, 33, and 34 stand rejected
under 35 U. S.C. 8§ 103 as bei ng unpatentable over McGugan in

vi ew of Sweeney and St. Onge.

Claim 19 stands rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentabl e over the art as applied to the clains

above, further in view of Roberts or Kessler.
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Claim 35 stands rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over the art applied to clains 14 through

18, 33, and 34 above, further in view of Shibahara or Nenoto.

The full text of the exam ner's rejections and
response to the argunent presented by appellant appears in the
answer (Paper No. 16), while the conplete statenent of

appel l ant’ s argunent can be found in the brief (Paper No. 14).

In the brief (page 11), appellant indicates that
clainms 14 through 19 stand or fall together, and that clains
33 through 35 are separately patentable. 1In light of the
above, we
select claim14 for review, with clainms 15 through 19 standi ng
or falling therewith; 37 CFR 1.192(c)(7). Accordingly, we

focus upon clains 14, 33, 34, and 35, infra.

OPI NI ON
In reaching our conclusion on the obviousness issues

raised in this appeal, this panel of the board has carefully
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consi dered appel l ant’s specification and clains, the applied
patents,? and the respective viewpoints of appellant and the
exam ner. As a consequence of our review, we nmake the deter-

m nati ons which foll ow

The rejection of clains 14 through 18, 33, and 34

W affirmthe rejection of claim14 under 35 U. S. C
§ 103. It follows that the rejection of clains 15 through 18

is

| i kewi se affirnmed since these clains stand or fall therewth,

as previously indicated.

2 In our evaluation of the applied patents, we have
consi dered all of the disclosure thereof for what it would
have fairly taught one of ordinary skill in the art. See In
re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966).
Additionally, this panel of the board has taken into account
not only the specific teachings, but also the inferences which
one skilled in the art would reasonably have been expected to
draw fromthe disclosure. See In re Preda, 401 F.2d 825, 826,
159 USPQ 342, 344 (CCPA 1968).
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Cl ai m 14 addresses a net hod of pipel aying by
connecting two | engths of steel pipe wthout welding the pipe
conprising, inter alia, formng first and second tubul ar
menbers of steel with each nenber having cylindrical exterior
and interior sur- faces with dianeters that are the same as
exterior and interior dianeters of the steel pipe to be

connect ed.

As evi dence of obvi ousness, the exam ner | ooked to

t he conbi ned teachi ngs of McGugan, Sweeney, and St. Onge.

Havi ng revi ewed the applied evidence, we reach the
conclusion that it would have been obvi ous to one having ordi -
nary skill in the art, froma collective assessnent thereof,
to formthe tubular pin and box nmenbers (first and second
tubul ar nenbers) 1, 3 of McGugan with cylindrical exterior and
interior surfaces having dianmeters that are the sanme as
exterior and interior dianeters of the steel pipe to be

connected. As we see it, the notivation on the part of one
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having ordinary skill in the art for making this nodification

woul d have sinply been to

obtain the expected benefits of a known alternative uniform

di anet er pipe configuration, as evidenced by the teachings of
Sweeney (Figs. 4 and 5) and St. Onge (Figs. 5, 7 and 8; colum
4, lines 62 through 67 and colum 5, lines 40 through 43).

For this reason, the rejection of claim14 is determned to

be appropri ate.

As to clains 33 and 34, we conclude that the
applied art would have been reasonably suggestive of the

content of claim33, but not of claim34.

A readi ng of the Sweeney docunment (Fig. 6) reveals
to us that it would have been clearly suggestive of a
techni que (colum 6, lines 24 through 51) for pushing pipe
sections together which uses a Cclanp 34 (clanp on right side
of Fig. 6) configured to pass over a male connector and engage

one end of a first tubular nenber 2N, as required by claim 33.
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On the other hand, we are of the opinion, as regards
the content of claim 34, that the applied patents to St. Onge
(protective plate 54 for pushing) and Sweeney (flanged plug 32

for pushing and technique shown in Fig. 6) would not have been

suggestive of a nmale push ring configured to “pass inside the
femal e connector” and engage one end of a second tubul ar con-

nector, as cl ai ned.

The argunent advanced by appellant fails to persuade
us that the examner erred in rejecting claim14 under 35
US C 8§ 103. W are in basic agreenent with the exam ner’s
response to the argunent presented (answer, pages 6 through
11) and add the additional commentary. The viewpoint (brief,
page 15) that the proposed nodification would appear to weaken
the connectors and negatively “effect” [sic, affect] the
operability of the con- nectors if not rendering thementirely
i noperable for their intended purpose, is considered to be
unsupported attorney argunment. From our perspective, the

evi dence of obviousness is contrary to the view advocat ed.
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McGugan reveals uniformty for the pipe exterior (Fig. 1) and
i n anot her enbodinment (Fig. 8) uniformty for the pipe
interior. This teaching, with the know edge in the art
(Sweeney and St. Onge) of uniformexteriors and interiors as
suitabl e for pipe arrangenents, would clearly have been
suggestive of the alternative of an operable uniformexterior
and interior pipe arrangenent, as proposed for the MGugan

met hod of pipelaying. Like the exam ner, we are also

not in accord with appellant’s view of the Sweeney and St.
Onge docunents as being directed to nonanal ogous subj ect
matter (brief, pages 15 and 16). At the outset, we note that,
as acknow edged by appel |l ant (specification, page 2), there is
sinply a preference for using steel. This is certainly

consi stent with the evidence of obvi ousness before us which
accurately reflects the alternatives of steel and plastic

mat eri al pi pes and connections in the art. 1In our opinion, it
is fair to say that the teachings of Sweeney and St. Onge are
reasonably pertinent to the pipe connection and configuration

probl ens faced by both appell ant and McGugan and, as such,
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woul d have | ogically commended thensel ves to one facing the

afore- nentioned problens. See In re day, 966 F.2d 656, 659,

23 USP2d 1058, 1061 (Fed. Cir. 1992). It is additionally
appel lant’s position (brief, page 17) that the references do
not provi de suggestion for their conbination but have been
conbi ned using i nperm ssible hindsight. W disagree. As set
forth, supra, we have determ ned that the applied teachings
provi de anpl e suggestion for their conbination. Further, the
present rejection is not inappropriate as bei ng based upon

I nper m ssi bl e hindsi ght since, as reveal ed above, it is
properly founded only upon know edge which was within the

| evel of ordinary skill at the

time the clainmed invention was made. Thus, the rejection of
claim14 is sound. Relative to appellant’s comments regarding
claim33 (brief, pages 17 through 19), we refer to our dis-
cussi on, supra, wherein we concluded that the subject matter
of this claimwould have been suggested by the evidence of

obvi ousness.

10
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The rejection of claim19

The rejection of claim19 is affirned since it

stands or falls with claim 14, as earlier indicated.

The rejection of claim35

W affirmthe rejection of this claimunder 35

UusS C § 103

Cl ai m 34 depends fromclaim14 and requires, inter
alia, that the pipelaying nmethod is trenchl ess excavation
pi pel aying with the pi pes advanced through a generally

hori zontal Il y bored hol e.

It is significant to note that the patent to McGugan

(colum 1, lines 7 through 11) expressly acknow edges that the

di scl osed pi pe connectors are particularly, “but not
excl usively” designed and adapted for use in connecting pipes
in the drilling and/ or conpletion of off-shore oil and/or gas

wells. Further, the patents to Shibahara (plastic or cast

11
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iron pipes; colum 8, lines 56 through 61) and Nenoto (cast
iron or steel pipes; colum 1, lines 13 and 14) are viewed as
representative of the knowl edge in the art of the known nethod
of trenchl ess excavation pipel aying, as acknow edged by

appel | ant (specification, pages 2 and 3).

Consi dering the applied teachings as a whole, we
conclude, as did the examner, that it would have been obvi ous
to practice the invention of McGugan with the pipes being
pl aced horizontally in the earth. It readily appears to us
that the incentive on the part of one having ordinary skill in
the art for making this nodification would have sinply been
to gain t he expected benefits of the well-known trenchl ess

excavati on net hod.

The argunent in the brief (pages 20 through 22) is

not convi ncing of the patentability of claim35. Akin to our

anal ysis of the patents to Sweeney and St. Onge, supra, we

12



Appeal No. 97-3345
Application 08/ 332,936

readily perceive the teachings of Shibahara and Nenpto to be
reasonably pertinent to pipelaying problens and arrangenents
of concern to McGugan as well as appellant,?® and hence

anal ogous prior art. Further, assessed as a whole, and
contrary to appellant’s point of view, we consider the applied
teachings to be suggestive of the clained invention, wthout

i mper m ssi bl e hindsight reliance upon appellant’s own

t eachi ng.

In summary, this panel of the board has:

affirnmed the rejection of clains 14 through 18, and
33 under 35 U.S.C. 8§ 103 as being unpatentable over McGugan in
view of Sweeney and St. Onge, but reversed the rejection of

claim 34 on this sane ground;

® W note that appellant contenplated not only horizontal
pi pe orientation, but also vertical orientation
(specification, page 8, lines 25 through 28).

13
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affirnmed the rejection of claim19 under 35 U.S.C. 8§
103 as bei ng unpatentable over the art as applied to the

clai ne above, further in view of Roberts or Kessler; and

affirnmed the rejection of claim35 under 35 U. S. C
8§ 103 as being unpatentable over the art applied to clains 14
through 18, 33, and 34 above, further in view of Shibahara or

Nenot o.

The decision of the examner is affirned-in-part.

No tinme period for taking any subsequent action in

con- nection with this appeal may be extended under 37 CFR 8§

1.136(a).

AFFI RVED- | N- PART

| RWN CHARLES COHEN
Adm ni strative Patent Judge )
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)  BOARD OF
PATENT
JAMES M MElI STER ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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Rogers Howel | & Haf er kanp
7733 Forsyth Boul evard
Suite 400

St. Louis, MO 63105
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