The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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URYNOW CZ, Adm ni strative Patent Judge.

Deci si on on Appea

This appeal is fromthe final rejection of clains 5-
17.

The invention pertains to a process for preparing a
sem conductor wafer for dicing. Claimb5 is illustrative
and reads as follows:

5. A process for preparing a sem conductor wafer for
subsequent dicing into a plurality of sem conductor chi ps,
sai d process conpri sing:

form ng a radi ati on curabl e adhesive | ayer on a
substrate filmto provide a conposite adhesive sheet,
wherein the radiation curabl e adhesive |ayer includes
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an acrylic adhesive material nmade of a copol yner
of an acrylic ester and an OH group-contai ni ng
pol yrmeri zabl e nonomer existing in a quantity of 100 parts
by wei ght, and
a radi ation pol ynmeri zabl e conpound having two or
nore unsaturated bonds in a quantity of 50-200 parts by
wei ght ;
securing the conposite adhesive sheet to the back
surface of a sem conductor wafer having respective circuits
formed on the front surface thereof by pressing the
radi ati on curabl e adhesive | ayer of the conposite adhesive
sheet onto the back surface of the sem conductor wafer;
di cing the sem conductor wafer into a plurality of
sem conduct or chi ps each containing a circuit on the front
side thereof while retaining the plurality of sem conductor
chi ps on the conposite adhesive sheet;
irradiating the radi ati on curabl e adhesi ve | ayer of
t he conposite adhesive sheet with radiation to cure the
radi ati on curabl e adhesive |l ayer such that the radiation
pol yneri zabl e conpound has an el astic nodul us of not |ess
than 1 x 10° dyne/cnf after curing;
removing the plurality of sem conductor chips fromthe
conposi te adhesi ve sheet after the adhesive | ayer thereof
has been cured by irradiation;
nmounting the individual sem conductor chips on a | ead
frame; and
packagi ng the individual chips with the back
surfaces thereof in at |east partial contact with a nolding
resin.

The references relied upon by the exam ner are:

Got man 4, 296, 542 Cct. 27, 1981
Ebe et al. (Ebe) 5, 187, 007 Feb. 16, 1993
I shiwata et al. (Ishiwata) 5, 281, 473 Jan. 25, 1994

The admitted prior art at page 2 of appellants’
speci fication.

Clainms 5-9 stand rejected under 35 U.S.C. § 103 as
bei ng unpatent able over Ishiwata in view of appellants’

admtted prior art and Gotman.
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Cains 10-17 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat entabl e over |shiwata, appellants’ admtted
prior art and Gotrman, further in view of Ebe.

The respective positions of the exam ner and the
appellants with regard to the propriety of these rejections
are set forth in the final rejection and the exam ner’s
answer (Paper Nos. 8 and 12, respectively) and the
appel l ants’ brief (Paper No. 11).

Appel | ants’ | nvention

A summary of the invention is provided by appellants

at pages 3-7 of the brief.
Qpi ni on

After consideration of the positions and argunents
presented by both the exam ner and the appellants, we have
concluded that the rejection of sole independent claimb5
shoul d not be sustai ned.

At pages 3 and 4 of the final rejection, the exam ner
states that “lshiwata does not teach as a specific
enbodi nent the particular conbi nati on or concentration of
conpounds.” He asserts the reference teaches a process for
combi ni ng conpounds to forma radiation curable tape and
that the process is “not limted by any of the details of

t he description, unless otherw se specified, but rather be
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construed broadly within its spirit and scope as set out in
t he acconpanying clainms” (col. 23, lines 45-49). Note is
made of the fact that at page 31, lines 17-19, applicants
explicitly teach that the instant invention “is in no way
l[imted” to the specific exanples. In view of the above,
the conclusion is drawn that the specific conbination and
concentrati on of conmpounds woul d have been obvi ous through
routi ne experinentation and optim zation.

We do not agree with the exam ner that the specific
conbi nati on and concentration of conpounds woul d have been
obvi ous through routine experinmentation and opti m zati on.

Al t hough choosi ng a conpound or concentration of a
conpound by itself can involve routine experinentation when
attenpting to optim ze a specific characteristic or
property of an invention, the exam ner has not indicated
specifically what characteristic or property of Ishiwata's
invention it is that the routineer would have found it
obvious to optim ze by experinmentation and why he woul d
have done so, and how such experinentation woul d have
resulted in the “specific conbination and concentration of
conmpounds” to which he nakes reference at page 4, line 8,
of the final rejection. Contrary to the examner’s

statenent at page 4, lines 10-13, of the final rejection,
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there is no disclosure in Ishiwata reporting that the

pat ent ees recogni zed that a residue of adhesive adhering to
a chip upon its renmoval froma radiation cured adhesive

| ayer was a probl em which subsequently caused defects such
as separation between chips and nolding resin in packaged
chips. Accordingly, one of ordinary skill in the art would
not have experinented to obtain adhesive-free wafer chips,
whi ch experimentation purportedly woul d have been expected
to yield the clained “conbinati on and concentration of
conpounds.”

Wereas |shiwata does not recognize the problens
caused by adhesive residue adhering to a wafer when it is
removed froma radiation cured adhesive | ayer as the
exam ner contends, we do not agree with his position at
page 4, lines 9-15, of the final rejection that a nodul us
of elasticity of not |ess than 1x10° dyne/cnf is an inherent
property of the adhesive nade by the process of I|shiwata.
It is clear fromappellants’ disclosure at pages 27-29 that
the lower Iimt for the nodulus of elasticity of the
radi ation polynerizable conmpound is set to assure that
di ced wafer chips Al-A3 do not fall off the adhesive sheet
1, yet can be renoved fromthe sheet w thout any residual

adhesi ve cont am nati on.
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Whereas we will not sustain the rejection of sole
i ndependent claim5, we will not sustain the rejection of
dependent clainms 6-9 over Ishiwata in view of appellants’
admtted prior art and Gotman, nor will we sustain the
rejection of dependent clains 10-17 over Ishiwata in view
of appellants’ admitted prior art, Gotnman and Ebe.

REVERSED

LANCE LEONARD BARRY
Adm ni strative Patent Judge

STANLEY M URYNOW CZ, JR )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
)
JOSEPH L. DI XON ) APPEALS AND
Adm ni strative Patent Judge )
) | NTERFERENCES
)
)
)
)
)

SMJ ki s
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