THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ELI ZABETH M THORP and STEPHEN N. THORP

Appeal No. 1997-3280
Application No. 08/212, 065

ON BRI EF

Bef ore CALVERT, FRANKFORT, and MCQUADE, Administrative Patent

Judges.
FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner’s refusal

to allowclainms 7, 8 10 and 11 as anended subsequent to the

final rejection in a paper filed July 30, 1996 (Paper No. 15).

Clainms 1 through 6 and 9 have been cancel ed.
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Appel lants’ invention relates to a conposite structure
i ncluding an el ectrol um nescent |ight source with a
retroreflective sheet superinposed on the |Iight source, and a
transl ucent or transparent fluorescent fil m superinposed
thereon. The fluorescent material can also be incorporated in
the retroreflective material and superinposed on the |ight
source. This conposite provides both enhanced daytinme and
nighttine visibility, even in the event of a failure of the

i ght source.

Clainms 10 and 11 are representative of the subject matter
before us on appeal and a copy of those clains, reproduced
fromthe Appendi x of Appellants’ Brief, is attached to this

deci si on.

The prior art references of record relied upon by the
exam ner in rejecting clains 7, 8 10 and 11 are:
Spencer (Spencer ‘457) 5, 243, 457 Sep. 7, 1993

Spencer et al. (Spencer *783) 5,300,783 Apr. 5, 1994
(filed Sep. 30, 1992)
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Clains 7, 8, 10 and 11 stand rejected under 35 U S.C. §
103(a) as bei ng unpatentabl e over Spencer ‘783 or'!

Spencer *457.

Rat her than attenpt to reiterate the examner’s ful
statenent with regard to the above noted rejections and
conflicting viewoints advanced by the exam ner and appellants
regarding the rejections, we nake reference to the Exam ner’s
Answer (Paper No. 20, mailed March 31, 1997) for the reasoning
in support of the rejections, and to Appellants’ Brief (Paper
No. 19, filed Decenber 27, 1996) for the argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to appellants’ specification and cl ai s,

'1In the final rejection, the exam ner applied the two
Spencer references as "Spencer et al.‘783 and Spencer ‘457."
However, by the substance of the examner’'s rejection, it
appears that the examner’s intention was for the rejection to
state "Spencer et al. ‘783 or Spencer ‘457" where both
references are used in the alternative instead of cunul ative.
Therefore, we have interpreted the examner’'s rejection to
read, "Spencer et al. ‘783 or Spencer ‘457."
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to the applied prior art references, and to the respective

positions as set forth by the appellants and the exam ner.

Wth regard to the examner’s 35 U.S.C. § 103(a)

rejection based on Spencer ’783 or Spencer 457, we find that

the exam ner has failed to established a prim facie case of

obvi ousness. Since Spencer 783 is the nore conprehensive of
the two references, we will first address the rejections with
regard to this Spencer reference. The exam ner’s position is
t hat Spencer ' 783 discloses the clainmed conposite material in
Figure 5 having an el ectrol um nescent |ight source 62 (Figure
2), wherein this light source is taught to be interchangeable
wi th the phosphorescent material 108 of Figure 5 (col. 9,

i nes 26-30). The exam ner calls attention to the phrase in
Spencer ' 783 stating that "[t]hroughout this disclosure, the
expression 'l um nous material’ or ’lum nous conposition is
intended to include any material or conposition which has
phosphorescent, fluorescent and/or auto | um nescent

properties"” (col. 2,
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lines 53-58). This phrase is apparently relied upon by the
exam ner as a notivation for using fluorescent filmin either
of the Spencer patents. It is also the examner’s position
that a second | ayer of phosphorescent material is provided
along with a retroreflective material. The exam ner further
expl ains his position (answer, pg. 5) by specifying that "106
[sic] discloses a phosphorescent material and 100 di scl oses a

retroreflective material,"” thereby neeting the structural

[imtations of appellants’ independent claim11l.

W find that the exam ner has m sinterpreted the Spencer
references. As stated in the answer on page 5, it is
exam ner’s position that:
Appel lants [sic] claimed "fluorescent,
retroreflective filnl is disclosed in Fig. 5,

102, where 106 [sic] discloses a phosphorescent
mat eri al and 100 di scloses a retroreflective

material. This structure neets Appellants [sic]
claimlimtations because Spencer discloses in
col. 8, lines 5-9 that "a second |layer 106 [sic]

of phosphorescent material is attached or joined
to the underlying surface of prismlike
formation and is generally coextensive with the
first layer 102."
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The exam ner, tw ce, m slabels the phosphorescent |ayer
as 106 instead of 108 which appears to have led to the
m sreadi ng of the reference, thereby resulting in the final
rejection. It is
under st andabl e how t he exam ner could have m sinterpreted the
reference nuneral due to the poor quality of the text in the
copy used by the exam ner. However, the official text of
Spencer ' 783 shows the correct el enent nunbers. Cearly,
el ement 106 of Spencer is discussed as being a snmooth |ight

transmttive surface of the retroreflective |ayer 102.

Appel l ants argue (brief, pg. 5) that Spencer’s invention

"does not include a fluorescent fil m superi nposed on or

incorporated into the retrorefl ective nenber. Further, there

is nothing in the reference to suggest such superi nposing or

i ncorporating and no secondary reference is cited to provide
such a suggestion.” W agree with appellants. W do not find
t hat Spencer ’ 783 di scloses an el ectrol um nescent |ight source
wth a retroreflective sheet superinposed on the |ight source
and a fluorescent film superinposed on the retroreflective
sheet, but nerely the retroreflective material superinposed on
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a el ectrolum nescent |ight source, as shown in both Figures 2
and 5 of Spencer ' 783. Likew se, Spencer ’'457 provides no

t eachi ng or suggestion of a conposite structure of the
specific construction required in appellants’ claim211l on

appeal .

Therefore, the examner’s rejections of appellants’ claim
11 will not be sustained. It follows that the exam ner’s
rejection of clains 7 and 8 which depend fromclaim11l, wll

al so not be sust ai ned.

Appel I ants provi de separate argunments (brief, pp. 8-9)
Wi th respect to independent claim 10, stating that fluorescent
mat erial incorporated into the retroreflective material and
superinposed on an el ectrol um nescent |ight source is not
taught by the applied Spencer patents. W agree with
appel lants that the examner’s rejection has failed to

established a prima facie case of obviousness with respect to

claim 10 since the Spencer patents do not disclose or suggest
a fluorescent, retroreflective film superinposed on a |ight

source.
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In summary, we cannot sustain the exam ner’s rejection of

claims 7, 8, 10 and 11 under 35 U S.C. § 103(a) as being

unpat ent abl e over Spencer ' 783 or Spencer ’'457.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN P. MCQUADE
Adm ni strative Patent Judge
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ELI ZABETH B. THORP
5060 PORPA SE PLACE
NEW PORT RI CHEY, FL 34652

10



Appeal No. 1997-3280
Application No. 08/212, 065

d ai ns

10. A conposite structure conprised of an
el ectrol um nescent |ight source, and superi nposed on said
source, a fluorescent, retroreflective film

11. A conposite structure conprised of an
el ectrol um nescent |ight source and, superinposed on said
light source, a retroreflective sheet and, superinposed on
said retroreflective sheet, a translucent or transparent
fluorescent film
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APJ FRANKFORT

APJ MCQUADE

APJ CALVERT

REVERSED

Prepared: March 2, 2001



