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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 3, 4, 6, 9 to 24, 31 to 38 and 44 to 46,

which are all of the clains pending in this application.

! Application for patent filed May 17, 1995. According to
the appellant, the application is a continuation-in-part of
Application No. 08/233,291, filed April 26, 1994, now U. S
Pat ent No. 5, 488, 844.
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We AFFI RM I N- PART, however, for reasons expl ained infra,
we denom nate our affirmance of clainms 3, 4, 6, 9 to 20 and 44

to 46 a new ground of rejection under 37 CFR § 1.196(b).
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BACKGROUND

The appellant's invention relates to a security device,
nore particularly a theft prevention device for use on
bi cycl es, notorcycles, nopeds and ot her conveyance neans
(specification, page 1, lines 1-3). An understandi ng of the
i nvention can be derived froma reading of exenplary clains
11, 31 and 44, which appear in the appendi x to the appellant's

brief.

The references of record relied upon by the examner in

rejecting the appeal ed clains are:

Danon 596, 237 Dec. 28,
1897

Wod 929, 910 Aug.
3, 1909

Johnson 4, 856, 308 Aug. 15,
1989

W nner 5,488, 844 Feb. 6,
1996

Li pschut z 2,495, 5552 June 11,
1983

(France)
2 |n determning the teachings of Lipschutz, we will rely

on the translation provided by the PTO. A copy of the
translation is attached for the appellant's conveni ence.
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G ark 2,134, 463 Aug. 15,
1984
(United Ki ngdom

Clains 44, 45, 3, 11 and 12 stand rejected under 35
U s C

8 103 as bei ng unpatentabl e over Danon.

Clains 44, 45 and 3 stand rejected under 35 U S.C. § 103

as bei ng unpat entabl e over Wod in view of Danon.

Clainms 4, 6, 18, 31 to 38 and 46 stand rejected under
35 U.S.C. § 103 as bei ng unpatentable over Danon in view of

Johnson.

Clainms 9, 10, 13 to 17, 19 and 20 stand rejected under
35 U.S.C. § 103 as bei ng unpatentable over Danon in view of

Li pschut z.

Claim 38 stands rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Danon in view of Johnson and d arKk.
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Claims 3, 4, 6, 9to 24, 31 to 38 and 44 to 46 stand
rejected under the judicially created doctrine of double

patenti ng over the clainms of Wnner.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections® we nake reference to the exam ner's answer (Paper
No. 16, mail ed Decenber 3, 1996) and the suppl enent al
exam ner's answer (Paper No. 18, muailed April 16, 1997) for
the exam ner's conplete reasoning in support of the
rejections, and to the appellant's brief (Paper No. 14, filed
Septenber 16, 1996) and reply brief (Paper No. 17, filed

January 28, 1997) for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and

clains, to the applied prior art references, and to the

% The other rejections set forth in the final rejection
and the answer have been wi thdrawn by the exam ner in the
Advi sory Action of June 28, 1996 (Paper No. 10) and the
suppl enent al exam ner's answer (Paper No. 18).
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respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

The doubl e patenting issue

The appel | ant has not argued the rejection of clains 3,
4, 6, 9 to 24, 31 to 38 and 44 to 46 under the judicially
created doctrine of double patenting over the clains of
Wnner. The appellant has stated in the past (Paper No. 9,
filed June 20, 1996) that he "is fully prepared, upon
al | omance of the clains of this application, to file a
Term nal Disclainmer thereby overconming this non-statutory
objection [rejection].” Since no Term nal D sclainer has yet
been submtted to overcone this rejection, we sunmarily
sustain the rejection of clains 3, 4, 6, 9 to 24, 31 to 38 and
44 to 46 under the judicially created doctrine of double

pat enti ng.

The 8 103 rejection utilizing Danon
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We find that the exam ner has established a prina facie

case of obviousness*® with respect to the rejection of clains
44, 45, 3, 11 and 12 under 35 U. S.C. 8 103 as being

unpat ent abl e over Danon.

Claim44 recites:

A bicycle theft prevention device conpri sing:

a) a first generally U shaped rod nenber including
first and second parallel arnms joined by a bight, at |east one
armof said rod nenber including a plurality of |ock engagi ng
nmeans evenly spaced thereal ong,

b) a second U shaped nenber bei ng novabl e al ong the
arnms of said rod nenber toward and away from said bight and
including first and second arns to tel escopically engage
respectively the first and second parallel arnms of said rod
menber, and

c) a lock housing joined to said second U shaped
menber and containing | ock neans to prevent di sengagenent of
the arns of said second U shaped nenber fromthe arns of said
rod nmenber when the device is |ocked, and to permt
di sengagenent of the arns of said second nenber fromthe arns
of said rod nenber when the device is unlocked, the arnms of
said second U shaped nenber being freely di sengaged fromthe
arms of said U shaped rod nenber when the device is unl ocked
and the nenbers are tel escoped away from one anot her.

Claim45 recites:

“In rejecting clainms under 35 U S.C. 8§ 103, the exam ner
bears the initial burden of presenting a prinma facie case of
obvi ousness. See In re R jckaert, 9 F. 3d 1531, 1532, 28
UsP@d 1955, 1956 (Fed. Cir. 1993).
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The devi ce according to claimd44, wherein the |ock
engagi ng neans conprises ratchet teeth along one armof the
rod menber and the | ock neans conprises a pawl that is spring
bi ased into abutting contact wwth one of said ratchet teeth
when the device is | ocked.

Claim3 recites:

The devi ce according to claim45, wherein said ratchet
teeth partially circunscribe said at | east one arm

Claim1l recites:

A theft deterrent device conprising a) a first generally
U shaped nenber, b) a second generally U shaped nenber, each
menber having first and second parallel arns, the paralle
arms of the first nmenber being telescopically received into
the parallel arns of the second nenber, the first nenber
containing a plurality of ratchet teeth spaced along its first
parallel arm and c) |ock nmeans associated with the second U
shaped nenber, said | ock neans including a pawl engagi ng
i ndi vi dual ratchet teeth when said | ock neans is | ocked, to
prevent said nenbers when engaged from bei ng separated, while
all owi ng said nenbers to be tel escoped together, and when said
| ock means is unlocked, allowi ng the nenbers to be freely
di sengaged when tel escoped away from one anot her.

Claim12 recites:
The device according to claim11l, wherein the first U

shaped nenber conprises a rod, with the ratchet teeth spaced
uniformy along said first parallel armthereof.

Danmon's invention relates to | ocks and | atches, and

particularly to a lock for bicycles, baggage, and other
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portable articles to | ock the sanme agai nst renoval or
transportation (page 1, lines 8-11). As shown in Figure 2,
Danmon' s | ock includes
(1) a U shaped bar or rod 1 having upon one end teeth 2, (2) a
U-shaped hol |l ow tube 3, and (3) a | ocking assenbly nounted
upon one end of the tube 3 for engagenent with the teeth 2.
Danon' s | ocki ng assenbly includes flanges 7 integral with the
tube 3, a toothed plate 8, a spring 10, a cover 11, a screw
t hreaded projection 16, and a key 18. In addition, Danon
teaches (page 1, lines 42-54) that
[t] he other end of the bar 1 has a | ongitudinal groove 4,
termnating in an L-shaped groove 5, which engages a | ug
6 on the inside of one end of the tube or sleeve 3, so
that the shackle [bar 1] may be operated to slide in or
out of the sleeve the whole length of the said groove 4
with the toothed end of the shackle in or out of the
sl eeve wi thout separating the shackle fromthe sleeve,
sai d shackl e being turned to have the lug 6 engage the L-
shaped groove 5 to put the toothed end of the shackle

out of the out of the Iline with the sleeve or to separate
the sl eeve entirely.

After the scope and content of the prior art are
determi ned, the differences between the prior art and the

clains at issue are to be ascertained. G ahamyv. John Deere

Co., 383 U S 1, 17-18, 148 USPQ 459, 467 (1966).
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Based on our analysis and review of Danon and clains 44,
45, 3, 11 and 12, it is our opinion that there are no

di fferences.

The exam ner had inplicitly determ ned (answer, p. 2)
that Danon | acked "the arns of said second U shaped nenber
being freely di sengaged fromthe arns of said U shaped rod
menber when the device is unlocked and the nenbers are
tel escoped away from one another" as recited in independent
cl ai m 44 and "when said | ock neans is unlocked, allow ng the
menbers to be freely di sengaged when tel escoped away from one

another"” as recited in claim1l. W do not agree.

W agree with the appellant's understandi ng of the
operation of Danon's |lock as set forth on page 8 of the brief.
However, it is not apparent to us how t he above-noted
limtations of clains 44 and 11 are not readable on Danon's

lock.® In that regard, when the device of Danon is unl ocked

* It is axiomatic that, in proceedings before the PTO
clainms in an application are to be given their broadest
reasonabl e interpretation consistent with the specification,
and that claimlanguage should be read in light of the
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and the rod 1 and tube 3 are tel escoped away from one anot her
so that the rod 1 is entirely separated fromtube 3, the arns
of the U shaped tube 3 are freely disengaged fromthe arns of
the U-shaped rod 1. W find no recitation in these clains
whi ch woul d excl ude the 90° rotation that is necessary in

Danon's | ock to conpletely disengage rod 1 fromtube 3.

The appel l ant's argunent concerning clains 44, 45, 3, 11
and 12 are unpersuasive for the foll ow ng reasons. The issue
of whether it would have been obvious to renoving Danon's | ug
6 and groove 4 as set forth by the exam ner is noot in view of
our determ nation above that all limtations of clains 44, 45,
3, 11 and 12 are taught by Danon. Wth regard to clains 45
and 11, we find that Danon's pawl (i.e., locking plate 8) is
spring biased into abutting contact with one of the ratchet

teeth 2 (claim45) or engagenent with individual ratchet teeth

specification as it would be interpreted by one of ordinary

skill inthe art. 1n re Sneed, 710 F.2d 1544, 1548, 218 USPQ
385, 388 (Fed. Cr. 1983). Moreover, limtations are not to
be read into the clainms fromthe specification. In re Van

Geuns, 988 F.2d 1181, 1184, 26 USPQd 1057, 1059 (Fed. Gir.
1993) citing Ln re Zletz, 893 F.2d 319, 321, 13 USPQd 1320,
1322 (Fed. Gir. 1989).
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2 (claim1ll) when the device is locked. In that regard, we
find nolimtation in either claim45 or claim211l which
requires the pawl to engage one and only one tooth. Wth
regard to claim3, as clearly shown in Figure 3, the ratchet

teeth 2 of Danon partially circunscribe the one armof rod 1.

As noted above, Danon does teach all the limtations of
clains 44, 45, 3, 11 and 12. A disclosure that anticipates
under 35 U . S.C. 8§ 102 al so renders the clai munpatentable
under
35 U.S.C. 8 103, for "anticipation is the epitonme of

obvi ousness.” Jones v. Hardy, 727 F.2d 1524, 1529, 220 USPQ

1021, 1025 (Fed. Cir. 1984). See also In re Fracal ossi, 681

F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982); In re Pearson,

494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA 1974). Thus, the

exam ner has established a prima facie case of obvi ousness.

The 8 103 rejection utilizing Wod in view of Danon
W will not sustain the examner's rejection of clains
44, 45 and 3 under 35 U.S. C. 8§ 103 as bei ng unpatentabl e over

Wod in view of Danon. |In that regard, we agree with the
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appel l ant's argunent (brief, pp. 11-15) that it would not have
been obvious to nodify Wod to arrive at the clained invention

absent inperm ssible hindsight. See W L. Gore & Assoc. V.

Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed.

Cir. 1983),_cert. denied, 469 U S. 851 (1984).

The § 103 rejection utilizing Danon in view of Johnson

We find that the exam ner has established a prina facie

case of obviousness with respect to the rejection of clains 4,
6, 18, 31 to 36 and 46 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Danon in view of Johnson, but not the

rejection of clainms 37 and 38.

Johnson di scl oses an aut onobile steering | ock. Johnson
teaches that one problemw th prior antitheft devices is that
t hey appear susceptible to being overcone by physical force or
mani pul ati on. Specifically, Johnson teaches (colum 1, lines
43-50) that the | ocking nmechani smof More U S. Patent No.
3,462,982 is exposed, and includes pry points thereabout in
whi ch a crowbar may be inserted in an attenpt to overcone such

mechani sm and that irrespective of whether such a device can
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be overcone by physical nmanipul ation, they present prospective

thieves with the appearance of being breakabl e.

As shown in Figure 1, Johnson's lock is conprised of an
el ongat ed body nmenber 10, an elongated rod nenber 12 which is
di mensi oned to nove in tel escopic fashion w thin body nenber
10, and a housing 14. Hooks 16, 18, for engagi ng
di anetrically opposed portions of the steering wheel fromthe
i nside thereof, are provided on body nenber 10 and rod nenber
12, respectively. Locating neans 20 and | ocki ng neans 22 are
provi ded wi thin
housing 14 to position and | ock rod nenber 12 stationary with
respect to body nenber 10 at any one of a plurality of
positions. More specifically, body nenber 10 is conprised of
an el ongated tube 30 of circular cross-section. Tube 30
defines a central passage 38 of circular cross-section. A
durabl e plastic coating 40 is provided over sleeve 32 and hook
16 to provide a nonabrasive surface over section 36. Rod
menber 12 is conprised of an elongated rod 46 of circular
cross-section. The outer dianmeter of rod 46 is di nensioned

slightly less than the dianeter of passage 38 in body nenber
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10 to enable rod 46 to nove freely in tel escopic fashion in
body menber 10. Annul ar grooves 50, transverse to the axis of
rod 46 are provided along a major portion thereof. G ooves 50
are generally sem -circular and are

axially spaced along rod 46 to provide internedi ate surfaces
52. The hook end of rod nenber 12 is provided with a plastic
coating 54 simlar to that provided on section 36 of body

portion 10.

As shown in Figures 4 and 5, Johnson's |ocating neans 20
and | ocking neans 22 are within housing 14. Locating neans 20
is generally conprised of a spherical bearing 60, and biasing
spring 62 disposed within a bore 64 in housing 14. Bore 64
communi cates with passage 38 by extendi ng through portion 34
of tube 30. Spring 62 is confined within bore 64 in
conpression such that bearing 60 is biased towards, and
partially exposed in, passage 38. Locking neans 22 includes a
boss 70, a conventionally known key |ock 72 and a | ocking
menber 74. Locking nenber 74 is generally cylindrical in
shape and i ncludes an arcuate outer surface 76 of a dianeter

generally matching the sem circular grooves 50 in rod 46, and
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a flat or recessed portion 78. A washer nenber (not shown) is
provi ded between | ock 72 and | ocki ng nmenber 74 to effect
rotational novenment of |ocking nenber 74 about its axis when
lock 72 is | ocked and unl ocked. To accommpdate |ock 72 and

| ocki ng nmenber 74, bore 84 of varying dianmeter is provided

t hrough boss 70 into housing 14. Bore 84 intersects tube 30
and produces a slot or aperture 86 which intersects passage
38, as shown in Figure 1. Bore 84 is aligned relative to
passage 38 such that arcuate surface 76 of |ocking nenber 74
is partially disposed within passage 38 when | ocki ng nenber 74
isin a first position, and recess 78 is oriented toward
passage 38 when nenber 74 is rotated 180° to a second
position. Further in this respect, bore 84 is disposed
relative to bore 64 such that when spherical nenber 60 is
aligned with a groove 50 on rod 46, |ocking nmenber 74 is

i kewi se aligned with a groove 50 on rod 46. Spherica

beari ng 60 and | ocki ng nenber 74 are di sposed opposite each

ot her in housing 14 such that they align with the sane groove

50 on rod 46.
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The exam ner determ ned (answer, pp. 4-5) that it would
have been an obvi ous exchange of known equi val ents to one of
ordinary skill in the art at the time the invention was nade
to nodify the | ocking device and engagi ng not ches of Danon
with a | ocking nechani sm and engagi ng notches |i ke that taught
by Johnson. W agree. |In addition, apparently with respect
to clainms 37 and 38, the exanm ner also determ ned that plastic
coating 40 of Johnson was a "bubble wap" material and that it
woul d have been obvious to one of ordinary skill in the art to
pl ace the plastic coating 40 of Johnson over all |ock
portions, including the | ock housing, to provide a non-

abrasive surface. W do not agree.

The appel |l ant argues (brief, pp. 16-20) that there is no
suggestion or notivation to nodify Danon by the teachi ngs of
Johnson absent i nperm ssible hindsight. W do not agree.
Initially we note that while there nust be sonme teaching,
reason, suggestion, or notivation to conbine existing el enents
to produce the clained device, it is not necessary that the
cited references or prior art specifically suggest naking the

conmbi nation (see B.F. Goodrich Co. v. Aircraft Braking Systens
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Corp., 72 F.3d 1577, 1583, 37 USPRd 1314, 1319 (Fed. Cir

1996) and In re N lssen, 851 F.2d 1401, 1403, 7 USPQ2d 1500,

1502 (Fed. Cir. 1988)). Rather, the test for obviousness is
what the conbi ned teachings of the references would have
suggested to one of ordinary skill in the art. See In re
Young, 927 F.2d 588, 591, 18 USPQ2d 1089, 1091 (Fed. Gr.

1991) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881

(CCPA 1981). Mboreover, in evaluating such references it is
proper to take into account not only the specific teachings of
the references but also the inferences which one skilled in
the art would reasonably be expected to draw therefrom [n re
Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968). 1In
this case, however, Johnson specifically teaches that a

probl emexists with prior antitheft devices such as the

| ocki ng mechani sm of Moore U S. Pat. No. 3,462,982 (see colum
1, lines 41-50) and that his device presents a form dabl e
obstacle to a potential theft (see colum 5, lines 49-54). In
that the | ocking nechanismof More® is a ratcheting device

simlar to that disclosed in Danon, it is our opinion that

¢ Copy attached.
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Johnson does provide the necessary teaching, reason,
suggestion, and notivation to replace Danon's ratcheting type

lock with the nore form dable | ock taught by Johnson.

Wth respect to claim4, the appellant argues (brief, p.
17) that Johnson does not disclose the use of ratchet teeth
and a spring biased pawl as clained. W do not agree. The
claimed ratchet teeth which fully circunscribe the armread on
Johnson's grooves 50 and the cl ainmed spring biased paw reads

on Johnson's spherical bearing 60 biased by spring 62.

Wth respect to clains 37 and 38, the appellant argues
(brief, pp. 21-23) that the applied prior art does not teach
or suggest the | ock housing being "enclosed in a protective
cover” as recited in claim37 or the protective cover
conprising "bubble wap material" as recited in claim38. W
agree. First, the examner's determ nation that plastic
coati ng 40 of Johnson was a "bubble wap" material is wthout
a proper foundation. In that regard, Johnson describes the
coating 40 as being a durable plastic coating and is shown in

Figure 5 as a flat coating. Thus, there is no evidentiary
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basis for the exam ner to conclude that coating 40 is a
"bubbl e wrap" material since "bubble wap" is a well known
material. Second, the exam ner's determ nation that it would
have been obvious to one of ordinary skill in the art to place
the plastic coating 40 of Johnson over the | ock housing al so

| acks the necessary evidentiary basis. |In that regard, the

conclusion that the claimed subject matter is prina facie

obvi ous nust be supported by evidence, as shown by sone

obj ective teaching in the prior art or by know edge generally
avai l able to one of ordinary skill in the art that would have
| ed that individual to conbine the relevant teachings of the
references to arrive at the clained invention. See Inre
Fine, 837 F.2d 1071, 1074, 5 USPQd 1596, 1598 (Fed. G r
1988). Rejections based on 8§ 103 nust rest on a factual basis
with these facts being interpreted w thout hindsight
reconstruction of the invention fromthe prior art. The

exam ner may not, because of doubt that the invention is
patentabl e, resort to specul ati on, unfounded assunption or

hi ndsi ght reconstruction to supply deficiencies in the factua

basis for the rejection. See In re Warner, 379 F.2d 1011,
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1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied, 389 U. S

1057 (1968).
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The § 103 rejection utilizing Danon in view of Lipschutz

We find that the exam ner has established a prina facie

case of obviousness with respect to the rejection of clains 9,
10, 13 to 17, 19 and 20 under 35 U. S.C. § 103 as being

unpat ent abl e over Danon in view of Lipschutz.

Li pschutz di scl oses an antitheft device for notor
vehicles. In Figures 2-4, Lipschutz teaches to apply the
antitheft device to a two-wheeled notor vehicle. |In Figures
5-7, Lipschutz teaches to apply the antitheft device to a
four-wheel ed notor vehicle. [In the enbodi nent of the
antitheft device shown in Figures 8-9, Lipschutz teaches (page
5 lines 7-9) that a bellows 33 "ensures the protection for
portion A and prevents the user frombeing in contact with the

shaft 17."

The exam ner determ ned (answer, p. 5) that it would have
been obvious to one of ordinary skill in the art at the tine
the invention was made to place an expandabl e protective

sl eeve around the notched | ocking rod of Danbn in a manner set
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forth in Lipschutz to protect the | ocking notches fromdirt

and debris. W agree.

The appel |l ant argues (brief, pp. 25-26) that Lipschutz is
non- anal ogous art. W do not agree. The test for non-
anal ogous art is first whether the art is within the field of
the inventor's endeavor and, if not, whether it is reasonably
pertinent to the problemw th which the inventor was invol ved.
In re Whod, 599 F.2d 1032, 1036, 202 USPQ 171, 174 (CCPA
1979). In the present instance, we are infornmed by the
appellant's originally filed specification that the invention
Is particularly directed to a security device, nore
particularly a theft prevention device for use on bicycles,
not orcycl es, nopeds and ot her conveyance neans (specification,
page 1, lines 1-3). Li pschutz di scl oses an antitheft device
for both two-wheel ed and four-wheel ed vehicles and thus falls
at least into the fornmer category of the Wod test. Thus, we

concl ude that Lipschutz is anal ogous art.

The appel |l ant argues (brief, pp. 23-25) that there is no

suggestion or notivation to nodify Danon by the teachi ngs of
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Li pschutz absent inperm ssible hindsight. W do not agree.

Li pschutz specifically teaches that bellows 33 is provided to
ensure the protection for portion A (i.e., threaded shaft 17)
and to prevent the user frombeing in contact wwth the shaft
17. It is our opinion that Lipschutz does provide the
necessary teaching, reason, suggestion, and notivation to
provi de an expandabl e protective sl eeve around the notched

| ocking rod of Danon to protect the | ocking notches fromdirt
and debris and to prevent the user from contacting the notched

| ocking rod in a manner suggested and taught by Lipschutz.

Wth respect to claim17, the appellant argues (brief, p.
26) it is not obvious to nodify Danpbn to provide the specific
ratchet teeth as clained. W do not agree. The cl ained
ratchet teeth including "a flat stop surface" and "a second
surface sloping inwardly toward the rod axis fromthe radially
outer edge of the stop surface" read on Danpon's teeth 2.
Thus, there is no need to nodify Danon to provide the specific

ratchet teeth as cl ai ned.
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The § 103 rejection utilizing Danon in view of Johnson and
C ark

W will not sustain the examiner's rejection of claim 38
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Danpon in view
of Johnson and C ark since the exam ner has not established a

prinma facie case of obviousness. |In that regard, it would not

have been obvious in our viewto nodify Danbn to arrive at the

cl ai med i nvention absent inperm ssible hindsight.

Claim38 requires both (1) the | ock housi ng bei ng
"enclosed in a protective cover"” as recited in parent claim
37, and (2) the protective cover conprising "bubble wap
material"” as recited in claim38. W agree. First, the
exam ner's determ nation that material 17 of Cark is a
"bubbl e wap" material is without a proper foundation. In
that regard, O ark describes element 17 as a plastic sleeve
and is shown in Figures 1 and 2 as havi ng an undul ati ng
surface. Thus, it is our opinion that there is an
i nsufficient evidentiary basis for the exam ner to concl ude
that sleeve 17 is a "bubble wap" material since "bubble wap"

is a well known material. Second, the examiner's inplicit
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determ nation that it would have been obvious to one of
ordinary skill in the art to place the plastic sleeve 17 of
Cl ark over Danmon's |ock housing al so | acks the necessary

evi dentiary basis.

CONSI DERATI ON OF EVI DENCE OF NONOBVI QUSNESS
Havi ng arrived at the conclusion that the teachi ngs of

the prior art are sufficient to establish a prinma facie case

of obvi ousness with respect to clains 3, 4, 6, 9 to 20, 31 to
36 and 44 to 46, we recognize that the evidence of

nonobvi ousness submtted by the appellant nust be consi dered
en route to a determ nation of obvi ousness/ nonobvi ousness
under 35 U. S. C

§ 103. See Stratoflex Inc. v. Aeroquip Corp., 713 F.2d 1530,

218 USPQ 871 (Fed. Cir. 1983). Accordi ngly, we consider anew
the i ssue of obviousness of clainms 3, 4, 6, 9 to 20, 31 to 36
and 44 to 46 under 35 U.S.C. 8§ 103, carefully evaluating
therewith the objective evidence of nonobvi ousness supplied by

the appellant. See In re OCetiker, 977 F.2d 1443, 1445-46, 24

USPQ2d 1443, 1444-45 (Fed. Gr. 1992); lIn re Piasecki, 745

F.2d 1468, 223 USPQ 785 (Fed. Gir. 1984).
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In this case the appellant has submtted evidence in the
formof a declaration fromJohn F. Hornbostel, Jr. (attached
to Paper No. 6, filed Mach 11, 1996). The decl aration
provi des:

1. In August, 1994, Wnner [Wnner Internationa
Royal ty Corporation, assignhee of the appeal ed application]

i ntroduced a Iine of bicycle security locks into the United
States narket to permt bicycle owners to secure a bicycle to
an i moveabl e object. This line of |ocks represents the first
products introduced by Wnner into the bicycle accessory
market. Wnner sells four different styles and sizes of
bicycle locks. | amadvised that all four of the |ocks are
covered by one or nore clains of the above-captioned
appl i cation.

2. Fol |l owm ng the commercial introduction of the bicycle
| ocks in 1994, these | ocks enjoyed i nmmedi ate substanti al
commer ci al success and have experienced a continuous sales
growh. 1In the nost recent three nonth period from Cctober
t hrough Decenber 1995, the dollar volunme of sales of these
| ocks at the whol esal e | evel has exceeded $185, 000. 00.

3. In my opinion, the success of the bicycle lock in
the marketplace is due in |arge neasure to the features of the
| ocks that are covered by the clainms of the patent
application. Mre specifically, the use of two U shaped
menbers which tel escopically nove toward and away from one
anot her and which utilize either a paw/ratchet tooth
arrangenent or a plurality of semcircular grooves with a | ock
mechani sm to provide a wi de degree of adjustability are
features which have contributed to the al nost instantaneous
success and popularity of the | ock devices.

4. Anot her reason for the success of the | ock devices
is the relative sinplicity of the design and operation of each
device and the cl ainmed features thereof which protect the
bi cycl e and the | ock conponents from marri ng, damage and
weat heri ng.

5. In my opinion, the Wnner |ine of bicycle |ocks have
di spl aced the United States sales of |ocks manufactured by
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wel | established sellers of bicycle security devices, and has
resulted in a net decrease in the market share of these
conpetitive devices. This is even nore surprising when

consi dering the dom nance of the market by these other

manuf acturers conpared to the total absence of Wnner fromthe
bi cycle |l ock market until |ess than two years ago.

W do not believe that the declaration establishes
commer ci al success of the invention as set forth in clains 3,
4, 6, 9 to 20, 31 to 36 and 44 to 46. |In that regard, the
decl aration provides no data concerni ng whet her the anmount of
sales of the bicycle |ock represents a substantial share in
this market. Although the declaration indicates that over
$185, 000 had been spent on the bicycle locks in a three nonth
peri od, the declaration provides no indication of whether this
represents a substantial amount in this market. Qur review ng
court has noted in the past that evidence related solely to
the nunber of units sold provides a very weak show ng of

comrerci al success, if any. See In re Huang, 100 F.3d 135,

137, 40 USPQ2d 1685, 1689 (Fed. Cir. 1996); Cable Elec.

Prods., Inc. v. Genmark, Inc., 770 F.2d 1015, 1026-27, 226

USPQ 881, 888 (Fed. Cir. 1985) (finding that sales of 5
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mllion units represent a mnimal show ng of comerci al
success because "[without further econonm c evidence

it would be inproper to infer that the reported sales
represent a substantial share of any definable market"); see

also In re Baxter Travenol Lab., 952 F.2d 388, 392, 21 USPQd

1281, 1285 (Fed. Cir. 1991) ("[I]nformation solely on nunbers
of units sold is insufficient to establish comercia

success."); Kansas Jack, Inc. v. Kuhn, 719 F.2d 1144, 1151,

219 USPQ 857, 861 (Fed. Cir. 1983) (determ nation of

obvi ousness not erroneous where evidence of commercial success
consi sted solely of nunmber of units sold and where no evi dence
of nexus). On the basis of the limted information provided
by the declarant, we conclude that the appellant has failed to

establi sh comrerci al success.

Even assum ng that the appellant had sufficiently
denonstrated comerci al success, that success is relevant in
t he obvi ousness context only if it is established that the
sales were a direct result of the unique characteristics of
the clained invention, as opposed to other econom c and

commercial factors unrelated to the quality of the clainmed
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subject matter. See Cable Elec., 770 F.2d at 1027, 226 USPQ

at 888. In other words, a nexus is required between the sales
and the nerits of the claimed invention. In ex parte
proceedi ngs before the Patent and Trademark O fice, an
appl i cant nust show that the clainmed features (i.e., the
subject matter of clains 3, 4, 6, 9 to 20, 31 to 36 and 44 to
46) were responsible for the commercial success of an article
I f the evidence of nonobviousness is to be accorded
substantial weight. Merely show ng that there was comerci a
success of an article which enbodied the invention is not

sufficient. See Ex parte Remark, 15 USPQ2d 1498, 1502-03 (Bd.

Pat. App. & Inter. 1990). Conpare Demaco Corp. v. F. Von

Langsdorff Licensing Ltd., 851 F.2d 1387, 7 USPQ2d 1222 (Fed.

Cr.), cert. denied, 488 U S. 956 ( 1988). See also Pentec,

Inc. v. Gaphic Controls Corp., 776 F.2d 309, 227 USPQ 766
(Fed. Cir. 1985) (commercial success may have been

attri butable to extensive advertising and position as a market
| eader before the introduction of the patented product); In re
Fi el der, 471 F.2d 640, 176 USPQ 300 (CCPA 1973) (success of

i nvention could be due to recent changes in rel ated technol ogy

or consuner demand; here success of clained voting ball ot
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could be due to the contenporary drive toward greater use of

aut omat ed data processing techniques).

The decl aration contain only assertions that the | ocks
bei ng sold are "covered by one or nore clains of the above-
captioned application” and that "the success of the bicycle
lock in the marketplace is due in |large neasure to the
features of the |ocks that are covered by the clains of the
patent application.” This is insufficient to establish the
required nexus. Cains are not technical descriptions of the
di scl osed inventions but are | egal docunents |ike the
descriptions of |ands by netes and bounds in a deed which
define the area conveyed but do not describe the | and.
Because of this characteristic of clains, the commerci al
success of a machine "clai med" may be due entirely to
I nprovenents or nodifications nmade by others to the invention
di sclosed in the application for patent. Such success is not
pertinent to the nonobvi ousness of the advantages inherent in
what is specifically disclosed in the application are not to

be considered in determ ning nonobvi ousness. In re Vanto

Machi ne and Tool, Inc., 752 F.2d 1564, 1577, 224 USPQ 617, 625
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(Fed. Cir. 1985). Furthernore, the appellant failed to submt
any factual evidence that woul d denonstrate the nexus between
the sales and the clained invention - for exanple, an
affidavit fromthe purchaser explaining that the product was
purchased due to the clained features. In the present case,
the sal es may have been due to | ower manufacturing costs, the
mar ket position of Wnner, prior relations between Wnner and
the conpanies to which the | ocks were sold, advertising, the
use of a trademark simlar to Wnner's trademarks used for
their steering wheel |ocks, or features of the | ocks
attractive to custoners or other conpanies but unrelated to
the clai ned subject natter (e.g., the protective cover as
recited in clainms 37 and 38, the notch as recited in claim
22). In sum the appellant sinply has not carried his burden
to establish that a nexus existed between any comrercia
success and the novel features clainmed in clains 3, 4, 6, 9 to

20, 31 to 36 and 44 to 46.

In the final analysis, evidence of nonobvi ousness,
al t hough being a factor that certainly nust be considered, is

not necessarily controlling. See Newell Conpanies, lnc. V.
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Kenney Manufacturing Co., 864 F.2d 757, 768, 9 USPQR2d 1417,

1426 (Fed. Cir. 1988).

In view of the foregoing, we are satisfied that when al
the evidence and argunents are consi dered, the evidence of
nonobvi ousness fails to outwei gh the evidence of obvi ousness

as in R chardson-Vicks Inc. v. Upjohn Co., 122 F.3d 1476, 44

UsPQ2d 1181 (Fed. G r. 1997) and EWP Corp. v. Reliance

Universal, Inc., 755 F.2d 898, 225 USPQ 20 (Fed. Cr. 1985).

Accordingly, we sustain the rejections of clains 3, 4, 6, 9 to
20, 31 to 36 and 44 to 46 under 35 U.S.C. § 103 set forth

above wherein we had determned that a prinma facie case of

obvi ousness had been establi shed.
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New ground of rejection under 37 CFR § 1. 196(b)

In view of our finding above that independent clains 11
and 44 are anticipated by Danpon, we denom nate our affirmnce
of independent clainms 11 and 44, and clains 3, 4, 6, 9, 10, 12
to 20, 45 and 46 dependent thereon, a new ground of rejection

under 37 CFR § 1.196(b).

CONCLUSI ON

To sunmmarize, (1) the decision of the exam ner to reject
claims 3, 4, 6, 9 to 24, 31 to 38 and 44 to 46 under the
judicially created doctrine of double patenting over the
claims of Wnner is affirned; (2) the decision of the exam ner
to reject clainms 44, 45, 3, 11 and 12 under 35 U.S.C. 8 103 as
bei ng unpatentabl e over Danon is affirned; (3) the decision of
the examner to reject clainms 44, 45 and 3 under 35 U . S.C. 8§
103 as bei ng unpat ent able over Whod in view of Danobn is
reversed,

(4) the decision of the examner to reject clains 4, 6, 18, 31
to 36 and 46 under 35 U. S.C. 8§ 103 as bei ng unpatentabl e over
Danon in view of Johnson is affirned; (5) the decision of the

exam ner to reject clains 37 and 38 under 35 U. S.C. 8§ 103 as
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bei ng unpat ent abl e over Danon in view of Johnson is reversed;
(6) the decision of the examner to reject clains 9, 10, 13 to
17, 19 and 20 under 35 U.S.C. § 103 as bei ng unpatentabl e over
Danon in view of Lipschutz is affirmed; and (7) the decision
of the exam ner to reject claim38 under 35 U . S.C. § 103 as
bei ng unpat ent abl e over Danon in view of Johnson and Clark is
reversed. In addition, for reasons explai ned supra, we have
denom nated our affirmance of clains 3, 4, 6, 9 to 20 and 44

to 46 to be a new ground of rejection under 37 CFR 8§ 1.196(b).

In addition to affirmng the exam ner's rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR § 1. 196(b) (anmended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53131, 53197 (Cct.
10, 1997), 1203 Of. Gaz. Pat. Ofice 63, 122 (Cct. 21,
1997)). 37 CFR 8§ 1.196(b) provides, "A new ground of
rejection shall not be considered final for purposes of

judicial review"

Regarding any affirmed rejection, 37 CFR § 1.197(b)

provi des:
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(b) Appellant may file a single request for
rehearing within two nonths fromthe date of the
origi nal decision

37 CFR 8§ 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the following two options with respect to the new
ground of rejection to avoid termnation of proceedings (37
CFR 8 1.197(c)) as to the rejected clai ns:

(1) Submt an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the nmatter

reconsi dered by the exam ner, in which event the

application will be renmanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and

Interferences upon the same record.

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b) (1), in
order to preserve the right to seek review under 35 U. S.C. 8§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere

incident to the limted prosecution, the affirnmed rejection is

over cone.
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If the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina
action on the affirnmed rejection, including any tinmely request

for rehearing thereof.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).
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