TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 6-9, 43, 45, 46, and 50-57. Cdains 1-5, 10-42, 44, and
47 through 49 were canceled earlier in the prosecution. An
amendnent after final rejection filed July 16, 1996 which

cancel ed claim 50 was entered by the Exami ner. Accordingly,
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claims 6-9, 43, 45, 46, and 51-57 are before us on appeal.
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The clained invention relates to a nethod of erasing the
nmenory cells of an electrically erasabl e programmabl e read-
only nenory, commonly referred to as an EEPROM More
particularly, Appellant indicates at pages 8 through 10 of the
specification that a first voltage higher than both the supply
vol tage and the ground voltage and a second voltage | ower than
both the supply voltage and ground are generated. During the
erasi ng operation, the first generated voltage is applied to
the control gate of a nonvolatile storage transistor of a
menory cell, while the second voltage is applied to either the
source or the drain.

Caim43 is illustrative of the invention and reads as
fol | ows:

43. A nmethod of erasing an EEPROM nenory cell supplied

Wi th a supply voltage and a ground vol tage, the EEPROM
menory cell conprising a storage transistor including a
substrate having a first conductivity type and provi ded
therein with a source and a drain each of a second
conductivity type, a fl oati ng gate di sposed over the
substrate and a control gate di sposed over the floating
gate, said nmethod conpri sing steps of:

applying a first voltage higher than both the supply
vol tage and the ground voltage to the control gate; and

applying, at least partially concurrently with the

application of the first voltage, a second voltage | ower
than both the supply voltage and the ground voltage to at
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| east one of the source and drain,
injected into the floating gate when both the first and
second vol tages are applied.

The Exami ner relies on the follow ng prior
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! Wth the exception of Haddad and Anderson,

references were not applied in the prior

art

rejection but,

rather, only cited as evidence in support for the Exami ner’s
position as to Appellant’s alleged unconventiona

term “erase.”

usage of the
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1993

(Effectively Filed Jul. 20,
1989)
Caywood 5, 235, 544 Aug. 10,
1993

(Filed Nov. 09, 1990)

Anantha et al. (Anantha), “Electrically Erasable Floating Gate
Field Effect Transistor Menory Cell,” 17 | BM Technica
Disclosure Bulletin, no. 8, 2311-13 (January 1975).

Dockerty, “Nonvolatile Menory Array with Single FAMOS Device
Per Cell,” 17 1 BM Technical Disclosure Bulletin, no. 8, 2314-
15 (January 1975).

Ki kuchi et al. (Kikuchi), “A 2048-Bit N Channel Fully Decoded
El ectrically Witabl e/ Erasabl e Nonvol atile Read Only Menory,”
1st European Solid-State Circuits Conference (ESSIRC), Kent,
Engl and, 66-7 (Septenber 1975).

Clainms 6-9, 43, 45, 46, and 51-57 stand finally rejected
under the “enabling” clause of the first paragraph of 35
UusS C
8§ 112, as well as under the second paragraph of 35 U S. C
8§ 112 for failure to particularly point out and distinctly
claimthe invention. dains 6-9, 43, 45, 46, and 51-57 stand
further finally rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Haddad in view of Anderson.

Rat her than reiterate the argunents of Appell ant
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and the Exam ner, reference is nmade to the Briefs? and Answers
for the respective details thereof.

It is our view, after consideration of the record before
us, that Appellant’s specification in this application
provi des an enabling disclosure in a manner which conplies
with the requirenments of 35 U S.C. 8§ 112. W are also of the
view that the appealed clains particularly point out the
I nvention in a manner which conplies with 35 U S.C. § 112,
second paragraph. Finally, it is our opinion that the
evi dence relied upon and the level of skill in the particular
art woul d not have suggested to
one of ordinary skill in the art the obviousness of the

i nvention

2 The Appeal Brief was filed Septenber 13, 1996. In
response to the Examner’'s Answer dated April 7, 1997, a Reply
Brief was filed June 6, 1997 whi ch was acknow edged and
entered by the Exam ner w thout further comment on COctober 16,
1997.
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as set forth in clainms 6-9, 43, 45, 46, and 51-57.
Accordingly, we reverse.

We consider first the rejection of clains 6-9, 43, 45,
46, and 51-57 for | ack of enabl enent under the first paragraph
of
35 US.C 8§ 112. 1In order to conply with the enabl enent
provision of 35 U S.C. 8§ 112, first paragraph, the disclosure
nmust adequately describe the clained invention so that the
artisan could practice it w thout undue experinmentation. [In

re Scarbrough, 500 F.2d 560, 566, 182 USPQ 298, 303 (CCPA

1974); 1n re Brandstadter, 484 F.2d 1395, 1404, 179 USPQ 286,

293 (CCPA 1973); and In re Gy, 309 F.2d 769, 774, 135 USPQ
311, 316 (CCPA 1962). |If the Exam ner has a reasonable basis
for questioning the sufficiency of the disclosure, the burden
shifts to Appellant to cone forward with evidence to rebut

this challenge. In re Doyle, 482 F.2d 1385, 1392, 179 USPQ

227, 232 (CCPA 1973), cert. denied, 416 U S. 935 (1974); In re

Brown, 477 F.2d 946, 950,

177 USPQ 691, 694 (CCPA 1973); and In re Ghiron, 442 F.2d 985,

992, 169 USPQ 723, 728 (CCPA 1971). However, the burden is
initially upon the Exami ner to establish a reasonabl e basis

7
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for questioning the adequacy of the disclosure. 1ln re

Strahilevitz, 668 F.2d 1229, 1232, 212 USPQ 561, 563 (CCPA

1982); In re Angstadt, 537 F.2d 498, 504, 190 USPQ 214, 219

(CCPA 1976); and
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In re Arnbruster, 512 F.2d 676, 677, 185 USPQ 152, 153 (CCPA

1975).

The Exam ner asserts (Answer, pages 5 and 6) that, since
the conductivity types of the substrate and the source/drain
are not recited in the clains, there are conbi nati ons of
conductivity types for which the invention would be
i noperative, i.e. electrons would not be transported to the
floating gate. After careful review of the argunents of
record, we are in agreenent with Appellant’s stated position
in the Briefs. As pointed out by Appellant, the disclosure in
the specification relative to Figure 3 of the draw ngs
descri bes a detail ed enbodi nent of the invention, the
oper ati veness of which the Exam ner has not questioned, which
i ncl udes an indication of the conductivity types of the
sem conduct or conponents of the nenory cell. In our view, the
present disclosure is of sufficient detail so as to enabl e one
of ordinary skill to select the proper conbination of
conductivity types to enable an operative enbodi nent of the
cl ai med inventi on.

In view of the above, we find that the Exam ner has not

establ i shed a reasonabl e basis for challenging the sufficiency
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of the instant disclosure. While sone experinentation by
artisans may be necessary in order to practice the invention,
we find that such experinentation would not be undue.
Accordingly, we wll not sustain the rejection of clains 6-9,
43, 45, 46, and 51-57 under the first paragraph of 35 U.S.C. §
112.

W now turn to a consideration of the Exam ner’s
rejection of clainms 6-9, 43, 45, 46, and 51-57 under 35 U S. C
8§ 112, second paragraph. The general rule is that a claim
must set out and circunscribe a particular area wth a
reasonabl e degree of precision and particularity when read in
light of the disclosure as it would be by the artisan. 1lnre
Moore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971).
Acceptability of the claimlanguage depends on whet her one of
ordinary skill in the art would understand what is clainmed in

light of the specification. Seattle Box Co. v. Industria

Crating & Packing, Inc.,

731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cr. 1984).

It is noted, initially, that the Exam ner’s rationale in
making this rejection is linked to the rationale relied on in
maki ng the | ack of enabl enent rejection discussed supra. In

10



Appeal No. 1997-3161
Application No. 08/450, 553

the Exam ner’s view (Answer, pages 5 and 6), since the clains
merely recite a particular voltage biasing wthout reciting
the conductivity types of the substrate and source/drain
regions, the clainmed function of “erasing” is indeterm nate.
In a related argunent, the Exam ner questions Appellant’s use
of the term “erase” to categorize the injection of electrons
into the floating gate, alleging that such term nology is
contrary to conventional usage in which “erase” would signify
the renoval of electrons fromthe floating gate.

After reviewing the argunents of record, we are in
agreenent with Appellant that no anbiguity or lack of clarity
exists in the claimlanguage. As we alluded to in our
di scussi on concerning the |Iack of enabl enent rejection, the
desi gnation of the particular conductivity types of the
vari ous sem conductor regions in the clains is not necessary
for an understandi ng of the netes and bounds of the invention.
Wth respect to the Exam ner’s concern with Appellant’s
al | egedly unconventional usage of the term“erase”, we note
that, in addition to the clear definition of the term supplied
by Appellant at page 8 of the specification, several of the
references cited by the Exam ner in support of his position

11
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(i.e. Dockerty and Anantha) in fact use Appellant’s
definition. For the above reasons, it is our view that the
skilled artisan, having considered the specification inits
entirety, would have no difficulty ascertaining the scope of
the invention recited in the clainms on appeal. Therefore, the
rejection of independent clains 43 and 51, and clains 6-9, 45,
46, and 52-57 dependent thereon, under the second paragraph of
35 U.S.C. 8 112 is not sustained.

Turning to a consideration of the obviousness rejection
of the appealed clains, we note that in rejecting clains under
35 U.S.C. 8 103, it is incunbent upon the Exam ner to establish
a factual basis to support the | egal conclusion of

obvi ousness. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988). 1In so doing, the Exam ner is
expected to nmake the factual determ nations set forth in

G aham v. John Deere Co.,

383 U.S. 1,17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art
woul d have been led to nodify the prior art or to conbine
prior art references to arrive at the clained invention. Such
reason nust stem from sone teachi ng, suggestion or inplication

12
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in the prior art as a whole or know edge generally avail abl e

to one having ordinary skill in the art. Uniroyal Inc. v.

Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438

(Fed. Cir. 1988), cert. denied, 488 U S. 825 (1988); Ashl and

Ol, Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281,

293, 227 USPQ 657, 664 (Fed. G r. 1985), cert. denied, 475

U S. 1017 (1986); ACS Hosp. Sys., Inc. v. Mntefiore Hosp.,

732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984).
These showi ngs by the Exami ner are an essential part of

conplying with the burden of presenting a prinma facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USPQ2d 1443, 1444 (Fed. CGr. 1992).

13
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Wth respect to i ndependent clains 43 and 51, the
Exam ner, as the basis for the obviousness rejection, proposes
to nodify the programm ng operation (equivalent to Appellant’s
erasi ng operation) in the EEPROM cell array of Haddad by
relying on Anderson to provide a teaching of applying a
negati ve potential to the source region in Haddad. 1In the
Exam ner’s view (Answer, page 7), the skilled artisan woul d
have been notivated to forward bias the source region in
Haddad to enhance the flow of electrons into the floating gate
in view of the teachings of Anderson.

In response, Appellant asserts that the Exam ner has

failed to set forth a prim facie case of obvi ousness since

proper notivation for one of ordinary skill to make the

Exam ner’s proposed conbi nati on has not been established.

Upon careful review of the applied prior art, we are in
agreenent with Appellant’s stated position in the Briefs. The
nere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not nake the nodification

obvi ous unless the prior art suggested the desirability of the

nodi fication. |In re Fritch, 972 F. 2d 1260, 1266, 23 USPQd

1780, 1783-84 (Fed. Cir. 1992).

14
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As correctly pointed out by Appellant at pages 18 and 19
of the Brief, Anderson, while suggesting the appliance of a
negative potential to a transistor source region to aid in the
flow of electrons to a floating gate, never establishes the
rel ati onship of this negative potential to the power supply or
ground voltages. Gven this deficiency, we fail to see how
the skilled artisan would find any suggestion or notivation in
Anderson to nodi fy Haddad in the manner proposed by the
Exam ner. In our view, even assum ng, arguendo, that Haddad
and Anderson coul d be conbi ned, the resulting conbination
woul d not have suggested to one of ordinary skill the
i nvention set forth in independent clainms 43 and 51 which
requires a particular relationship of voltages applied to the
control gate and to the source or drain relative to the supply
and ground vol t ages.

In summary, we are left to specul ate why one of ordinary
skill would have found it obvious to nodify the applied prior
art to nake the conbinati on suggested by the Exam ner. The
only reason we can discern is inproper hindsight
reconstruction of Appellant’s clained invention. |In order for

us to sustain the Exam ner’s rejection under 35 U.S.C. § 103,

15
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we woul d need to resort to specul ati on or unfounded
assunptions or rationales to supply deficiencies in the

factual basis of the rejection before us. In re Warner, 379

F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied,

389 U.S. 1057 (1968), reh’g denied,

390 U.S. 1000 (1968). Since we are of the view that the prior
art applied by the Exam ner does not support the rejection, we
do
not sustain the obviousness rejection of independent clains
43 and 51, nor of clainms 6-9, 45, 46, and 52 through 57
dependent thereon.

In conclusion, we have not sustained any of the
Exam ner’s rejections of the clains on appeal. Accordingly,
the Exam ner’s decision to reject clains 6-9, 43, 45, 46, and

51-57 i s reversed.

REVERSED
)
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
)
) BQOARD OF PATENT
JOSEPH F. RUGE ERO )
Adm ni strative Patent Judge ) APPEALS AND
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| NTERFERENCES

STUART N. HECKER
Adm ni strative Patent Judge
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