TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Before JOHN D. SM TH, PAK, and WALTZ, Adm ni strative Patent
Judges.

JOHN D. SMTH, Adm nistrative Patent Judge.

REQUEST FOR REHEARI NG

Appel I ant requests reconsi deration! of our decision

'Requests for Reconsideration under 37 CFR § 1.197 are
now denom nated as Request for Rehearing. See 37 CFR §
1.197(b) as anended effective Decenber 1, 1997, by final rule
notice, 62 Fed. Reg. 53, 131, 53, 197 (Cctober 10, 1997), 1203
Of. Gaz. Pat. and Trademark O fice 63, 122 (Cctober 21,

1997).
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entered May 18, 2000, wherein we affirned the rejection of
clains 35 and 36 as unpatentable under 35 U S.C. §8 103 over
t he Caravona patent in view of the Bivar publication. Mre
specifically, we noted in our decision, (page 11) that
appel  ant nmade no argunent and no challenge in his brief to
the exam ner’ s reasonable finding that the sanme patentable
invention, as defined in 37 CFR § 1.601(n), is clained by the
Caravona patent. Thus, we held that 37 CFR § 1.131 was
not available as a vehicle for appellant to overcone the
exam ner’s rejection under 35 U S.C. §8 103 of the appeal ed
cl ai ms as unpatentabl e over Caravona in view of the Bivar
publ i cati on.

In appel lant’ s request at page 2, appellant argues that
the clains of the Caravona patent are for a “different
i nvention”, and that appellant’s declaration filed under 37
CFR 8 1.131 was proper. In support of this conclusion, and
for the first time in this record, appellant presents reasons
at page 2 of his request why the clainms of Caravona are
allegedly for a separate patentable invention. Since these

argunments were not originally presented in appellant’s main
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and reply briefs, the subm ssion of such argunents at this
time is inproper and we decline to consider or further comrent

upon them See, for exanple, Ex parte Hindersinn, 177 USPQ 78

(Bd. App. 1971) and 37 CFR § 1.192(a).

At pages 3 and 4 of appellant’s request, appell ant
contends that, should the Board s decision be sustained, it
woul d be incunbent upon the exam ner to declare an
interference, or alternatively, the appellant herein would
request a interference based upon the decision be decl ared.

In Iight of our disposition of the issues raised in this
appeal, and in light of appellant’s argunments in the request
at pages 3 and 4, this application is returned to the exam ner
to take action not inconsistent with our

deci sion and not inconsistent with the principles set forth in

In re Ei ckneyer, 602 F.2d 974, 979, 202 USPQ 655, 660 (CCPA

1979), where the court indicated that the reason for not
permtting a 37 CFR 8 131 affidavit, where a U S. patent
reference clainms the invention of rejected clains of an
application, as here, “is to conpel the use of an interference

to determine priority of invention.”



Appeal No. 1997-3102
Application 08/ 476,526

Appel l ant’ s request (page 2) that the exam ner’s final
rejection be reversed is denied. However, the application is
returned to the examner to take action not inconsistent with
our decision entered May 18, 2000. To the extent indicated
above, appellant’s request is denied.

DENI ED

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
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CHUNG K. PAK
Adm ni strative Patent Judge

THOVAS A, WALTZ
Adm ni strative Patent Judge
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