TH'S OPI NILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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! Application for patent filed August 15, 1994. According
to Appellants, the application is a continuation of Applica-
tion 07/760,947, filed Septenber 17, 1991, abandoned.

1



Appeal No. 1997-3028
Appl i cation 08/290, 083

Bef ore THOVAS, FLEM NG and FRAHM Adm ni strati ve Patent
Judges.

FLEM NG, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejec-
tion of clainms 1, 3 and 5 through 20, all of the clains pend-
ing in the present application. Cains 2 and 4 have been
cancel | ed.

The invention relates to a gas insulated electric
apparatus in which a high voltage conductor is disposed in a
seal ed vessel filled with insulating gas. On page 4 of the
specification, Appellants disclose that figure 1 is a bl ock
di agram of an apparatus according to the invention. On page 5
of the specification, Appellants disclose that the seal ed
vessel is sectioned into a plurality of gas sections 3a, 3b,
3c and 3d. The sealed vessel is filled with an insul ating gas
consi sting of only SF, gas. Appellants further disclose a
storing reservoir 11. On page 6 of the specification, Appel-

| ants di sclose that the storage reservoir 11 is filled with an
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insulating gas of a different kind fromthe insulating gas
filled in the seal ed vessel. Appellants disclose preferably
that the insulating gas of a different kind is preferably one
of the fluorocarbon gases, pentafluoropropionyl fluoride,
carbon fluoride nitrile conmpounds or bronocl orodifl uoromet han.
On page 7 of the specification, Appellants disclose that the

gas

sections in the seal ed vessel have di sposed sensors 13a and
13b. These sensors detect an abnornmality in the insulation
strength of the gas. The output of this abnormality fromthe
sensors is sent to the abnormality nonitoring device 16. On
page 8 of the specification, Appellants disclose that the

out put of the abnormality nonitoring device 16 is inputted
into a valve control device 20 and the output of the valve
control device 20 is sent to atrip circuit 21 for opening and
cl osing the correspondi ng el ectromagnetic valves 8a to 8d and

9. This allows the gas of a different kind to be injected



Appeal No. 1997-3028
Appl i cation 08/290, 083

fromthe storing reservoir 11 into the seal ed vessel, thereby
I ncreasing the insulating strength.
I ndependent claiml1 is reproduced as foll ows:
1. A gas insulated electric apparatus, conprising:
an el ongated insulated el ectric device;

a plurality of gas section nenbers joined together
to forma gas-tight body having said insulated electric device
t herei n, extendi ng between said gas section nenbers, with each
gas section nenber filled at a first pressure with only a
first insulating gas;

detecting neans for detecting one of said gas sec-
tion nmenbers having netal particles therein, causing an insu-
| ation abnormality on said insulated electric device;

el ectromagneti ¢ val ve nmeans connected to said gas
section nenbers;

a gas storage reservoir storing a second insulating
gas, different fromthe first insulating gas;

gas filling nmeans coupling said gas storage reser-
voir to said el ectromagneti c val ve neans and responsive to an
out put from said detecting neans indicating detection of the
i nsul ation abnormality, for controlling said el ectronmagnetic
val ve neans to admt at |east a portion of the second insul at-
ing gas into said gas section nenbers so that within the gas
section nenbers the second insulating gas mxes with the first
i nsul ating gas and varies the pressure of the insulating gas
m xture in said gas section nenbers so as to increase insul a-
tion strength on said electric device therein.

The Exam ner relies on the follow ng references:
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Harr ol d 4, 320, 035 Mar. 16,
1982
Kuroda et al. (Kuroda) 4,607, 245 Aug. 19,
1986
I shi kawa et al. (Ishikawa) 5,146, 170 Sept. 8,
1992

Mul cahy et al. (Ml cahy), "A Review of |nsulation Breakdown
and Switching in Gas Insulation,” Insulation/Crcuits, August
1970, pp. 55-61

Clains 1, 3 and 5 through 20 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Ishikawa in view of
Kuroda, Harrold and Ml cahy.

Rat her that reiterate the argunents of Appellants
and the Exam ner, reference is made to the briefs? and the

answer for the respective details thereof.

OPI NI ON

2 Appel lants filed an appeal brief on March 7, 1997.
Appel lants filed a reply brief on August 4, 1997. On Septem
ber 16, 1997, the Exam ner mailed an O fice communi cation
stating that the reply brief has been entered and consi dered
but no further response by the Exam ner is deened necessary.
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W will not sustain the rejection of clains 1, 3 and
5 through 20 under 35 U.S.C. § 103.

The Exam ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the
cl ai med i nvention by the express teachings or suggestions
found in the prior art, or by inplications contained in such
teachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,
217 USPQ 1, 6 (Fed. Cr. 1983). "Additionally, when determ n-
I ng obvi ousness, the clained invention should be considered as
a whole; there is no legally recognizable 'heart' of the
i nvention." Para-Ordnance Mg. v. SGS Inporters Int'l, Inc.,
73 F.3d 1085, 1087, 37 USPQd 1237, 1239 (Fed. Gir. 1995),
cert. denied, 519 U S. 822 (1996) citing W L. CGore & Assoc.,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309
(Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).

On page 10 of the brief, Appellants argue that the
apparatus clains require (1) the gas section nenbers, (2) the
first gas, which prior to detection of an abnormality is the

only
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gas in the gas section nenbers, (3) the storage reservoir, and
(4) the second gas, which is different fromthe first gas, and
which is in the gas storage reservoir. On page 13, Appellants
argue that the nmethod clains 15 through 20 recite detecting an
i nsul ating abnormality on an insulated electric device within
a gas filled body which is filled only wwth a first insulating
gas, and in response to detection of the insulating abnormal -
ity admtting a second insulating gas, different fromthe
first insulating gas, into the gas section nenbers to m X
within the gas section nenbers with the first insulating gas.
Appel I ants argue that the reference relied on by the Exam ner
fails to teach or suggest the above limtations recited in
Appel I ants" cl ai ns. Upon our careful review of the refer-
ences, we agree that the references fail to teach Appellants’
claimlimtations as recited in Appellants' clainms 1, 3 and 5
through 20. In addition, we note that the Exam ner has not
been able to show that the references teach an el ongated

insul ated electric device filled with only a first insulating
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gas, a gas storage reservoir storing a second insulating gas
different fromthe first insu- lating gas and a gas filling

nmeans coupling the gas storage

reservoir to the el ectromagnetic valve nmeans in response to
the output of the detecting neans indicating the detection of
an insulating abnormality for controlling the el ectronagnetic
valve to admt at |east a portion of the second insulating gas
into the gas section nenbers of the elongated insul ated
el ectric device. |Instead, the Exam ner argues that there is
not hi ng unobvi ous seen to have been involved in sinply apply-
ing one of the well-known gases for the gas insulating appara-
t us.

The Federal Circuit states that "[t]he nere fact
that the prior art nay be nodified in the manner suggested by
t he Exam ner does not nmake the nodification obvious unless the

prior art suggested the desirability of the nodification.™ 1In

re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
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n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Cir. 1984).

In the reply brief, Appellants argue that the Exam
iner, in effect, is relying on the common know edge and conmmon
sense to determ ne that he or she should use a second gas
which is different fromthe first gas. Appellants argue that
one of ordinary skill in the art using his or her common
know edge and common sense and aware of the cited prior art

woul d utilize

the sane gas in both gas section nenbers in the gas storage
reservoir, since that is the only thing taught or even sug-
gested in the prior art.

Upon our review of the references, we fail to find
any suggestion or teaching that would | ead one of ordinary
skill in the art to make the proposed nodification suggested
by the Examner. |In fact, we note that Harrol d suggests
m xing the insulating gases fromthe outset rather than using
a single gas by itself. Kuroda teaches a gas m xture fromthe

out set and does not have a single insulating gas within a



Appeal No. 1997-3028
Appl i cation 08/290, 083

vessel prior to detection of an abnormality and introducing a
second i nsul ati ng gas upon detection so that they provide a
m xture. Ml cahy sinply teaches various insulating gases and
does not | ead one of ordinary skill in the art to ignore the
teachings of Harrold or Kuroda in that a m xture of gases
shoul d be provided. Finally, Ishikawa detects abnormalities
but does not add a second gas to the first gas within the

i nsulating device to result in a gas m xture. Therefore, we
fail to find that the prior art suggests the desirability of

the nodifications suggested by the Exam ner.

We have not sustained the rejection of clainms 1, 3
and 5 through 20 under 35 U.S.C. 8 103. Accordingly, the
Exam ner's decision is reversed.

REVERSED
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JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
M CHAEL R. FLEM NG ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFER-
ENCES
)
)
)
ERI C FRAHMV )
Adm ni strative Patent Judge )
VRF: psb
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Antonel li Terry Stout & Kraus
1300 North Seventeenth Street
Suite 1800

Arlington, VA 22209
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