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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of claims 1, 7, 9, and 11. The anendnents
after final rejection filed January 29, 1996, (Paper No. 12)
and May 16, 1996, (Paper No. 15) have been entered.

W reverse.

BACKGROUND

The invention is fairly described in Appellants’ Summary
of the Invention (Brief, pages 4-6).
Claim1 is reproduced bel ow.

1. A novie filmfor recording i mage reproduction
data and audi o reproduction data, said novie film
conpri si ng:

a franme image information recording area arranged
along a longitudinal direction in the formof franes; and

at least two digital audio data recordi ng areas
arranged at different positions in a direction orthogonal
to the longitudinal direction, wherein said audio
reproduction data is recorded in a digital format with a
predeterm ned relationship in one of said at |east two
digital audio data recording areas and the sane audio
reproduction data is recorded in the same digital fornmat
in another of said at least two digital audio data
recordi ng areas, wherein said audi o reproduction data
recorded in said digital audio data recording areas is
constituted by a plurality of channels and each channel
i ncl udes a paraneter by which said audi o reproduction
data is encoded, the encoded data, and a doubly witten
paraneter the sane as said paraneter, wherein said doubly
witten paraneter is recorded in a digital audio data
recording area which is different fromthe digital audio
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data recording area in which said paraneter and said
encoded data are recorded.

The Examiner relies on the followng prior art
ref erences:

Fujiwara et al. (Fujiwara) 5,115, 240 May 19, 1992

Kohut et al. (Kohut) 5,327,182 July 5, 1994

(filed June 10,
1992)

Claims 1, 7, 9 stand rejected under 35 U.S.C. § 102(e) as
bei ng antici pated by Kohut or, in the alternative, under
35 U.S.C. 8 103 as bei ng unpatentabl e over Kohut and Fujiwara.

Claim 11 stands rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Fujiwara and Kohut.

We refer to the Final Rejection (Paper No. 6) (pages
referred to as "FR__"), the Exam ner's Answer (Paper No. 17)
(pages referred to as "EA_ "), and the Suppl enental Exam ner's
Answer (Paper No. 20) (pages referred to as "SEA ") for a
statenent of the Examner's position and to the Brief (Paper
No. 14) (pages referred to as "Br__") and the Reply Bri ef

(Paper No. 19) (pages referred to as "RBr__") for Appellants'

argunent s thereagai nst.
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OPI NI ON

The clains are grouped to stand or fall together (Bro6).
Claim1 is anal yzed as representati ve.

The issue is whether the [imtation of "a doubly witten
parameter ... [which] is recorded in a digital audio data
recording area which is different fromthe digital audio data
recording area in which said paraneter and said encoded data
are recorded” is anticipated by Kohut or rendered obvi ous by
t he conbi nati on of Kohut and Fujiwara.

The teachings of Kohut and Fujiwara are fairly summari zed

by Appellants (Br7-10).

35 U.S.C. 8§ 102(e)

The Exam ner relies on Table 1 (col. 6) of Kohut (EA5):
"Each channel of 'A includes a 'paraneter’' readable as the
16-bit digital audio data, and each channel of 'C also
including the 16-bit digital audio data, same as channel 'A
or as clained 'a doubly witten paraneter.'" The Exam ner
al so states (EA8): "G ven the broad |anguage of the clains,
in particular, the fact that Appellant does not limt or

define the term' paraneter' in any way, this so-called clained
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"paraneter’ is readable on the 16-bit digital audio data
encodi ng of Kohut et al."

Appel l ants argue (RBr5) that claiml recites (1) a
paranet er by which audi o reproduction data is encoded, (2) the
encoded data, and (3) a doubly witten paraneter the sane as
the paraneter. Therefore, a "paraneter"” is defined as being
utilized to encode audio data. Furthernore, it is argued
(RBr5), the 16-bit digital audio data in Kohut is not the sane
as the claimed paraneter, encoded data, and doubly witten
par anmet er

The Exam ner responds that a channel of soundtrack "A"
corresponds to the paraneter, encoded data, and doubly witten
parameter, and the doubly witten paraneter is recorded on a
channel of soundtrack "C' (SEA3).

We agree with Appellants. A "paraneter" is defined as
being utilized to encode audio data and is different fromthe
audi o data itself. Kohut says nothi ng about an encodi ng
paraneter, nmuch | ess having a redundant, doubly witten
parameter, nmuch | ess recording these two paranmeters in
different recording areas. Therefore, the finding of

anticipation is clearly erroneous. The Exam ner's reasoni ng
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with respect to Table 1 and the various channels is not
understood. The eight channels all carry different data

i ntended for different speakers (Table 1, col. 6; figure 7).
It is not known why the Exam ner considers the data in two
channels to be the sane (FR3, first full para.) since they
carry different data. There is no reason to believe that the
"Right/Center"” channel in area "A" carries identical
information to the "Left/Center" channel in area "C. "
Nevert hel ess, even if the data was the same, the claim
requires the paraneter to be doubly witten in different
recordi ng areas, not the data, and, again, Kohut does not

di scl ose redundant encodi ng paraneters or recordi ng redundant
encodi ng paraneters in different digital audio data recording
areas. Accordingly, the Exam ner has failed to establish a

prima facie case of anticipation. The anticipation rejection

of clains 1, 7, and 9 is reversed.

35 US.C 8§ 103

The Exami ner states that Kohut discloses the clained
subj ect matter except, perhaps, "a paraneter by which said
audi o reproduction data is encoded,” but that this [imtation
is "clearly disclosed by Fujiwara"” (EA9). The Exam ner
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apparently bases this finding on the fact that Appellants
cited Fujiwara as relevant to the SDDS and ATRAC system and
the assunption that Fujiwara nust, therefore, have a paraneter
(EA8-9).

Appel l ants note that they did not acknow edge that the
system and net hod of encodi ng audi o reproduction data with the
di scl osed "paraneter” is taught by Fujiwara (RBr3-4).
Appel l ants argue that the Examner fails to indicate exactly
where the paraneter or paraneters are disclosed in Fujiwara,
despite Appellants' previous assertions that Fujiwara does not
di scl ose a paraneter and a doubly witten paranmeter (RBr8).

We agree with Appellants that their subm ssion of
Fujiwara does not in any way constitute a representation that
Fujiwara discloses a "paraneter” and a "doubly witten
paranmeter.” W have reviewed Fujiwara and find that it does
not di sclose or suggest the paraneter and doubly witten
parameter. Thus, the Exam ner errs in relying on Fujiwara for
these limtations.

The specification admts that in the SDDS (Sony Dynani c
Digital Sound) system each channel conprises an encodi ng

parameter, an encoded and conpressed audi o data recordi ng
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portion, and a doubly witten paraneter (specification,

page 8). The specification further admts that the ATRAC
(adaptive transform acoustic coding) systemwas utilized for
the conpression of digital audio data recorded on the digital
audi o data recording portion in the SDDS recordi ng system
(specification, pages 9-11) and that the nost inportant coding
paranmeters are doubly witten in the ATRAC system
(specification, page 13). It is not known why the Exam ner
did not rely on this admtted prior art (APA). Neverthel ess,
the APA indicates that there is still a problemin that when

t he paraneter and doubly witten paranmeter are recorded in the
sane recording area, both paraneters can be destroyed by a
scratch and the informati on needed for decodi ng and
deconpressing the data is lost. The invention and cl ai ned
subject matter is directed to recording the doubly witten
paraneter in a different digital audio data recording area
than the parameter. This limtation is not shown or suggested
by either Kohut or Fujiwara. Accordingly, the Exam ner has

failed to establish a prima facie case of obvi ousness. The

rejections of clainms 1, 7, 9, and 11 over the conbination of

Kohut and Fujiwara are reversed.
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CONCLUSI ON

The rejections of clainms 1, 7, 9, and 11 are reversed.

REVERSED
LEE E. BARRETT )
Adm ni strative Pat ent Judge )

BOARD OF PATENT

N N N N N N N N N N

M CHAEL R FLEM NG APPEALS
Adm ni strative Patent Judge AND

| NTERFERENCES
JOSEPH L. DI XON )

Adm ni strative Patent Judge
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WlliamS. Frommer
FROMWER, LAWRENCE & HAUG
745 Fifth Avenue

New York, NY 10151

10 -



