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The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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! Application for patent filed April 21, 1995. According
to the appellant, this application is a continuation of
Application No. 08/128,832, filed Septenber 29, 1993, now
abandoned; which is a continuation of Application No.

07/ 675,507, filed March 27, 1991, now abandoned.
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This is a decision on appeal fromthe final rejection of
claims 1 through 3, all of the clains remaining in the
application. A prior decision regarding simlar subject matter
was rendered by this Board in grandparent application Seri al

No. 07/675, 507 on August 27, 1993.

The invention is directed to a percussion inplenent, viz.,

a drum stick

I ndependent claiml1 is reproduced as foll ows:
1. A percussion inplenment, which conprises:

a bundle of a plurality of wooden outer rod nmenbers of a
di aneter of about 1/4 inches radially disposed about a
central | y-di sposed wooden i nner rod nenber of a dianeter of
about 1/4 inches, each of said outer rod nenbers being in
contact with said centrally-disposed i nner rod nenber and
adj acent ones of said outer rod nenbers along said bundl e;

a hol | ow handl e nenber positioned about an end of said
bundl e; and

a sl eeve nenber positioned about said bundle and having an
i nner di aneter dinensioned for axial novenment on said bundle,
said inner dianeter of said sleeve nenber dinensioned to
develop a frictional force with outer surface portions of said
radi al |y di sposed outer rod nenbers to prevent slippage of said
sl eeve nmenber from said bundle in use of said percussion
i nstrunment, said sleeve nenber being novabl e al ong sai d bundl e
fromsaid handl e nenber to a distal end of said bundle for
providing a different sound during usage of said percussion
I nstrunment sel ective positioning of said sl eeve nenber about
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said bundle, said distal end of said bundle being formed with a
rounded configuration.

The exam ner relies on the follow ng references:

Cor des 3,420, 134 Jan. 7,
1969

Pruitt 4,570, 527 Feb. 18,
1986

Li edtke et al. (Liedtke) 4,590, 839 May
27, 1986

Clainms 1 through 3 stand rejected under 35 U S.C. 103 as

unpat ent abl e over Liedtke in view of Pruitt.

Reference is nade to the briefs and answer for the

respective positions of appellant and the exam ner.

OPI NI ON

W reverse.

At the outset, we note that the final rejection contained
a rejection against clainms 1 through 3 under 35 U. S.C. 103
based on a conbi nati on of Liedtke, Stronmberg and Pruitt.

However, the exam ner has not repeated this rejection in the
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answer . Accordingly, the rejection of clainms 1 through 3
under 35 U. S.C. 103, based on Liedtke, Stronberg and Pruitt, is
not before us and we nmake no decision as to its propriety. The
presence or absence of a rejection is not dependent on whet her
or not it is argued by appellant but, rather, whether the

exam ner maintains the rejection in the answer.

We now turn to the rejection that is before us, that is,
the rejection of clains 1 through 3 under 35 U.S.C. 103 over

Li edtke and Pruitt.

Whil e we sustained the rejection of the clains in our
earlier decision based on these sane references, the clainms of
the instant case are not the sanme as the previous clains. The

i nstant clainms are of narrower scope.

Instant claim1 specifies that the plurality of rod
menbers are “wooden” with “a dianeter of about 1/4 inches” and
that “each of said outer rod nmenbers being in contact with said
central |l y-di sposed i nner rod nenber and adj acent ones of said

outer rod nenbers...” Instant claim1 also nore specifically
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defines the sl eeve nenber as being “di nensioned to devel op a

frictional force with outer surface portions...”

Wth regard to the rod nenbers being “wooden,” it is clear
that Pruitt teaches rod nenbers of such material and suggests
that these rods would replace those of the wire type, such as
taught by Liedtke. Accordingly, we still think the artisan
woul d have found it obvious to provide Liedtke with wooden rod
menbers in place of the wire nenbers. Wth regard to the
di mension of the rods, i.e., a dianeter of “about 1/4 inches,”
we agree with the exam ner that Pruitt’s teaching of a range of
di aneters from“0. 100" to “0. 187" inches suggests a dianeter of
“about 1/4 inches” since the upper range of Pruitt’s dianeter
and 0. 25 inches differ by only 0.063 inches, well within a

reasonabl e neani ng ascribed to “about.”

Wth regard to the “frictional force,” we find the
exam ner’ s argunent of inherency to be not unreasonable since
Li edt ke clearly discloses a sleeve, 6, which serves a simlar
purpose to the sleeve of appellant and if there was not

sufficient frictional force in Liedtke (as nodified by Pruitt
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to i nclude wooden rods), between the rods and the sleeve, the
sl eeve woul d slip during the use of the percussion inplenent,

making it |less than desirable for its intended use.

In any event, we will not sustain the rejection of clains
1 through 3 because claim1l calls for “each of said outer rod
menbers being in contact with said centrally-di sposed i nner rod
nmenber and adj acent ones of said outer rod nenbers...” This
recitation is clearly descriptive of appellant’s Figure 2. |If
one were to take a cross-section of the rods in Liedtke, no

such structure would result.

The exam ner cites | anguage fromour earlier decision, at
page 9 of the answer. While the citations are accurate, we
find no rel evance of that |anguage in our previous decision to
the instant claimlanguage. W still contend that the wire
bristles of Liedtke are “rod nmenbers” and that the wire
bristles having the m ddle pellet on the upper row constitute a
“central |l y-di sposed i nner rod nenber” about which a plurality
of rod nenbers are di sposed. However, the |anguage of claim1

now before us requires that each of the outer rod nenbers be in
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contact with the centrally-disposed inner rod nenber and

adj acent ones of the outer rod nenbers. This is not true in
the Liedtke device. This |anguage would al so not be net by
Pruitt. Pruitt shows, in Figure 2, a cross-section of the
wooden rods but it is not seen that if the rods of Figure 2
were forced together by application of a sleeve pushed distally
fromthe handle 12 that the | anguage of instant claim1l woul d
be nmet. Rather, it would appear that Pruitt’s device would, at
best, result in three centrally-di sposed i nner rod nenbers
surrounded by six outer nenbers. Wiile the six outer nenbers
m ght be in contact with adjacent ones of the outer nenbers,
each of them would not also be in contact with the same, single
"central |l y-di sposed i nner rod nenber,” as required by instant

claim1.

Since i ndependent claim 1l recites structure which is
nei t her discl osed nor suggested by the applied references or
any conbination thereof, we will not sustain the rejection of
claiml1, or of clains 2 and 3 which depend therefrom under 35

U S C 108.
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We al so note that the exam ner appears to rely, to sone
extent, on a U S. Patent reference to Cordes. However, the
statenment of the rejection does not include Cordes and we w ||
not consider this reference. Were a reference is relied on to
support a rejection, whether or not in a mnor capacity, there
woul d appear to be no excuse for not positively including the

reference in the statenent of the rejection. 1n re Hoch, 428

F.2d 1341, 1342 n.3, 166 USPQ 406, 407 n.3 (CCPA 1970).
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The exam ner’s decision rejecting clains 1 through 3 under

35 U S. C. 103 over Liedtke in view of Pruitt is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

JAMES D. THOVAS )
Adm ni strative Patent Judge )
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) BOARD OF PATENT
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