THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 8

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PATRICIA A. HARDY

Appeal No. 97-2900
Application No. 29/039, 134!

ON BRI EF

Bef ore ABRAMS, PATE, and NASE, Adninistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of the single design claimpending in this design

appl i cation.

We REVERSE

! Application for patent filed May 22, 1995.
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BACKGROUND

The appellant's invention relates to a design for a pellet.
The cl ai mon appeal is:
The ornanental design for a pellet for tossing at weddi ngs as

shown and descri bed.

The prior art reference of record relied upon by the
exam ner as evidence of anticipation under 35 U S.C. § 102 is:

G odberg et al. 3, 345, 265 Cct. 3, 1967
(G odberg)

The design claimstands rejected under 35 U S.C. § 102(a),

(b) and (e) as being anticipated by G odberg.

Rat her than reiterate the conflicting viewoints advanced by

the exam ner and the appellant regarding the 8 102 rejection, we
make reference to the examner's first Ofice action (Paper No.
2, mailed January 29, 1996) and the exam ner's answer (Paper No.
7, mailed March 17, 1997) for the exam ner's conpl ete reasoning
in support of the rejection, and to the appellant's brief (Paper
No. 6, filed Novenber 17, 1996) for the appellant's argunents

t her eagai nst.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's draw ngs, specification
and claimand to the respective positions articul ated by the
appel l ant and the exam ner. As a consequence of our review, we
have determ ned that the examner's rejection of the appellant's
design claimunder 35 U.S.C. § 102(a), (b) and (e) as being

antici pated by G odberg cannot be sustai ned.

W initially note that the "ordinary observer" test (as
di stingui shed fromthe "ordinary designer" test used in
det erm ni ng obvi ousness under 35 U.S.C. 8 103) is applicable in
determ ning the presence of novelty under 8 102. See In re
Nal bandi an, 661 F.2d 1214, 1216, 211 USPQ 782, 785 (CCPA 1981).
Wth respect to the "ordinary observer"” test for determning
whet her novelty is present under 8 102 the court in ln re
Barlett, 300 F.2d 942, 943-44, 133 USPQ 204, 205 (CCPA 1961) set

forth (in quoting wth approval from Shoenaker, Patents for

Desi gns, page 76):

| f the general or ensenbl e appearance-
effect of a design is different fromthat of
others in the eyes of ordinary observers,
novel ty of design is deened to be present.
The degree of difference required to
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establish novelty occurs when the average

observer takes the new design for a

different, and not a nodified al ready-

exi sting, design.
It therefore follows that, in order to establish | ack of novelty
(i.e., anticipation), the ordinary observer nust take the general
or ensenbl e appearance-effect of the design under consideration
to be the sanme as that of an al ready-existing design (even though

a degree of difference may actually be present).

Here, we are of the opinion that the ordinary observer would
take the appellant's design to be a different design fromthat
shown by Grodberg. The different overall inpressions created by
the tablet of Godberg and that of the appellant's pellet would
be readily appreciated by an ordinary observer such as a
purchaser. Specifically, the ordinary observer would readily
discern the difference in appearance of the curved ends of the
two designs. That is, as pointed out by the appellant, the
overal | appearance of the present design is not virtually
identical to the Grodberg design due to G odberg having blunter
sem -spherical ends which are readily discernibly different in
appearance fromthe nore bullet shaped ellipsoid ends of the

present design. This being the case, we will not sustain the
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rejection of the design claimon appeal under 35 U S.C. § 102(a),

(b) and (e) as being anticipated by G odberg.

CONCLUSI ON

To summari ze, the decision of the examner to reject the

design claimunder 35 U.S.C. § 102(a), (b) and (e) is reversed.

No period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

NEAL E. ABRAMS )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
W LLI AM F. PATE, 111 ) APPEALS
Adm ni strative Patent Judge ) AND
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