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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 26 through 40 and 42 through 46, which are

all of the clains pending in this application.?

! Application for patent filed January 5, 1995.

21t would appear fromthe status of amendnents sections
of both the brief and the answer that the appellant's
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anmendnent-after-final (Paper No. 16, fled February 3, 1997)
was approved for entry by the examner. W note that this
amendnent has not been clerically entered.
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BACKGROUND

The appellant's invention relates to a ceiling el enent
for a heating or cooling ceiling. An understanding of the
i nvention can be derived froma readi ng of exenplary cl ai m 26,

whi ch appears in the appendi x to the appellant's brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:
Ber gh 4,766, 951 Aug. 30, 1988

Schmtt-Rai ser et al. 5,042,570 Aug. 27, 1991
(Schm tt-Raiser)

Clains 26, 29, 39, 40, 45 and 46 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Bergh.
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Clainms 273 28, 30 through 32, 35 through 38 and 42
through 44 stand rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Bergh.*

Clainms 33 and 34 stand rejected under 35 U.S.C. 8§ 103 as

bei ng unpatentabl e over Bergh in view of Schmtt-Raiser.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the final rejection (Paper
No. 10, nmiled August 2, 1996) and the exam ner's answer

(Paper No. 18, nmiled March 17, 1997) for the exam ner's

® 1In the final rejection, claim27 was included in this
rejection under 35 U S.C. 8 103. In the answer, the exam ner
lists claim27 as being rejected under 35 U.S.C. § 102(b) but
al so nentions claim27 in the body of the 35 U S.C. § 103
rejection (answer, page 4, line 2). Since the answer did not
specifically set forth that it contained a new ground of
rejection, we will treat claim27 as being rejected under
35 U.S.C. 8 103 as set forth in the final rejection.

4 W note the follow ng obvious errors in clains 31 and
43. In claim 32, the phrase "said wall panel" should be --
said ceiling panel-- for proper antecedent basis. In claim
43, "corners" (each ocurrence) should be --edges-- for
consi stency with the original disclosure. The appellant
shoul d correct these obvious errors as soon as possible.
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conpl ete reasoning in support of the rejections, and to the
appel lant's brief (Paper No. 17, filed February 3, 1997) and
reply brief (Paper No. 19, filed May 13, 1997) for the

appel l ant's argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.
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The anti ci pation issue
The rejection of clains 26, 29 and 40 under 35 U.S.C.
8§ 102(b) is sustained, but not the rejection of clainms 39, 45

and 46.

Initially we note that anticipation by a prior art
reference does not require either the inventive concept of the
cl ai med subject nmatter or the recognition of inherent
properties that may be possessed by the prior art reference.

See Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633,

2 USPQ2d 1051, 1054 (Fed. Cr.), cert. denied, 484 U S. 827

(1987). A prior art reference anticipates the subject of a
cl aimwhen the reference discloses every feature of the

clai med invention, either explicitly or inherently (see Hazan

v. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd 1358,

1361 (Fed. GCir. 1997) and RCA Corp. v. Applied Digital Data

Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cr. 1984)); however, the |l aw of anticipation does not require
that the reference teach what the appellants are clai mng, but
only that the clains on appeal "read on" sonething disclosed

in the reference (see Kalman v. Kinberly-dark Corp., 713 F.2d
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760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert. denied,

465 U.S. 1026 (1984)).

Cl ai m 26

Claim26 is drawmn to a ceiling el enent conprising, inter
alia, a ceiling panel, at |east one hose guide, and a hose for
conducting heat-transfer fluid. Caim26 also recites that
(1) the hose is made of a flexible nmaterial having a first
cross-sectional shape when undeforned, and (2) the hose is
flexibly deformed when received in the hose guide so as to

assume a second cross-sectional shape.

Claim26 is anticipated by Bergh. Bergh discloses a
radiant, |inear ceiling panel 12. As shown in Figures 1-4,
the panel 12 conprises a panel 16, a radiator panel 22, a
flexible clip 24 and a copper flow tube 38. The inward side
26 of the radiator panel 22 includes a |longitudinally
ext endi ng C-shaped channel 30 defined by channel walls 32.
Bergh teaches (colum 3, lines 33-52) that the

copper flow tube 38 is grasped by the C- shaped channel 30

and runs alnost the entire |l ength of the panel, deviating
fromand curving up and out of the channel near its end.
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Cont act between the tube 38 and the radi ator panel 22 is
i mportant to maxi m ze conductive heat exchange between
water in the tube and the radi ator panel and, ultimately,
the panel shell. The tube can be inserted into the
channel and then defornmed to press its sides against the
sides of the Cshaped channel 30. O course, the

I nvention contenpl ates that other variations of inserting
the tube and obtai ni ng maxi mum cont act between the tube
and channel are known in the art and may be utilized for
pur poses of this invention.

Al t hough copper is the preferred material from which
to construct the tubing due to its excell ent heat
conductive and non-corrosive properties, the invention
can utilize any type of tubing able to conduct heat from
fluids of varying tenperatures. Metals and other
materials suitable for use are presently known in the art
and may be substituted for the copper tube.

The argunent presented by the appellant (brief, pp. 12-
14) does not convince us that claim26 is patentable. The
appel | ant argues that Bergh does not contenplate his copper
tube being flexible as recited in claim26. W find this
argunment to be unpersuasive since the clained flexible hose
"reads on" Bergh's copper tube 38. In that regard, we find
that Bergh inherently discloses to one skilled in the art that
the cross-sectional shape of his copper tube 38 changes from
its original shape (i.e., prior toits insertion into the
channel 30) to the shape of the channel 30. This finding is

based upon the follow ng factors: (1) Bergh teaches that the
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copper tube 38 is deforned to press its sides against the
sides of the C-shaped channel 30, and (2) Bergh teaches that
the copper tube 38 runs along alnbst the entire |l ength of the
panel and then deviating fromand curving up and out of the
channel 30 near its ends a shown in Figures 1, 3 and 4). The
ability of the copper tube 38 to be defornmed and to curve are
sufficient to establish that the copper tube 38 is nmade of a
flexible material which flexibly deforns when the copper tube

38 is placed within the channel 30.

For the reasons set forth above, the decision of the
exam ner to reject claim26 under 35 U.S.C. 8 102(b) is

affirned.

Cains 29 and 40
The appel | ant has grouped clains 26, 29 and 40 as

standing or falling together.® Thereby, in accordance with 37

CFR

® See page 11 of the appellant's brief.
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8§ 1.192(c)(7), clainms 29 and 40 fall with claim26. Thus, it
follows that the decision of the exam ner to reject clains 29

and 40 under 35 U.S.C. 8 102(b) is also affirned.

Clains 39, 45 and 46

Clainms 39, 45 and 46 add to their parent clains the
further imtation that the hose is nmade of elastically
flexible material which is elastically, flexibly deforned by

bei ng received in the hose guide.

The appel |l ant argues (brief, p. 14) that Bergh does not
di scl ose elastic deformability or deformation of the tube 38.
We agree. \Wiile we agree with the exam ner that the copper
tube 38 of Bergh is inherently flexible for the reasons
outlined above wth respect to claim26, we see no disclosure
that woul d have inherently disclosed that the tube 38 is
el astically flexible such that it is elastically, flexibly
def orned by being received in the channel 30. Wile there may
exi st copper tubing which would be elastically flexible as

recited in clains 39 and 45, the conbi nati on of such known
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copper tubing with Bergh is an issue of patentability under 35
US C 8 103 which is not before us in this appeal. Since al
the limtations of clains 39, 45 and 46 are not net by Bergh,
the decision of the examner to reject clains 39, 45 and 46 is

rever sed.

The obvi ousness i ssue
The rejection of clains 27, 28, 30 through 38 and 42

t hrough 44 under 35 U.S.C. 8§ 103 is sustai ned.

In rejecting clains under 35 U S.C. 8§ 103, the exam ner
bears the initial burden of presenting a case of obvi ousness.

See In re Rjckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956

(Fed. Cir. 1993). A case of obviousness is established by
presenting evidence that the reference teachings woul d appear
to be sufficient for one of ordinary skill in the relevant art
havi ng the references before himto nake the proposed

conbi nation or other nodification. See In re Lintner, 9 F.2d

1013, 1016, 173 USPQ 560, 562 (CCPA 1972).

Clainms 27, 28, 30-32, 35-38 and 42-44
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The exam ner determ ned that clainms 27, 28, 30-32, 35-38
and 42-44 woul d have been obvious to one of ordinary skill in
the art at the tine the invention was nade for the reasons set
forth on pages 3-5 of the final rejection and pages 3-6 of the
answer. The appellant has not contested these determ nations.
I nstead, the appellant only points out (brief, pp. 15-17 and
reply brief, pp. 1-3) the differences between the cl ai nmed
subject matter and Bergh. However, 37 CFR § 1.192(c)(8)(iV)
requires the argunment in a brief specify the errors in the
exam ner's rejection under 35 U.S.C. § 103, and, if
appropriate, the specific limtations in the rejected clains
whi ch are not described in the applied prior art, and shal
expl ai n how such limtations render the clainmed subject matter
unobvi ous over the prior art. Thus, the appellant has not
provi ded any explanation as to how the |[imtations not
di scl osed by Bergh render the clained subject matter unobvious
over Bergh. Accordingly, since the appellant has not
specified any error in the examner's determ nations that the
limtations not disclosed by Bergh woul d have been obvious to

one skilled in the art, we are constrained to sustain the
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exam ner's rejection of clainms 27, 28, 30-32, 35-38 and 42-44

under 35 U. S.C. 8§ 103.
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Clains 33 and 34

The exam ner determ ned that clainms 33 and 34 woul d have
been obvious to one of ordinary skill in the art at the tine
the invention was made for the reasons set forth on page 5 of

t he answer.

The appel |l ant argues (brief, p. 16) that

[W hereas Schmitt-Raiser does disclose (at 10 in Figures

2 and 3) plural pipe guides nounted on the sane ceiling

panel, a feature called for by appellant's clains 33 and

34, it does not otherw se make up for the above-indicated

deficiencies in the teachings of Bergh.

Appel lant's claim 34 additionally requires the same

| ength of flexible hose to snake around through two or

nore hose guides. Bergh shows only one tubing channel,

and in Schmtt-Raiser, distinctly plural pipes 5 received

in the two guides 10.

The appel l ant's argunment set forth above and on page 3 of
the reply brief is unpersuasive for the follow ng reasons.
First, the appellant has not contested the exanmi ner's
determination that it woul d have been obvious to nodify
Bergh's structure with a plurality of guides as suggested by
Schmtt-Raiser. Second, as pointed out above with respect to

parent claim 26, there are no deficiencies in the teachings of

Ber gh upon whi ch one can rest patentability of these dependent
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claims. Third, claim 34 does not require the same |ength of
fl exi ble hose to snake around through two or nore hose gui des.
Claim34 only requires a plurality of hose guides arranged in
series along a curved path wherein the hose is received in at
| east one hose guide. Thus, claim 34 does not require the

same hose to be received in the plurality of hose guides.

For the reasons set forth above, the decision of the

exam ner to reject clains 33 and 34 under 35 U S.C. 8§ 103 is

affirned.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 26 through 38, 40 and 42 through 44 is affirmed and the
deci sion of the examner to reject clains 39, 45 and 46 is

rever sed.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

W LLIAM F. PATE, |11 APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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