TH S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore McCANDLI SH, Seni or Adm nistrative Patent Judge, and
NASE and CRAWORD, Adni ni strative Patent Judges.

McCANDLI SH, Seni or Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fina
rejection of clainms 1 through 5, 7 through 26, 29 and 32
through 34. The only other clains still pending in the

application, nanely dependent clains 6, 30 and 31, are

! Application for patent filed January 13, 1995.
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consi dered to be allowable subject to being rewitten in

I ndependent form

Appel lant’s invention relates to a watercraft (clains 1
through 5, 7 through 25 and 29) and to a nethod of operating a
wat ercraft (clainms 26 and 32 through 34). According to claim
1, the watercraft conprises an above-water transport unit (2),
an underwater unit (3) for supporting the above-water unit and
a neans (4) for noving the two units towards and away from one

anot her.

A copy of the appealed clains is appended to

appel lant’ s brief.

In rejecting the appeal ed clains, the exam ner relies

upon the follow ng references:

Dougl as 1,757,174 May 6, 1930
Ander son 2,596, 194 May 13, 1952
Tul | eners 3, 430, 595 Mar. 4,
1969

Bar kl ey 3,541, 987 Nov. 24, 1970
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Lauki en 4,411, 213 Cct. 25, 1983

The grounds of rejection are as follows:

1. dains 1, 2, 9 through 12, 14, 17 through 20, 24,
26, 32 and 33 stand rejected under 35 U . S.C. 8§ 102(b) as being

anti ci pated by Barkl ey.

2. Cainms 3, 13, 15 and 16 stand rejected under 35
U S. C 8§ 103 as being unpatentable over Barkley in view of

Dougl as.

3. Cains 8 21 and 25 stand rejected under 35
Uus.C

8 103 as being unpatentabl e over Barkley in view of Laukien.

4. Clainms 4, 5 and 7 stand rejected under 35 U. S. C
8§ 103 as being unpatentable over Barkley in view of Dougl as

and Lauki en.

5. Cains 22 and 23 stand rejected under 35 U.S. C
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8§ 103 as being unpatentabl e over Barkley in view of Tulleners.

6. Cains 29 and 34 stand rejected under 35 U. S. C

8 103 as bei ng unpatentable over Barkley in view of Anderson.

Reference is nade to the exam ner’s answer for details of

t hese rejections.

Wth regard to the examner’s 8 102(b) rejection of claim
1, the Barkley patent discloses a watercraft having a pair of
pontoon hulls 16 supporting a central hull 12 and a transport
unit in the formof a superstructure 32 on the deck 30 of the
central hull. Legs 14 attaching the pontoon hulls 19 to the
central hull are pivotally secured to the central hull by
pivots 46. Each leg 14 and its associated pontoon hull 19 are
swi ngable as a unit about the associated pivot 46 by a
hydraulic ram 58 to the positions shown in Figures 3-6 of the

pat ent draw ngs.

Appel | ant does not dispute the exam ner’s finding that
Bar kl ey’ s pontoon hulls 16 define a unit which is disposed in
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the water for supporting an above-water transport unit.
Appel | ant al so does not take issue with the exam ner’s finding
on page 3 of the answer that Barkley’ s superstructure 32 is an
above-water unit as broadly defined in claim1. Appellant

does, however, take issue with the exam ner’s finding that
Bar kl ey’ s pontoon hulls define an ?underwater unit? as recited
in claiml. Appellant also contends that Barkley’s supporting
unit (pontoon hulls 16) and the above-water unit 32 are not
novabl e toward and away from one another as required by claim
1 because ?t he pontoons 16 of Barkley are pivotally connected
to the abovewater [sic] unit 12 by pivot axes 46 and remain at

a fixed distance fromsuch axes? (brief, page 10).

Adm ttedly, the operation of Barkley' s hydraulic ranms 58
do not nove the patentee’s pontoon hulls 16 toward and away
fromthe pivots 46. However, they do nove the pontoon hulls
toward and away fromthe above-water superstructure 32 itself
as they are swung between the positions shown in Figures 3 and
4 of the patent drawings. In this regard, it is clear that the
| i near di stance between the |longitudinal axis of the |eft hand
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pontoon hull and a reference point on the above water unit 32,
such as the lower left hand corner of the above-water unit 32
as viewed fromFigures 3 and 4, increases as the |left hand
pontoon hull is noved fromthe position showm in Figure 3 to
the position shown in Figure 4. Conversely, this |linear

di stance is reduced as the |left hand pontoon hull is noved
fromthe position shown in Figure 4 to the position shown in
Figure 3. Thus, when the claimlanguage is given its broadest

reasonabl e interpretation (See In re Zletz, 893 F.2d 319, 321,

13 USP@d 1320, 1322 (Fed. G r. 1989)) w thout reading

limtations fromthe specification into the claim (See § ol und
v. Misland, 847 F.2d 1573, 1582, 6 USPQRd 2020, 2027 (Fed.

Cr. 1988)), the recitation of the clained

novi ng neans does not distinguish fromBarkley’s hydraulic

ranms 58 and associated structure.?

2 Wth regard to the clainmed noving neans, appellant has neither asserted nor

shown that, with respect to the sixth paragraph in 35 U.S.C. § 112, the Barkl ey
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Wth regard to the recitation that the supporting unit is
an ?underwater unit,? Barkley' s pontoon hulls 16 admttedly are
not expressly disclosed as being fully subnerged in the water.
However, claiml is not directed to the conbination of the
wat ercraft and a body of water to support a recitation that
the supporting unit is actually underwater in that body of
water. Instead, claiml is directed to the watercraft per se.
Thus, the recitation that the supporting unit is an
underwater unit? is nerely a statenent of the manner in which
the supporting unit is intended to be used when placed in a

body of water.

Such a statenent of intended use is not germane to the

patentability of claim1. See Loctite Corp. v. Utraseal Ltd.,

781 F.2d 861, 868, 228 USPQ 90, 94 (Fed. Cir. 1985); In re
Casey,
370 F.2d 576, 580, 152 USPQ 235, 238 (CCPA 1967) and In re

Lemi n, 326 F.2d 437, 440, 140 USPQ 273, 276 (CCPA 1964). In

structure is not the equivalent of the structure disclosed in appellant’s specification
for acconplishing the clained function. A correspondi ng observati on was nade by our
reviewing court inln re Milder, 716 F.2d 1542, 1549, 219 USPQ 189, 196 (Fed. GCr.
1983) .
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any case, it is sufficient that Barkley' s pontoon hulls are

i nherently capabl e of being place underwater given appropriate
| oad and buoyancy forces. Thus, claim 1l does not distinguish
fromBarkley by reciting that the supporting unit is an

underwater unit.?

Based on the foregoing analysis, we are satisfied that
all of the limtations in claiml are either expressly or
i nherently disclosed in the Barkley patent. Barkley therefore

anticipates the subject matter of claiml. See RCA Corp. V.

Applied Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221

USPQ 385, 388 (Fed. Cir. 1984). Accordingly, we will sustain

the 8 102(b) rejection of claiml.

W will also sustain the 8 102(b) rejection of dependent
claims 2, 9, 10, 14, 17 through 19 and 24 because the
patentability of each of these clains has not been argued

separately of claim1l. See In re N elson, 816 F.2d 1567, 1572,

2 USPQ2d 1525, 1528 (Fed. G r. 1987) and In re Burckel, 592

F.2d 1175, 1178-79, 201 USPQ 67, 70 (CCPA 1979).
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Wth regard to claim1l, we cannot agree with appellant’s
argunment that this claimpatentably distinguishes from BarKkl ey
by reciting that the bracing neans is part of the underwater
unit. In Barkley, the hydraulic ranms 58, upon being | ocked,
define a bracing structure which rigidly joins the pontoon
hul | s 16 together through portions of legs 14 and hull 12.
This bracing structure, like pontoon hulls 16, is inherently
capabl e of being placed underwater. Accordingly, we wll also
sustain the 8 102(b) rejection of claim1l since each and
every limtation enconpassed by this claimis either expressly

or inherently disclosed in Barkley. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d at 1444, 221 USPQ at 388.

However, we cannot sustain the § 102(b) rejection of
clainms 12 and 20. On page 3 of the answer, the exam ner states
in substance that the novable control surfaces of claim12 are
readabl e on Barkley s |l egs 14. However, there is no express or
i nherent disclosure in Barkley that any of the surfaces of
| egs 14 are capable of providing vertical stability by the

exertion of forces at |east equaling the buoyancy of the
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above-wat er and underwater units. Wth regard to claim 20,
there is no express or inherent disclosure in Barkley of a
signal transmtting nmeans extendi ng through the patentee’s
hydraulic rams 58. Since these |imtation are not net by
Bar kl ey, we cannot agree that Barkley constitutes a proper
antici patory reference for the subject matter of clains 12 and

20.

W al so cannot sustain the § 102(b) rejection of nethod
clains 26, 32 and 33. Claim 26 expressly recites the step of
mai nt ai ni ng the supporting part of the watercraft bel ow the
surface of the water. Thus, in contrast to claim1, claim26
requires the supporting part to be underwater. Since this
limtation is not expressly or inherently net by Barkley, we
cannot agree that Barkley constitutes a proper anticipatory
for the subject matter of claim 26 and, hence, for the subject

matter of dependent clains 32 and 33.

Wth regard to the 8 103 rejection of clains 3, 13, 15
and 16, the exam ner concludes that the teachings of Dougl as

woul d have made it obvious to provide either of Barkley's
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pontoon hulls 16 with a fuel chanber and al so to provide
Barkley’'s watercraft with a directional control rudder
(presumably if it concluded that Barkley does not inplicitly

di scl ose a rudder).

Wth respect to claim3, Douglas teaches the concept of
providing a fuel tank in the supporting torpedo-shaped hul
for the self-evident purpose of |ocating the fuel tank near
the watercraft’s engine and also for conveniently utilizing
the avail able hol |l ow storage space in the hull. Such a
t eachi ng woul d have been anple notivation for providing at
| east one of Barkley' s torpedo-shaped hulls 16, which carries

the engine driven propeller 26, with a fuel tank.

Wth regard to appellant’s argunents on page 13 of the
brief, the Douglas patent falls squarely within appellant’s
field of endeavor, nanely watercraft. This reference,
therefore, is properly taken into account in evaluating the
patentability of the clainmed subject matter under § 103. See
In re day, 966 F.2d 656, 658, 23 USPQ2d 1058, 1060 (Fed. Cr
1992) .
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In view of the foregoing, we are satisfied that the
conbi ned teachings of the applied references woul d have
suggested the subject matter of claim3 to one of ordinary
skill in the art to warrant a concl usi on of obvi ousness under

the test set forth in In re Keller, 642 F.2d 413, 425, 208

USPQ 871, 881 (CCPA 1981). Accordingly, we will sustain the §
103 rejection of claim3. W will also sustain the § 103

rej ection of dependent claim 13 because the patentability of
this claimhas not been argued separately of claiml. See

Ni el son, 816 F.2d at 1572, 2 USPQ2d at 1528 and Burckel, 592

F.2d at 1178-79, 201 USPQ at 70.

Wth regard to the 8 103 rejection of claim16, appellant
does not contend that Douglas’ tubular nenbers 20 do not act
as stiffening elenents. Instead, appellant’s only argunent
supporting patentability is that ?neither Barkley nor Dougl as
di scl oses a hollow stiffening el enent which accommbdates a
pi pe? (brief, page 14). In Figure 4, Douglas shows a pipe type
| adder (i.e., a |ladder made from pipe |ike el enments) extending

t hrough each el enment 20. In any event, in the course of
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provi ding Barkley’'s watercraft with Douglas’ holl ow el enents
20, it would have been obvious to pass various plunbing and
conduit nenbers though elenments 20 as a convenient, protective
way to interconnect equipnment in the superstructure 32 and in
t he pontoon hulls 16. Accordingly, we will also sustain the §

103 rejection of claiml6.

However, we will not sustain the 8§ 103 rejection of claim
15. W find no teaching or suggestion in either Barkley or
Dougl as whi ch woul d have notivated one of ordinary skill in
the art to utilize a fuel conduit as a stiffening elenent as

required by claim15.

Wth regard to the 8 103 rejection of clains 8, 21 and
25, the exam ner concludes that the teachings of Laukien would
have made it obvious to provide Barkley' s pontoon hulls 16
with ballast tanks to inprove the stability of the vessel,
presumably by controlling the buoyancy of the hulls.
Appel I ant’ s argunments supporting patentability of claim8 as

set forth on pages 14 and 15 of the brief are unpersuasive.
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In the first place, the Laukien patent falls squarely
within appellant’s field of endeavor, nanely watercraft. This
reference, therefore, is properly taken into account in
eval uating the patentability of the clainmed subject matter

under 8§ 103. See day, 966 F.2d at 658, 23 USPRd at 1060.

Furthernore, contrary to appellant’s additional argunents
on page 14 of the brief, Laukien teaches in colum 6, |ines
12-17, that the ballast tanks are used to control buoyancy
even under conditions in which the supporting hulls are not
fully subnmerged, but are nmerely largely subnerged to approach
a condition simlar to that contenpl ated by Barkley. One of
ordinary skill in the art certainly would have recogni zed from
the cited prior art that ballast tanks are useful for
controlling the buoyancy of hulls in a sem -subnerged state as
well as a fully subnmerged state. Also, the nere fact that
Barkl ey’s watercraft may be regarded as being fairly stable
does not nean that an additional advantage may not be derived

fromthe use of a buoyancy-controlling ballast system

For the foregoing reasons, we will sustain the § 103
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rejection of claim8. W will also sustain the 8 103 rejection
of dependent cl ai m 25 because the patentability of this claim

has not been argued separately of clains 1 and 8. See N el son,

816 F.2d at 1572, 2 USPQ2d at 1528 and Burckel, 592 F.2d 1178-

79, 201 USPQ at 70.

We cannot, however, sustain the 8§ 103 rejection of claim
21. The applied references are devoid of any suggestion of
provi ding Barkley’s hydraulic rans 58 with conduits for any

pur pose, |et alone the purpose recited in claim?21.

Turning now to the 8 103 rejection of clainms 4, 5 and 7,
appel l ant nerely argues that these clains are patentable for
the reasons previously stated with respect to the Dougl as and
Lauki en references. Those argunents were not persuasive when
first considered and are not persuasive now for the reasons
di scussed supra. Accordingly, we will sustain the 8§ 103

rejection of clains 4, 5 and 7.

However, we cannot sustain the 8 103 rejection of clains
22 and 23. Wth regard to claim 22, the applied references are
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devoi d of any suggestion of extending electrical power
transmtting neans through Barkley's hydraulic rams 58. Wth
regard to claim 23, the applied references are al so devoid of
any suggestion of extending any air conveyi ng neans through

Bar kl ey’ s hydraulic rans 58.

W al so cannot sustain the § 103 rejection of dependent
nmet hod cl ai m 34 because the teachings of Anderson do not
rectify the shortcom ngs of Barkley as discussed with respect

to claim 26.

Finally, we will sustain the 8 103 rejection of claim29.
Appel I ant’ s argunent that Anderson woul d not have been
consi dered by one of ordinary skill in the art as set forth on
page 17 of the brief is unpersuasive. Like Douglas and
Lauki en, Anderson falls squarely within appellant’s field of
endeavor, nanely watercraft. This reference, therefore, is
properly taken into account in evaluating the patentability of
the cl ai med subject matter under 8 103. See O ay, 966 F.2d at

658, 23 USPR2d at 1060.
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The only ot her argunent supporting patentability of claim
29 is that there woul d have been ?no reason to nmake
[Barkl ey’ s] legs 14 tel escopi ng based on the teachings of
Anderson? (brief, page 18). This argunent is al so
unper suasi ve. C aim 29 does not require any elenents of the
novi ng neans to be tel escopi ng nenbers. Therefore, the
tel escoping feature may not be relied on to support the
patentability of claim?29 over the applied references. See In

re Self, 671 F.2d 1344, 1348, 213 USPQ 1, 5 (CCPA 1982) and ILn

re Richards, 187 F.2d 643, 645, 89 USPQ 64, 66 (CCPA 1951).

In the final analysis, the novenent of Barkley' s |left
hand pontoon hull 16 and the patentee’s superstructure 32
toward and away from each other is ?essentially linear? (claim
29, line 3) at least for a limted distance. Appellant has not

argued ot herw se.

The exam ner’s decision rejecting the appealed clains is
affirmed with respect to clains 1 through 5, 7 through 11, 13,
14, 16 through 19, 24, 25 and 29, but is reversed wth respect
to clainms 12, 15, 20 through 23, 26 and 32 through 34.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

HARRI SON E. McCANDLI SH, Seni or
Adm ni strative Patent Judge

BOARD OF PATENT
JEFFREY V. NASE

N N N N N N N N N N N

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
MURRI EL E. CRAWFCORD )

Adm ni strative Patent Judge

N
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T. Lewenstein
1516 W Sunset Ri dge Pl ace
Tucson, AZ 85737
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