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FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's
final rejection of clainms 1, 2 and 6 through 8. dains 3, 4,
5 9 and 10, the only other clains remaining in the applica-

tion, stand all owed.

Appel l ants’ invention relates to a pressure plate
for use in a friction clutch. Independent claim1 is repre-
sentative of the subject matter on appeal and a copy of that

claimmy be found in Appendi x A of appellants’ brief.

The sole prior art reference of record relied upon
by the examner in rejecting the appealed clains is:
Japanese Patent Publication No. 1-210620 Aug. 24,

1989
(Japanese ‘ 620)
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Claims 1, 2 and 6 through 8 stand rejected under 35

U S.C 8§ 103 as being unpatentabl e over Japanese ‘620.°?

Rat her than reiterate the examner's full statenent
of the above-noted rejection and the conflicting viewpoints
advanced by the exam ner and appellants regarding the rejec-
tion, we nmake reference to the exam ner's answer (Paper No.
12, mail ed February 21, 1997) for the examner's reasoning in
support of the rejection, and to appellants’ brief (Paper No.
11, filed Novenber 20, 1996) for appellants’ argunents there-

agai nst.

OPI NI ON

2 As for the four references cited by the exam ner on page
3 of the answer as being “considered pertinent to applicant’s
[sic] invention because each reference discloses a pressure
plate made fromnultiple pieces,” we note that these patents
have not been set forth in the statenment of any § 102 or § 103
rejection before us on appeal and therefore formno part of
the issues presently before us for review. As pointed out by
the Court in In re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ
406, 407 n.3 (CCPA 1970), where a reference is relied upon to
support a rejection, whether or not in a mnor capacity, there
woul d appear to be no excuse for not positively including the
reference in the statenent of the rejection.
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In reaching our decision in this appeal, we have
gi ven careful consideration to appellants’ specification and
clainms, to the applied prior art reference, and to the respec-
tive positions articul ated by appellants and the exam ner. As
a consequence of our review, we have nmade the determ nation
that the examner’s rejection will not be sustained. Qur

reasons foll ow.

Even if, as has been urged by the examner, it would
have been obvious to one of ordinary skill in the art to nake
the one-piece, unitary pressure plate (1) of Japanese ‘620 in
mul ti ple pieces, we share appellants’ view (brief, pages 17-
18) that there is no teaching, suggestion or incentive in the
appl i ed Japanese reference, or otherw se specified by the
exam ner, which would have | ed one of ordinary skill in the
art to nodify the pressure plate of Japanese ‘620 to be in the

particular nulti-piece formspecified in claim1 on appeal.
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Appel lants’ claim1 requires that the pressure plate therein
be conprised of a ring-shaped first plate having a friction
surface for frictionally contacting a clutch disc and “a
plurality of fan-shaped second plates circunferentially dis-
posed with respect to said first plate,” with each respective
fan- shaped second plate having at | east one support portion
that is fornmed integrally with the second plate. The prior
art relied upon by the examner is conpletely devoid of any
teachi ng or suggestion regarding the problens confronted and
sol ved by appellants and is utterly silent concerning any
possi bl e nodifications to the conventi onal one-piece pressure
pl ate seen therein, |et alone any nodifica- tions of such a

one- pi ece pressure plate that would have

resulted in the particular nulti-piece pressure plate clained

by appel | ants.

In our opinion, the examner’s position in this case
is clearly based on inperm ssible hindsight gained only from

appel l ants’ di sclosure, and for that reason will not be sus-
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tained. The decision of the exam ner is, accordingly, re-

ver sed.
REVERSED
| AN A. CALVERT )
Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
CHARLES E. FRANKFORT ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFER-
ENCES
)
)
)
RI CHARD E. SCHAFER )
Adm ni strative Patent Judge )
CEF: psb
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