TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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! Application for patent filed July 10, 1995. According
to appellants, the application is a continuation of Applica-
tion 08/168, 213, filed Decenber 17, 1993, now U.S. Patent No.
5,431,151, issued July 11, 1995; which is a continuation of
Application 07/779,730, filed October 23, 1991, now U. S
Patent No. 5,271, 380, issued Decenber 21, 1993.

1



Appeal No. 97-2600
Appl i cation 08/500, 091

Bef ore MElI STER, ABRAMS and FRANKFORT, Adm nistrative Patent
Judges.

IVElI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains
16- 25, 27, 29-37, 39 and 41-44, the only clains remaining in
the application. W reverse.

The appel lants’ invention pertains to an instrunent
for the penetration of body tissue. Independent claim116 is
further illustrative of the appeal ed subject matter and reads
as foll ows:

16. An instrunent for the penetration of body
ti ssue conpri sing:

a rigid shaft having a distal end,

a tissue contacting elenent at the distal end of
said shaft shaped to enlarge an opening in body tissue as the
ti ssue contacting elenment and said shaft are advanced, said
ti ssue contacting elenment having a distal end, and at | east
part of said tissue contacting elenent being transparent to
permt view ng of body tissue therethrough, and

an advancing el enent at said tissue contacting
el enent, said advancing el enent having a cutting edge to
penetrate the body tissue and extending from adjacent the
di stal end of said tissue contacting el enent towards said
shaft.
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The exam ner has relied upon the follow ng refer-
ences

to support a rejection under 35 U.S.C. § 112, first paragraph:

Al vord 207, 932 Sept. 10,
1878
Aubur n 4,191, 191 Mar . 4,
1980

Clainms 16-25, 27, 29-37, 39 and 41-44 stand rejected
under 35 U. S.C. § 112, first paragraph, as being based upon an
original disclosure which fails to provi de descriptive support
for the subject matter now bei ng cl ai ned.

The exam ner’s rejection is explained on pages 4 and
5 of the Ofice action mailed Decenber 19, 1995 (Paper No.

8).2 The argunents of the appellants and exam ner in support
of their respective positions may be found on pages 7-21 of
the brief, pages 1-4 of the reply brief, pages 4-11 of the

answer and pages 2-4 of the supplenental answer. As evi-

2 Page 4 of the answer states that the “rejection is set
forth in the prior Ofice actions paper nunbers 8 and 12.”
Such a procedure by the examner is totally inproper and
i nappropriate. The Manual of Patent Exam ning Procedure
(MPEP) §8 1208 (6th ed., Rev. 2, Jul. 1996) expressly provides
that incorporation by reference nay be made only to a single
ot her acti on.
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dence that descriptive support for the clainmed subject nay be
found in the dis-closure as originally filed, the appellants
have relied upon an original declaration and a suppl enent al
decl arati on by

M. John M Collins.

OPI NI ON

We have carefully reviewed the appellants’ invention
as described in the specification, the appeal ed cl ains, the
respective positions advanced by the appellants in the brief
and reply brief and by the exam ner in the answer and suppl e-

ment al answer,

the prior art relied on by the exam ner to support her posi-
tion
and the declarations by M. Collins relied on by the appel -

lants to support their position. This review |leads us to
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conclude that the exam ner’s rejection of the appeal ed cl ai ns
cannot be sust ai ned. 3

The exam ner’s position is summari zed on pages 4 and
5 of the answer in the foll ow ng manner:

[ T] he i ndependent clains filed with the

i nstant application, clainms 16, 27, 30 and
44 contai ned recitations of “an advanci ng
elenment. . . having a cutting edge” or “at
| east one cutting elenent.” The Exam ner
noted that the specification discussed an
al ter-nate enbodi nent of the trocar, as
shown in Figure 7, where the w ndow 34 was
provided with a spiral 48 that is made from
a wre that appears to have surfaces con-
ver gi ng to an edge (see pages 15-16 of
the instant specification). The Exam ner
al so noted that the discussion at pages 15-
16 did not inpart, infer or otherw se de-
scribe a “cutting elenent” or an el enent
that has the capability of being able to
cut. In other words, the spiral 48 was no
nore that [sic, than] a wire which aided in
the corkscrew notion which, in turn, aided
in the penetration of the device rather
than in the cutting of tissue. The

® 1t therefore follows that we do not support the exam
iner’s decision to require cancellation of the amendatory
subject matter regarding the recitations of a “cutting edge or
cutting element” and “advancing, cutting and penetrating”
whi ch were introduced into the specification by the anmendnent
filed on April 19, 1996 (Paper No. 11).
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Exami ner herein noted differences in the
di ctionary definitions of “penetrate” and
“cutting”. Thus, the claimlanguage per-
tai ning

to the “advancing elenent” or the “cutting
el enent” was not supported by the specifi-
cation or the Figures and constituted new
matt er.

In support of this position the answer further states that:

Col. 3, lines 8-23 of Auburn nake it clear
that sharp or snooth edges can be used

I nt erchangeably as a neans for inparting
and/ or aiding penetration. Thus, when the
term “penetration” was used with respect to
a trocar’s screwtype threads, this did not
necessarily lead to the conclusion that the
threads are sharp. As Auburn denonstrates,
they may be snooth. Alvord U. S. Patent
207,932 is anot her exanple of the use of
snooth threads used to penetrate. Figure 3
of Al vord shows snooth screwtype threads
(called a “spiral” by Alvord) applied to
the external surface of a cannula and on
page 1, recites “The dilator is applied by
giving it a gentle rotary notion, the spi-
ral causing it to advance slowy in posi-
tion.” [Pages 7 and 8.]

W will not support the exam ner’s position. Ini-

tially we observe that the description requirenent found in

the first paragraph of 35 U S.C. 8§ 112 is separate fromthe

enabl enent

requi renent of that provision. See Vas-Cath Inc.

v. Mhurkar, 935 F.2d 1555, 1560-64, 19 USPQ2d 1111, 1114-17



Appeal No. 97-2600
Appl i cation 08/500, 091

(Fed. Cir. 1991) and In re Barker, 559 F.2d 588, 591, 194 USPQ
470, 472 (CCPA 1977), cert. denied, 434 U. S. 1064 (1978). As
the court stated in Vas-Cath, 935 F.2d at 1563-64, 19 USPQd

at 1117:

35 U S.C 8§ 112, first paragraph, requires
a "witten description of the invention”

whi ch

is separate and distinct fromthe

enabl ement requirenent. The purpose of the
"witten description” requirenent is
broader than to nerely explain how to "nake
and use"; the applicant nust al so convey
with reasonable clarity to those skilled in
the art that, as of the filing date sought,
he or she was in possession of the
invention. The invention is, for purposes
of the "witten description” inquiry,

what ever is now cl ai ned.

[ Dl rawi ngs al one may be suffi-cient

to provide the "witten description of

the invention" required by § 112, first

par agr aph.

Here, it is true that the appellants’ specification
only broadly refers to the elenent identified in Fig. 7 by the
nuneral 48 as a “spiral” which, e.g., is “nade froma wre”
(see page 15) and nmakes no nention of this spiral or wire

performng a cutting operation. It is also true that (1)

Auburn teaches that a spiral in the formof screw threads on a
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trocar may be (a) sharp so that the screw threads cut tissue,
(b) “snpothly contoured” (apparently for the purpose of sinply
di stending tissue) or (c) a conbination of sharp and snoothly
contoured (see colum 2, line 62 through colum 3, |ine 23)
and (2) Alvord teaches an anal ogous nedi cal instrument wherein
the spiral is forned froma wire which is clearly “rounded.”

The problemis,

however, that Fig. 7 of the appellants’ draw ngs clearly
depi cts
the spiral as having a generally sharpened edge whi ch appears
remarkably |ike the screw threads 32 of Auburn which are
stated to cause “a gradual cutting through the abdom nal wall”
(colum 2, line 64).

Mor eover, the appellants have provi ded evi dence t hat

one skilled in the art would recognize that the spiral or wire

48 of the instant application has an edge which cuts tissue.
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For exanple, the supplenental declaration by John M Collins
states that:

1. Auburn 4,191,191 clearly teaches
that the trocar of Figs. 1, 2 and 3 has
helical ridges formng a screw thread
arrangenent 32. The helical ridges 32 of

Fig. 3 are “sharp pointed” (colum 3, lines
10-11) and produce “a gradual cutting” of
the abdom nal wall (colum 2, |ine 64).

Accordingly, one skilled in the art woul d
recogni ze that the sharp edge of Fig. 3 of
Auburn is a cutting edge, and woul d
recogni ze that the wire 48 of Riek et a
[the instant application] has the sane edge
and shape as Fig. 3 of Auburn and therefore
know t hat since both trocars are to be
rotated to penetrate, the wire 48 of Riek
et al provides an edge which cuts tissue
when noved al ong tissue, and therefore is a
cutting edge.[* [Page 1.]

See al so paragraphs 8 and 9 of the first declaration by
Col l'i ns.
On the other hand, the evidence relied on by the exam ner

(i.e., Auburn and Alvord), while establishing that a spiral or

4 Using the sane reasoning, the edges 24 depicted in the
Fig. 7 of the appellants’ drawi ng are apparently |ikew se
cutti ng edges.
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wi re does not necessarily cut, does so in the context of the
spiral or wire being “snoothly contoured” (Auburn) or
“rounded” (Alvord). Accordingly, based on the evidence before
us, we are of the opinion that the appellants’ origina

di scl osure taken as a whol e reasonably conveys to the artisan
that the edges on the spiral or wire 48 depicted in Fig. 7 of
the drawing are “cutting edges.”

As to the exam ner’s contention that there is no
descriptive support for an “advancing el enent,” the
appel l ants’ specification clearly states that during the
penetration of body tissue that “[v]ia the rotating spiral 48
and the attached thereto thread 24, the trocar bores into the
ti ssue” (see page 16, |ines 2-4; enphasis ours). This
bei ng the case, we do not believe it can seriously be
contended that the appellants’ original disclosure reasonably
conveys to one of ordinary skill in this art that the

appel l ants were in possession of “an advancing el enment” as

of the filing date sought.
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In view of the foregoing the rejection of clains 16-
25, 27, 29-37, 39 and 41-44 under 35 U. S.C. § 112, first
par agraph, is reversed.

REVERSED

JAMES M MEI STER )
Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
NEAL E. ABRANMS ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

N N N N
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Nat h Anberly & Associ ates
1835 K Street, N W

Suite 750

Washi ngton, D.C. 20006-1203
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