TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection
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of claimse 1 and 9 which are all of the clains remaining in the
appl i cation.

The subject matter on appeal relates to a nethod of
applying a filler material to a fill hole with a size and a
shape in a surface conprising the steps of placing on said
surface a putty application tool having an aperture
approxi mately equal to said size and said shape of said hole,
positioning the tool such that its aperture is substantially
al igned over the hole, inserting the filler material into the
hol e through the aperture of the tool, renoving excess filler
material fromthe tool, and renoving the putty application
tool fromthe surface before the filler material dries. This
appeal ed subject matter is adequately illustrated by
i ndependent claim 1l which reads as foll ows:

1. A method for applying a filler material to fill a
hole with a size and a shape in a surface, conprising the
steps of:

providing a putty application tool with an aperture, said
aperture being approximately equal to said size and said shape

of said hol e;

pl acing said putty application tool on said surface such
that said putty application tool is slidable thereon;

positioning said putty application tool such that said
aperture is substantially aligned over said hole;
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inserting said filler material into said hole through
said aperture of said putty application tool;

removi ng excess filler material disposed on said putty
application tool; and

removing said putty application tool from said surface
before said filler material dries.

The reference set forth belowis relied upon by the
exam ner as evidence of obviousness:
Har dman 4, 351, 508 Sep. 28,
1982

Claims 1 and 9 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Har dman.

W refer to the Brief and to the Answer for a conplete
exposition of the respective viewoints expressed by the
appel  ant and the exam ner concerning the above noted

rejection.

OPI NI ON
The rejection before us cannot be sustained. As
correctly indicated by the appellant, Hardman contai ns no

t eachi ng or suggestion of the independent claimstep of
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"renoving said putty application tool fromsaid surface before
said filler material dries.” On the contrary, again as
correctly indicated by the appellant, patentee explicitly

di scl oses |l eaving his damor tool in place until the filling
conmpound or material is set and dried (e.g., see the paragraph
bridging colums 4 and 5 and |ines 22 through 35 in colum 5).

The exam ner describes her position concerning the step
on page 5 of the Answer with the follow ng | anguage:

Wth respect to the instant step of renoving the

tool before the filler material dries, it is noted

that this was a generally well known and

conventional technique in the art at the tine of

appellant's invention to allow for quicker repeated

use of the tool, and thus one having ordinary skil

in the art would have readily recognized this as an

alternative in the process of Hardnman to allow for

qui cker plugging of nore apertures, as was generally

wel | known and conventional in the art at the tine

of appellant's invention.

As reflected by our earlier remarks, however, Hardman
contains disclosure which reflects that the renoval step under
consideration "was a generally well known and conventi onal
technique in the art at the tine of appellant's invention" as
asserted by the exam ner. Rather, the only disclosure on the

record before us which teaches such a technique appears in the

appel l ant's own specification.
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These circunstances |ead us to the determ nation that the
exam ner's concl usion of obviousness is based upon
i nper m ssi bl e hindsi ght derived fromthe appellant's own
di scl osure rather than sone teachi ng, suggestion or incentive
derived fromthe applied prior art. It follows that the
examner's 8 103 rejection of clains 1 and 9 as being

unpat ent abl e over Hardman is i nproper and cannot be sustai ned.
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The deci sion of the exam ner of the exam ner is reversed.

REVERSED

BRADLEY R. GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES F. WARREN

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

CAROL A. SPI EGEL
Adm ni strative Patent Judge
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