TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL
This is a decision on an appeal fromthe exam ner’s
refusal to allow clainms 7 through 10 which are all of the

clainms pending in the application.
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Claim7 is representative of the subject matter on appeal
and reads as foll ows:

7. El ectrophotographic transfer paper having a
shrinkage of no nore than 0.45%in a direction

crossing a flow direction in a paper mnaking

process and a two sideness [sic, sidedness]

shrinkage difference in the crossing direction

ranging fromO0.02 to -0.02%

The prior art references of record relied upon by the
exam ner are:

Friedrich 512, 682 May 10,
1955
(Canadi an Pat ent)

| shi yama 42-16341 Sep. 5,
1967

(Publ i shed Japanese Kokoku Patent Application)

Wat anabe 51- 29505 Mar. 12,
1976

(Publ i shed Japanese Kokai Patent Application)

Casey, “Pulp and Paper,” Chem stry and Cheni cal Technol ogy,
Vol . 111, pp. 1039-43 and 1774-77, (3d ed., WIey-
| nt ersci ence, 1980).

Clains 7 through 10 stand rejected under 35 U . S.C. § 103
as unpatentabl e over Friedrich or Ishiyama in view of Wat anabe
and Casey.

W reverse.

The cl ai ned subject matter is directed to an
“[e]l ectrophot ographi c transfer paper having a shrinkage of no
nmore than 0.45%in a direction crossing a flow direction in a
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paper maeki ng process and a two sideness [sic, sidedness]
shrinkage difference in the crossing direction ranging from
0.02 to -0.02% " See claim7. These shrinkage properties

al l ow the el ectrophot ographic transfer paper to avoid or
significantly reduce “post fuser curl.” See Specification,
pages 5 and 6. Wile the clainmed two sidedness shrinkage
difference is obtained by “controlling the paper neking speed
or the rate of dehydration,” the clainmed shrinkage of not nore
than 0.45%in transverse direction is obtained by providing
an appropriate force of constraint in cross (transverse)
direction “that is associated with the T/Y ratio.” See

Speci fication, page 12. T/Y rati o neans velocity of
propagati on of ultrasonic wave in machine direction/velocity
of propagation of ultrasonic wave in cross (transverse)
direction. See Specification, page 11. The Rule 132

decl arati ons executed by Koichi Mkiyanma referred to by both
appel l ants and the exam ner echo that view by show ng that
dryi ng a paper under constraint in a cross direction is
critical in obtaining the clainmed shrinkage properties,
particularly the desired shrinkage of “no nore than 0.45% in

a cross direction.
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As evidence of obviousness under 35 U S.C. §8 103, the
exam ner relies on the conbined teachings of either Friedrich
or Ishiyama and \Wat anabe and Casey. The exam ner states
(Answer, pages 3 and 4) that:

[ 1 shiyama] show manufacture of non-curl paper.
[ WAt anabe] show manufacture of non-curl paper
on a twin wire machi ne which allows control of
the two surfaces of the paper to elimnate curl.
Casey on pages 1039-1043 shows that twin wire
formers are conventional in the art and have a
wel I known advantage in obtaining uniformty
and absence of two sidedness in paper forned
thereon. |In particular, Bel Bae Il (Beloit), a
conventional twin wire former has the ability
to change fiber orientation as reflected by MD. CD
tensile strength rati os by changi ng the stock
jet:wire velocity ratio. It is also noted that
this is the type of twin wire former shown in
Fig. 6(d) of the present specification. Casey
teaches that in addition to the drying conditions
of each side of the paper, fiber orientation is
an inportant factor in curl control. Casey states
that curl is related to the degree of crossing
of the fibers or squareness of the sheet.
The orientation is controlled by stock jet:wre
velocity ratio. Since the primary references
objective is to produce a non-curl paper,
it would have been obvious to produce their paper
by a twin wire machine in view of the above
menti oned teachings of [Witanabe] and Casey.

Nowher e does the exam ner, however, provide any evidence
regardi ng an el ectrophot ographic transfer paper having the

cl ai med shrinkage of “no nore than 0.45% in a crossing
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direction. Nor is there any evidence or explanation as to how
to produce such el ectrophot ographic transfer paper, i.e.,
drying the paper under constraint in a cross (transverse)
direction. Under these circunstances, we agree with
appel l ants that the exam ner has not established a prima facie

case of obvi ousness regardi ng
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the cl ai ned subject nmatter. Accordingly, we reverse the
exam ner’s decision rejecting all of the appeal ed cl ai n8 under
35 U.S.C. § 103.

As a final point, we observe that appellants disclose at
page 13 of the specification that eight Japanese Laid Open
Pat ent applications and four Japanese patents describe
applying a force of constraint to the paper in its cross
direction during drying. Upon return of this application, the
exam ner i s advised to determ ne whether these published
Japanese applications and patents, either alone or taken
together with the above-nentioned references, affect the
patentability of the clained subject matter.

In view of the foregoing, the decision of the examner is
reversed and this application is remanded to the exam ner for

appropriate action consistent wwth the above instructions.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
REVERSED/ REMANDED
CHUNG K. PAK )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
TERRY J. OWENS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
HUBERT C. LORIN )
Adm ni strative Patent Judge )
CKP: hh
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