The opinion in support of the decision being
entered today is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JAVES A VAN VECHTEN, JAMES R LUNDY,
ALAN K. WALLACE and CHRIS A. BELL

Appeal 97-1906
Appl i cation 08/ 163, 084!

Bef or e: McKELVEY, Senior Adnministrative Patent Judge, and
SCHAFER and LEE, Adninistrative Patent Judges.

McKELVEY, Seni or Adm nistrative Patent Judge.

Deci si on on appeal under 35 U.S.C. 8 134

The appeal is froma decision of the Primary Exam ner

rejecting clains 1-7. W reverse.

1 Application for patent filed 6 Decenmber 1993. The real party in interest is the
appl i cants.
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A Fi ndi ngs of fact
The record supports the follow ng findings by a
pr eponder ance of the evidence.
1. Wth reference to Figs. 1(a) through 1(c) and 3
of the drawings, claim1l reads (indentation, matter in

brackets and paragraph nunbers added):

Caim1l

A structural elenment [Fig. 1, item 10; specification,
page 9, line 5; Fig. 3, item 34; specification, page 15,
lines 17-18] for tensile and flexural strength
rei nforcenent of a body of cast material [Fig. 3, item
32; specification, page 15, line 16] that is exterior to
said elenent, said elenent [10, 34] conprising

[1] a substantially tubular rigid nmenber [Fig. 1,
item 12; specification, page 9, line 6]

[2] having an interior dianmeter greater than 4 nm

[3] an outer diameter not greater than 50 mm

[4] a wall thickness of 1 nmor at |east 10% of the
interior dianmeter, whichever is greater,

[5] a ridged outer surface [Fig. 1, item 14;
specification, page 9, lines 10-11],

[6] an unobstructed |unen, and

[7] a tensile strength of at |east 10 negaPascal s or
four times the tensile strength of the material being

rei nforced, whichever is greater.
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2. The exam ner rejected clains 1-7 as being
unpat ent abl e under 35 U. S.C. 8§ 103 over Yee, U.S. Patent
4,627,212 (1986).

3. Yee describes a structural elenent [Fig. 1
item 10] conprising a substantially tubular rigid nmenber [Fig.
2, item12] containing a ridged inner surface [Fig. 2, item
30; Fig. 3, itens 56, 58, 60].

4. Thus, a difference between the subject matter of
claiml1l and Yee is that claim1 requires "a ridged outer
surface" whereas Yee describes "annular ridges 30 which are

all of equal height or radial dinensions fromthe internal

surfaces [of tubular rigid nmenber 12]" (col. 3, lines 43-45)
(enmphasi s added).

5. The exam ner acknow edges that Yee does not
describe a ridged outer surface (Exam ner's Answer, page 3).

6. In addressing the difference between claim1 and
Yee, the exam ner notes (Exam ner's Answer, page 3):

Yee does not disclose a tubular nenber having a ridged
outer surface. Yee does disclose that the inner surface
of the tubul ar nmenber has ridges (see col. 4, lines 5-9)

to obtain a wedgi ng action and conpression forces. Yee
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al so discloses that the tubular rigid nenber is used for
reinforcing concrete structures. Therefore, it would
have been obvious to one of ordinary skill in the art to
have ridges on the inner or outer surface for the

advant age of a wedging action and conpression forces.

7. There is no suggestion, teaching, reason or
notivation set forth in Yee for noving the inner ridges to
become outer ridges.

8. The sol e suggestion in the record for having
ridges on the outer surface of the elenent is found in

appl i cants' specification.

B. Di scussi on

In our opinion, nothing in Yee woul d suggest the presence
on the Yee reinforcing elenment of ridges on the outer surface.
The exam ner has not provided sufficient prior art evidence to
support his finding that one skilled in the art would have
been notivated to place outer ridges on the Yee reinforcing
el ement. Accordingly, the examner's rejection is based on

i nperm ssible hindsight. 1n re Mlaughlin, 443 F.2d 1392,

1395, 170 USPQ 209, 212 (CCPA 1971) (obviousness judgnents are

necessarily based on hindsight; so |ong as judgnent takes into
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account only know edge known in the art, there is no error).
Since claim1 is the broadest claim and it is not directed to
subj ect matter which woul d have been obvi ous over the prior
art, it necessarily follows that narrower clains 2-7 are

I i kewi se not unpatentable over the prior art.

REVERSED.

JAMESON LEE
Adm ni strative Patent Judge

FRED E. McKELVEY, Seni or )
Adm ni strative Patent Judge )
)
)
Rl CHARD E. SCHAFER ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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