THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.

Paper No. 27

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte OLAF KUBE

Appeal No. 1997-1863
Appl i cation No. 08/408, 087

ON BRI EF

Before KIMLIN, JOHN D. SM TH, and KRATZ, Adm nistrative Patent
Judges.
KRATZ, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1-6, 10-15 and 17-24, which are all of the

clainms pending in this application.
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BACKGROUND

Appel lant's invention relates to a noisture-curing hot
melt adhesi ve contai ning a pol yurethane prepol ynmer and
i socyanurates. An understanding of the invention can be
derived froma reading of exenplary claim1, which is
r eproduced bel ow.

1. A noi sture-curing hotnelt adhesive contai ning:

a) pol yur et hane prepol yners with a content of NCO
groups of 0.16 to 0.84 noles of NCO groups per kg of
prepol yner fornmed by reaction of (i) at |east partly
crystalline polyester polyols which are solid at room
tenperature and have a degree of crystallization of at |east
30% and a nunber average nol ecul ar weight in the range from
2000 to 10,000, optionally in adm xture with |iquid pol yester
pol yols which are liquid at 20°C and have a gl ass tenperature
bel ow 0°C, with anorphous pol yester polyols which are solid at
anbi ent tenperature and have a gl ass tenperature above 0°C,
wi th pol yet her polyols having a nunber average nol ecul ar
wei ght of 500 to 10,000, or with m xtures of any two or nore
of said liquid polyester polyols, anorphous polyester polyols,
and pol yether polyols with (ii) isocyanates; having a
functionality of nore than 1 which are not isocyanurates and

(b) isocyanurates that are triners of diisocyanates.

The sole prior art references of record relied upon by
the examner in rejecting the appealed clains is:
Pedain et al. (Pedain) 4,801, 675 Jan. 31

1989
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Clainms 1-6, 10-15 and 17-24 stand rejected under 35
UusS. C
§ 102 as anticipated by or, in the alternative, under 35
UusS. C
§ 103 as bei ng unpat ent abl e over Pedai n.

CPI NI ON

We refer to appellant's briefs and to the answer for the
opposi ng vi ewpoi nts expressed by appell ant and t he exam ner
concerning the above noted rejections. For the reasons which
foll ow, we cannot sustain either of the examner's stated §
102 and § 103 rejections.

The exam ner's rejection of the appeal ed clai ns under
§ 102 as anticipated by Pedain is prem sed, at least in part,
on the theory that the prepolyners of Pedain would inherently
correspond to the prepolyners that are part of the clained
adhesive not w thstandi ng that Pedai n does not specifically
di scl ose the use of polyester polyols of a specified nunber
average nol ecul ar wei ght having a crystallization of at |east
30% as one of the required reactants used in naking the
prepolynmer as recited in appellant's clains (see answer, e.g.,

pages 4, 7 and 8).
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When an exam ner relies upon a theory of inherency, “the
exam ner nust provide a basis in fact and/or technical
reasoni ng to reasonably support the determ nation that the
all egedly inherent characteristic necessarily flows fromthe
teachings of the prior art.” Ex parte Levy, 17 USPQRd 1461,
1464 (Bd. Pat. App. & Int. 1990). Inherency sinply cannot be
establ i shed based on probabilities or possibilities. See In
re Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981).

In the present case, the exam ner has not net the heavy
burden of furnishing an adequate factual foundation and/or
techni cal reasoning to show that any of the polyester polyols,
reactant conponent (b), of Pedain necessarily corresponds to
the at least partly crystalline (crystallization of at |east
30% polyester polyol of appellant, |let alone that any of the
particul arly disclosed reaction products thereof (prepolyner)
i nevitably corresponds to the pol yurethane prepol yner
conponent of appellant's adhesi ve.

In this regard, the exam ner has failed to cite any
conpel I'i ng evi dence whi ch establishes that prepolynmers within
the scope of the appealed clainms are the necessary product of

the reaction disclosed by Pedain especially given that the
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reactants of Pedain have not even been established as being
within the scope of the reactants utilized by appellant in
form ng the claimed prepolynmer conponent. In the absence of
such factual evidence or convincing scientific rationale on
the part of the examiner, we find that the exam ner has failed
to neet the initial burden of establishing the prina facie
anticipation of the clainmed invention.

Moreover, we note that the exam ner has taken the
position that:

if the polyester of Pedain et al. does not have
the instantly clainmed crystallinity or a value cl ose
to that of the instant clains, there is no rationale
for nodifying the polyester of Pedain et al. to
possess the instantly claimed crystallinity”

(answer, page 8).

Hence, the exam ner has also failed to establish a
factual basis to support a legal conclusion that the clainmed
i nventi on woul d have been obvious within the neaning of 35
US C 8 103 to one of ordinary skill in the art.

Consequently, on this record, we will not sustain the

exam ner*s stated 8 102 and 8§ 103 rejections of the appeal ed

cl ai ne based on the disclosure of Pedain.
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CONCLUSI ON

The decision of the examner to reject clains 1-6, 10-15
and 17-24 under 35 U.S.C. 8§ 102 as anticipated by or, in the
alternative, under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over
Pedain is reversed.

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN D. SM TH APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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