THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WATARU OUCHI, TAI ZO MORI TA and SHI NYA TAGAWA

Appeal No. 97-1621
Appl i cation 08/ 073, 586

ON BRI EF

Bef ore STAAB, McQUADE and CRAWFORD, Admi nistrative Patent Judges.

McQUADE, Administrative Patent Judge.

DECI SI ON ON APPEAL

This appeal is fromthe final rejection of clainms 1 through
4 and 6 through 16, all of the clainms pending in the application.

The invention relates to “a continuous cutter for severing
pi eces of equal length froma coiled elongate article, for

exanpl e an extruded al um num tubul ar article used to prepare heat

1 Application for patent filed June 8, 1993.
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exchanger tubes” (specification, page 1). Cdaimlis
illustrative and reads as foll ows:

1. A continuous cutter for severing pieces of equal length
froma coiled elongate article, the cutter conprising:

an uncoiler for carrying the elongate article wound thereon
so as to be drawn therefrom

a novabl e stand di sposed downstream of the uncoiler for
reci procating novenent;

a drive nechanismfor causing the novable stand to
reci procate a given distance;

a shiftable clanp carried by the novable stand so as to
clanp and unclanp the elongate article;

a cutter blade nmounted on the nmovabl e stand downstream of
the shiftable clanp;

a fixed clanp interposed between the uncoiler and the
novabl e stand so as to clanp and uncl anp the el ongate article;

the shiftable clanp being kept in its clanping state with
the fixed clanp simultaneously being in its unclanping state
during the downstream novenent of the novable stand, the fixed
clanp being kept in its clanping state with the shiftable clanp
simul taneously being in its unclanping state during the upstream
novenent of the novabl e stand;

the cutter blade severing each piece fromthe el ongate
article being drawn off the uncoiler during each downstream
novenent of the novable stand; and

a stretcher disposed between the fixed clanp and the

uncoi ler, the stretcher including upper rollers arranged
stationary at given intervals and |ower rollers each interposed
bet ween two adj acent upper rollers and novabl e up and down, so
that the elongate article fromthe uncoil er advances through the
stretcher while successively turning around the lower rollers in
a meandering manner, and the | ower rollers can be rai sed agai nst
their weight during the intermttent advancenent of the el ongate
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article drawn off the uncoiler.
The references relied upon by the exam ner as evidence of

obvi ousness are:

Suarez et al. (Suarez) 4,724,733 Feb. 16, 1988
Sato 4,771,621 Sept. 20, 1988
Wallis 4,939, 967 Jul. 10, 1990
Stroup, Jr. (Stroup) 5, 143, 268 Sept. 1, 1992

The appeal ed clains stand rejected under 35 U.S.C. 8§ 103 as
fol |l ows:

a) clains 1, 3, 6 through 13, 15 and 16 as being
unpat ent abl e over Stroup in view of Suarez and Sato; and

b) clains 2, 4 and 14 as bei ng unpatentable over Stroup in
vi ew of Suarez and Sato, and further in view of Wallis.

Stroup discloses an apparatus “for separating flat heat
exchanger tubing into predeterm ned | engths” (colum 1, lines 6
through 8). As described by Stroup,

[t] he apparatus 10 includes a conventional uncoiler

assenbly 12, which uncoils the stock upon demand, a

stock feed roller assenbly 14, a straightening and

sizing assenbly 16, a clanping assenbly 18 for

increnmentally feeding the stock, a clanping assenbly 20

for stabilizing the stock during a scoring and parting

operation, a scoring assenbly 22, and a cl anpi ng

assenbly 24 for parting the stock by inpact [colum 2,

lines 37 through 45].

Figures 1 and 2 illustrate the manner in which these elenents are

ar r anged.
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Suarez al so discloses an apparatus for separating tubing
into predeterm ned |l engths. As described by Suarez,

[t] he apparatus includes drive rollers to feed the

wor kpi ece, horizontal and vertical straightener

rollers, and a novabl e carriage assenbly which noves in

a parallel path of travel to the workpiece. The free

end of the workpiece contacts the carriage assenbly and

inparts novenent to the assenbly. The carriage

assenbly includes a cutter assenbly for severing the

wor kpi ece, a stripper assenbly for breaking the article

fromthe workpi ece, and a kick-out for sending the

article to a storage bin [Abstract].

Sato discloses a systemfor the continuous processing of an
el ongate steel plate. The systemincludes a central processing
unit having | oopers positioned at its entrance and exit ends to
control the traveling speed of the plate. Each of the | oopers
consists of a plurality of fixed upper rollers and a plurality of
lower rollers nounted on a vertically adjustable carriage.

Wal lis discloses a machine for cutting tubing into
predeterm ned | engths wherein cutting assenblies are reciprocated
longitudinally in synchronismwth the tubing by a notor-driven
gear and crank assenbly.

Wth regard to the standing 35 U.S.C. 8§ 103 rejection of
i ndependent claim1l, the exam ner finds that the apparatus
di scl osed by Stroup neets all of the [imtations in this claim
except for those requiring a cutter blade nounted on a novabl e

stand and a stretcher having novable rollers (see page 9 in the
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answer, Paper No. 16). Wth regard to these deficiencies, the
exam ner concludes that it woul d have been obvious to one of
ordinary skill in the art “to have substituted a novabl e carriage
carrying both a clanp and an upstreamcutter for Stroup, Jr’s
nmovabl e clanp for the advantage of continuously (instead of
increnental ly) feeding the coiled tubing stock as taught by
Suarez et al” (answer, page 9) and “to nodifiy [sic, nodify] the
stretcher of Stroup, Jr. to have novable lower rollers for the
pur pose of maintaining a constant web velocity as taught by Sato”
(answer, page 10).

W agree with the appellants, however, that this proposed
conbi nation of references is unsound (see pages 5 through 18 in
the main brief, Paper No. 15).2 G ven the disparate natures of
t he machi nes di scl osed by Stroup, Suarez and Sato, it is apparent
that the exam ner has engaged in an inperm ssible hindsight
reconstruction of the appellants’ invention by using claim1l as a
tenplate to selectively pick and choose from anong i sol ated
di sclosures in the prior art. Moreover, even if the references

were conbined in the manner proposed by the exam ner, the

2 The record (see Paper Nos. 18 and 21) indicates that the
exam ner has refused entry of the reply brief filed by the
appel l ants on February 10, 1997 (Paper No. 17). Accordingly, we
have not considered the argunents advanced in the reply brief in
reviewing the nerits of this appeal.
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resulting apparatus would not neet the limtation in claim1l
requiring “a fixed clanp interposed between the uncoiler and the
nmovabl e stand so as to clanp and unclanp the elongate article.”
The examner’s finding that this recitation is net by Stroup’s
rollers 42 (see page 9 in the answer) is not well taken. These
rollers, which Stroup describes as being part of the

strai ghtening and sizing assenbly 16, do not constitute a “cl anp”
under any reasonable definition of this term

In light of the foregoing, we shall not sustain the standing
35 U.S.C. 8 103 rejection of independent claim1l1, or of dependent
clains 3, 6 through 13, 15 and 16, as bei ng unpatentabl e over
Stroup in view of Suarez and Sato.?

Nor shall we sustain the standing 35 U S.C. 8 103 rejection
of dependent clains 2, 4 and 14 as bei ng unpatentabl e over Stroup
in view of Suarez and Sato, and further in view of Wallis. In
short, the teachings of Wallis do not overcone the above noted
deficiencies of the basic Stroup, Suarez and Sato conbi nation

Wi th respect to the subject matter recited in parent claiml.

3 daim6 depends fromcanceled claim5. Based on the
record before us, we assune that claim6 is intended to depend
fromindependent claiml1l. 1In the event of further prosecution
before the exam ner, appropriate action should be taken to
rectify this matter.
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Therefore, the decision of the examner to reject clains 1

through 4 and 6 through 16 under 35 U.S.C. § 103 is reversed.

REVERSED

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

LAVWRENCE J. STAAB )
Adm ni strative Patent Judge )
)
)
JOHN P. McQUADE ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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