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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner’s final

rejection of clains 1-16, which are all of the clains pending

in this application.

BACKGROUND

The appellant's invention relates to a database

correl atabl e chart generation nethod. An understanding of the

i nvention can be derived froma reading of exenplary claim]l1,

which is reproduced as foll ows:
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1. A method of creating a hard copy dat abase
correl atabl e navigational chart froma non-real -
wor |l d visual database stored as a conputer file
array which defines the terrain and cul tural
features of a simulated non-real -world environnent,
conprising the steps of:

readi ng said non-real -world visual database into
a filtered data structure which includes copl anar
pol ygonal areas, lineal routes, and point types to
represent at |east one block of terrain in said
si mul ated non-real -worl d environnent;

determ ning a nunber of contour intervals for
said block of terrain in said sinulated
non-real -worl d environnent;

testing said block of terrain for conbinations
of elevation levels to determ ne the need for and
| ocation of any contour |ines;

determ ni ng shape coordi nates for each of said
poi nt types;

converting planar |ocations of said coplanar
pol ygonal areas, said contour lines, said |lineal
routes and said shape coordi nates of said point
types to a pre-selected scale; and

generating a hard copy of a navigational chart
which is correlated to said non-real -world visua
dat abase by plotting each of said coplanar pol ygona
areas, said contour lines, said lineal routes, and
sai d shape coordi nates for each of said point types
in accordance with said pre-selected scale.

The prior art references of record relied upon by the
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exam ner in rejecting the appeal ed cl ai ns are:

Rymer 3,801, 720
Thonpson 4,823, 287
Dawson et al. (Dawson) 4,876, 651
Seki et al. (Seki) 5,444,618

(Filed: Jul

Apr. 02,
Apr. 18,
Cct. 24,
Aug. 22,
24, 1992)

Page 3

1974
1989
1989
1995

Clainms 1-16 stand rejected under 35 U S.C. §8 103 as being

unpat ent abl e over Dawson in view of Seki,

Thonpson,

and Ryner.

Rat her than reiterate the conflicting viewoints advanced

by the exam ner and the appellants regardi ng the above-noted

rejections, we nmake reference to the exam ner’s answer (Paper

No. 19, muail ed Decenber 3, 1996) for the exam ner’s conplete

reasoni ng in support of the rejections,
brief (Paper No. 18, filed Cctober 8,

appel  ants’ argunents thereagainst.

1996) for the

Only those argunents

and to the appellants’

actually made by the appell ants have been considered in this

deci sion. Argunents which the appellants coul d have nmade but

chose not to nmake in the briefs have not been consi der ed.

37 CFR 1.192(a).

OPI NI ON
In reaching our decision in this appeal,

carefully considered the subject matter on appeal,

we have

t he

See
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rej ections advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the brief along with the examner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention as set forth in clainms 1-16.
Accordi ngly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ n-ations set forth in Gahamyv. John Deere Co., 383

US 1, 17, 148 USPQ 459, 467 (1966), and to provide a reason
why one having ordinary skill in the pertinent art would have

been led to nodify the prior art or to conbine prior art
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references to arrive at the clained invention. Such reason
must stem from sone teaching, suggestion or inplication in the
prior art as a whole or know edge generally avail able to one

having ordinary skill in the art. Uniroyal, Inc. v. Rudkin-

Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed.

Cir. 1988), cert. denied, 488 U S. 825 (1988); Ashland Q1

Inc. v. Delta Resins & Refractories, Inc.,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.

Mont efi ore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cr. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prinma
facie case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whole. See id.;

In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.

Cr. 1986); Ln re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,
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788 (Fed. GCir. 1984); and In re R nehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 (CCPA 1976).

The appellants state (brief, page 1) that “[c]lains 1-16
are grouped together.” The appellants present the sane
argunments with respect to independent clains 1 and 6. W
therefore select claim1l as representative of the group.

Two i ssues are presented (brief, page
4) before us on appeal. The first issue is whether the
conbi nati on of Dawson, Thonpson, Seki, and Ryner establish a

prima facie case of

obvi ousness under 35 U. S.C. 8§ 103, and particul arly whet her
the prior art teaches “generating a hard copy of a

navi gational chart which is correlated to said non-real -world
vi sual

database . . . .” The second issue is whether, assum ng that

the prior art establishes a prim facie case of obvi ousness,

t he Decl aration evidence of long-felt need in the art is

sufficient to overcone the prim facie case.

The appel lants state (brief, page 5) that clains 1 and 6
i nclude the steps of “reading said non-real-world visual

database into a filtered data structure” and “generating a
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hard copy of a navigational chart which is correlated to said
non-real -world visual database.” The appellants assert
(answer, page 6) that “the Exam ner is inproperly using
hi ndsight to lead himto the conclusion that it would have
been obvious to create a hard copy navigational chart for the
real world Digital Map System of
Dawson . . . .7 The appel lants further assert (brief, page
7) that “each of the prior art references fail to teach or
suggest reading a non-real-world visual database into a
filtered data structure.”

Wth regard to the appellants’ first point, the exam ner
takes the position (answer, pages 4 and 5) that Dawson
di scl oses “the steps of reading a visual database into a
filtered data structure,” and that “Dawson et al. does not
explicitly disclose that a data structure is created, however
this is known in the art as taught by Seki et al.” The
exam ner takes the position (answer, page 9) that “the
di stinction between real-world data and non-real -world data is
not a patentable distinction” because “data representing a
worl d (whether real or non-real) is an abstraction

representing an environnent.”
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Wth regard to the appellants’ second point, the exam ner
further states (answer, page 5) that “Dawson et al. does not
explicitly disclose that a hardcopy is produced.”

Dawson teaches (col. 1, lines 16-29) that in the prior
art, paper maps were provided to pilots to provide
t opographi cal features of the terrain, but that it was a
burden for a pilot to try to calibrate the aircraft’s position
froma paper map on a pilot’s knee. Digital nmap systens were
created to generate a map simlar to the format of a paper
map. The display automatically calibrated the aircrafts
position, and showed terrain elevation, as well as cultural
and |inear features such as roads, railroads, and rivers.
Dawson’s invention (id. at lines 54-68) was to provide
i mproved virtual menory storage and access which permts
overlaying contour lines and for decluttering by selecting or
desel ecting individual features fromthe map for display. The
data required to build the display is extracted froma
preprocessed dat abase.

W find that the deselecting of data fromthe map for
di splay on a screen creates a filtering of the data. In

addition, by deselecting individual features of the map for
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di splay, we find that a non-real -world database is created as
the visual display no |longer represents the real-world map
data. Thus, the prior art teaches that one can display real-
world and non-real -world features on a display. Moreover, we
find that Dawson discloses (col. 5, lines 24-26) that “[o]ther
features such as roads, railroads, and rivers may be enbedded

inthe terrain data structure” (underlining added). Wile we

find that Seki also teaches the use of a data structure
(Figure 4a) in a topographical processing system we find this
to be cunul ative of the terrain data structure of Dawson. In
addition, we find that Ryner teaches (col. 1, lines 3-10)
sinmulating a coastline in a "navigational training systent
which is a non-real-world display. W find Ryner’s teaching
to al so be cumul ative of the teaching of Dawson. Fromthese
teachings, we find that the prior art teaches reading said
non-real -worl d visual database into a filtered data structure,
but not as part of a nmethod of creating a hard copy database
correl at abl e navigational chart. W agree with the exam ner
(answer, pages 4 and 5) that Dawson (col. 9, lines 16-20) and
Thonmpson (col. 5, lines 4-67, and Figure 3) teach determ ning

a nunber of contour intervals for a block of terrain, and
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testing the block of terrain for conbinations of elevation

|l evel s to determne the need for and | ocation of any contour
lines. W find that Dawson additionally discloses (col. 1
lines 68 - col. 2, line 2; col. 5, lines 2 and 3) that the
real -time noving display of the map is displayed on a cat hode
ray tube or simlar display. Dawson is silent as to printing
a hard copy of the visual database.

The difference then between the claimand the prior art
is the generation of a hard copy of the navigational chart
which is correlated to the non-real -world visual database.

As acknow edged by the exam ner (answer, page 5) Dawson
does not explicitly disclose generating a hard copy of the
navi gational chart. W find that the prior art references
relied upon by the exam ner fail to teach or suggest
generation of a hard copy of a navigational chart correl ated
to the visual database. 1In the opinion of the exam ner
(answer, pages 5 and 6)

it would have been obvious to one of ordinary skil

inthe art at the time the invention was nmade to

include this feature because Dawson et al. disclose

at colum 1, lines 24-25 that the generated map is

simlar to paper maps and printing the generated nap

woul d all ow for use of the map in planes not equi pped
with a display or as a reference for flight planning
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where a conputer systemis not always avail abl e.
The exam ner further opines (answer, page 8) that

t he generation of hardcopi es of conputer generated

images is well known in the art and it woul d have

been obvious to one of ordinary skill in the art to

include this feature to be used in the sanme nmanner

as hardcopi es have been used in the prior art for

training or planning purposes.
The appel l ants assert (brief, page 6) that “each of the cited
references fail to teach or suggest creating a navigational
chart for a sinulated non-real-world environnment.” The
appel l ants argue (brief, page 6) that the digital mapping
di spl ay system of Dawson displays information from existing
paper maps, and that there is no need to create a hard copy
navi gational chart fromthe stored database, since the
correspondi ng real world navigational charts already exist.
The appellants rely upon the Declarations of J. Cary Quinn and
Joseph A Petrazio. Both Declarations acknow edge
(Background, page 2) that non-real-world sinmulation features

are added to the visual database. The Declaration of J. Cary

Qui nn states! (page 2) that for about fifteen (15) years

' Asimlar statenment is made by Decl arant Joseph A
Petrazio for a period spanning six (6) years.
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flight and m ssion training was perfornmed either w thout
navi gational charts, or with real world charts which were used
even though the database corresponding to the real-world
envi ronment had been nodified for custom zed flight training
scenarios. In the opinion of Declarant J. Cary Quinn,
negative training resulted fromusing navigational charts
whi ch did not correspond wth the sinulated non-real -world
environnment. The Declaration of J. Cary Quinn additionally
states? (page 4) that

| wish to stress the point that, in the highly

conpetitive industry, for a period of about

fifteen (15) years although the need was evident,

the industry failed to develop a process for

produci ng hard copy dat abase correl atabl e

navi gational charts froma non-real -world visual

dat abase as cl ai ned.

The question in our mnd, after reading the Declarations
is: why couldn’t one of ordinary skill in the art have
generated a hard copy of a navigational chart correlated to

the non-real -world vi sual dat abase? W have reviewed the

Decl arations and find no answer to this question.

2 Asimlar statenent is nade by Decl arant Joseph A
Petrazio for a period spanning six (6) years.
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There is no statenent that those skilled in the art tried
to print out a hard copy of the navigational database and were
unable to. Thus, there is no evidence of long-felt need and
failure of others.

We have no evidence that those skilled in the art tried
to print out a navigational chart fromthe visual database and
were unable to do so. On the other hand, we have no factua
evidence in the record of generating a hard copy of a
navi gational chart correlated to the visual database in the
prior art.

Looking to the procedural burdens placed upon the

exam ner, as stated by the court in In re Rijckaert, 9 F. 3d

1531, 1532, 28 USPQ@2d 1955, 1956 (Fed. Cir. 1993), "[i]n
rejecting clains under 35 U.S.C. Section 103, the exani ner

bears the initial burden of presenting a prinma facie case of

obvi ousness.” The asserted problemin the prior art that was
sol ved by the appellants’ invention was to generate a hard
copy of the navigational chart which is correlated to the non-
real -world visual database, so that the pilot would have a
navi gational chart that was consistent with the display. The

exam ner nmerely asserts that (answer, page 8) generation of
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hard copi es of conputer generated i mages was wel |l known.
However, notw thstanding the fact that printing out a hard
copy of a database was per se well known, none of the
reference relied upon by the exam ner teach or suggest
generating a hard copy of the navigational chart which is
correlated to the non-real -world visual database. Nor is
there persuasive evidence advanced by the exam ner to support
t he obvi ousness of nodifying the conbined teachings of Dawson
considered wth Thonpson, Seki, and Ryner to create the
cl ai med nmet hod of generating a hard copy of a navigational
chart correlated to the non-real-world visual database. The
cl ai med nethod steps require nore than the per se printing of
a hard copy of a database. Mre than nere assertions are
requi red by the exam ner when the difference is argued to be
t he appel l ants’ invention.

We therefore find that the exam ner has not net the

initial burden of establishing a prinma facie case of

obvi ousness of the clained invention. Accordingly, the
rejection of claiml is reversed. As claim®6, the other
i ndependent claim contains identical |anguage, the rejection

of claim®6 under 35 U. S. C
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8 103 is likewi se reversed. As clains 2-5 and 7-16 depend

fromclains 1 and 6, the rejection of clains 2-5 and 7-16 is

al so reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clainse 1-16 under 35 U.S.C. 8 103 is reversed.
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REVERSED

LEE E. BARRETT
Adm ni strative Patent Judge
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