TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 5 through 15, which are all of the clains

pending in this application.

1 Application for patent filed May 16, 1995.
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BACKGROUND

The appel lants' invention relates to a flexible switch
and a nethod for elastic bending of a steel support. An
under st andi ng of the invention can be derived froma reading
of exenplary clainms 12 and 14, which appear in the appendix to
the appellants' brief.?

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:

Rosenbaum et al . (Rosenbaun) 2,997,004 Aug.
22, 1961

The follow ng rejections are before us for review

1. Clainms 5 through 15 stand rejected under 35 U. S. C
8§ 112, first paragraph, as being based on a disclosure which
fails to adequately teach how to nmake and/or use the
i nventi on.

2. Clainms 11 and 15 stand rejected under 35 U S.C. §
112, first paragraph, as, according to the exam ner, the
specification, as originally filed, does not provide support

for the invention as is now cl ai ned.

2 Errors in reproducing the claims in the appendix are noted by the
exam ner on pages 3 and 4 of the answer.
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3. Clainms 6 through 11 stand rejected under 35 U.S.C. §
112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch the appellants regard as the invention.

4. Claim 14 stands rejected under 35 U S.C. 8§ 102(b) as
bei ng anti ci pated by Rosenbaum

Ref erence is nade to the appellants' brief (Paper No. 12)
and the exam ner's answer (Paper No. 13) for the respective
positions of the appellants and the exam ner with regard to
the nerits of these rejections.

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we neke the
det erm nati ons which follow

| ndefini teness Rejection

In rejecting clains 6 through 11 under 35 U S.C. § 112,
second paragraph, the examner's position is that “the | ever

el enent” | acks antecedent basis. The appellants do not
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chal I enge this assertion and note that claim6 should depend
fromclaim15, which does provide antecedent basis for the

| ever, not claim14. However, since the record does not

i ndicate that any formal anmendnent has been nade to claim6 to
change its dependency fromclaim14 to claim15, we shal
sustain the examner's rejection of clainms 6 through 11 under
35 U.S.C. 8 112, second paragraph.?

Enabl ement Rej ecti on

I nsof ar as the enabl enment requirenent is concerned, the
di spositive issue is whether the appellants’ disclosure,
considering the |l evel of ordinary skill in the art as of the
date of the appellants’ application, would have enabl ed a
person of such skill to nake and use the appellants’ invention

wi t hout undue experinentation. |In re Strahilevitz, 668 F. 2d

1229, 1232, 212 USPQ 561, 563-64 (CCPA 1982). In calling into
question the enabl enent of the appellants’ disclosure, the
exam ner has the initial burden of advancing acceptable

reasoni ng i nconsistent with enablenent. 1d.

3 As noted by the exanminer, the copy of claim6 in the appendix to the
appel lants' brief is an inaccurate reproduction of the claimof record, in
that the claim6 of record depends fromclaim 14, not claim15.
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In determ ning that the specification is non-enabling,
t he exam ner has noted that the structure or devices which
cause the forces shown on the left of Figures 1, 3 and 5
through 8 are not disclosed. The examner's position is that,
“[s]ince there is an alnost infinite nunber of ways to
generate a force on an object, this wiuld | ead to undue
experinmentation on the part of the ordinary skilled artisan”
(answer, page 5). W do not agree. There does not appear to
be any dispute that there are many el ectronechani cal devices
known in the art for generating linearly oriented forces.
Further, the appellants' original disclosure (specification,
page 5) discloses el ectronechani cal actuating drives for use
i n bending steel supports such as rail lines of trains to
switch fromone track to another and to hydraulic or spindle
drives (pages 4 and 8) for generating linearly oriented
forces. Thus, it is our opinion that one of ordinary skill in
the art woul d have been able, w thout undue experinentation,
to select a conventional device for generating any of the

forces disclosed by the appellants' disclosure.
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Accordi ngly, we shall not sustain the standing rejection
of clainms 5 through 15 under 35 U S.C. § 112, first paragraph,
as bei ng based on a non-enabling disclosure.

Witten Description Rejections

In rejecting claim15 under 35 U . S.C. § 112, first
par agr aph, the examner's position is that the |anguage "a
devi ce by which opposing forces are applied to the |ever
el ement” in claim15, which was added by amendnent in Paper
No. 9, is not supported in the disclosure as originally filed.
We do not agree.

The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to one of
ordinary skill in the art that the inventor had possession at
that tinme of the |ater claimed subject matter, rather than the
presence or absence of literal support in the specification

for the claimlanguage. See Vas-Cath, Inc. v. Mhurkar, 935

F.2d 1555, 1563-64, 19 USPQ2d 1111, 1116-17 (Fed. Gr. 1991)

and In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096

(Fed. Cr. 1983).

Page 6 of the specification as originally filed stated:



Appeal No. 1997-1506 Page 8
Application No. 08/442,413

To achieve this, a |lever elenent (28), to be
identified as a bendabl e support (28), originates at
the end (24) of the support (16) and extends, in a
pl ane offset in respect to the supports (14) and
(16), past the end (24) of the support (16).

To be able to elastically bend the support (16)
in the desired anobunt, one [sic. on] the one hand
forces F and counterforces F act on the support (16)
in the area of its end [27], and, on the other hand,
corresponding forces F and counterforces F act on
t he bendabl e support (28), so that therefore a
bendi ng nmonment diverging fromzero is generated in
the end (24) of the support (16) and thus an el astic
line having a constant radius of curvature [enphasis
added] .

The above-cited disclosure clearly conveys that opposing
forces are applied to the lever (28). Wile the appellants
specification as originally filed does not expressly state
that the force and counterforce di scussed above are applied to
the | ever by neans of a “device” as clainmed, we are satisfied
that the disclosure of the use of an el ectronechani cal
actuating drive to bend the steel support (16) on page 6 of
the original specification would have reasonably conveyed to
one of ordinary skill in the art that all forces generated
acting on the support (16), whether directly or indirectly via

the | ever, are generated by neans of el ectronechanica

actuating drives, rather than by hand. Thus, it is our
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opi nion that the appellants' original disclosure is sufficient
to support "a device by which opposing forces are applied to
said |ever elenent"” in claim15.*

Accordingly, we shall not sustain the examner's
rejection of claim15 under 35 U . S.C. 8§ 112, first paragraph,
as | acking support in the appellants' original disclosure.

Qur conclusion is the opposite, however, with regard to
the examner's rejection of claim1ll. The exam ner asserts
that the appellants' original disclosure | acks support for the
spindle driven arrangenent being “for generating a pair of
opposi ng forces”® (answer, page 6). While the appellants
original disclosure (specification, pages 4 and 8) provides
support for a spindle drive to effect a force coupling between
the free end (38) of the bendabl e support (34) and the support
(16), we find nothing in the original disclosure which would
have reasonably conveyed that the spindle drive arrangenent

itself generates a “pair of opposing forces.”

4 In reaching this conclusion, we note that we consider "device" to be
sufficiently broad to enconpass either a single actuator or nultiple
actuators.

5> This | anguage was added by anendment in Paper No. 9.
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Accordi ngly, we shall sustain the exam ner's rejection of
claim 1l under 35 U. S.C. § 112, first paragraph, as |acking
support in the appellants' original disclosure.

The Anticipation Rejection

Rosenbaum di scl oses a flexible switch wherein a switch
tongue (18) may be switched froma straight-ahead position
(shown in dotted lines in Figure 1) to a branch position
(shown in solid lines in Figure 1) by “any suitable driving
nmeans” (colum 3, lines 17 to 19). The switch tongue is fixed
at one end to pivot about a king pin (24). During positioning
in the branch position, the switch tongue is bent about an
abutnent block (30). Wth regard to whet her Rosenbaum
anticipates claim1l4, the only matter in dispute is whether
the switch tongue is bent “according to a changi ng radi us of
curvature beginning at the first, fixed end with a val ue of
infinity and at the second end, wth a predeterm ned val ue.”

[ enphasi s added]

It is axiomatic that, in proceedings before the PTO
clainms in an application are to be given their broadest
reasonabl e interpretation consistent with the specification,

and that claimlanguage should be read in light of the
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specification as it would be interpreted by one of ordinary

skill inthe art. In re Sneed, 710 F.2d 1544, 1548, 218 USPQ

385, 388 (Fed. Cir. 1983). Moreover, |limtations are not to
be read into the clainms fromthe specification. In re Van

Geuns, 988 F.2d 1181, 1184, 26 USPQ2d 1057, 1059 (Fed. Cr

1993) citing In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320,
1322 (Fed. Cir. 1989).

The broadest reasonable interpretation of “a
predet erm ned val ue” enconpasses any and all values from zero
to infinity, inclusive, in our opinion.® Therefore,
regardl ess of the particular value of the radius of curvature
of the switch tongue at the second end (the end abutting the
abut ment block 32) in the branch position, the radius of
curvature at that second end has “a predeterm ned val ue” as
cl ai ned.

The only remaining issue is whether the radius of
curvature of the switch tongue (18) in the branch position has

a value of infinity (i.e., is straight) at the fixed end

6 “Predeternmne” is defined as “to determi ne, decide or decree

bef orehand” (Webster's New Wirld Dictionary, Third College Edition (Sinon
& Schuster, Inc. 1988)).
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thereof. Qur review of Figure 1 of Rosenbaum indi cates that
the switch tongue (18) assunes a straight shape (i.e., has a
radi us of curvature of infinity) for some length fromthe
fixed end before starting to curve away fromthe straight-1ine
contour approxi mately m d-way between the fixed end and the
first abutnment. Wile Rosenbaumrefers to the shape of the

switch tongue in its branch position as corresponding to “a
parabol a having its vertex at the block 30" with a short
circular arc at the vertex (colum 3, lines 38 to 42), we
interpret this description to be nerely a general (and not
necessarily mathematically precise) description of the shape
i nplying that the end portions approxi mate straight |ines.
Further, the appellants have adm tted, on page 11 of Paper No.
9, that

Rosenbaum t eaches that the m ddl e region of the

girder or beamfollows a circle and the end foll ows

a parabolic section. Due to this, the ends have a
curvature of 0, an infinite curvature radius.”’

" Al though the appellants have argued to the contrary on page 8 of the
brief, the appellants' counsel conceded at the hearing that the fixed end of
t he Rosenbaum swi tch tongue has an infinite radius of curvature.
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In view of the above, we find no reason to conclude that the
exam ner's finding (answer, page 7) that the Rosenbaum swi tch
tongue has a radius of curvature of infinity at the fixed end
in the branch position is in error. Accordingly, we shall
affirmthe examner's rejection of claim14 under 35 U S.C. §
102(b).

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
clainms 6 through 11 under 35 U . S.C. 8§ 112, second paragraph,
is affirmed. The decision of the examner to reject clains 5
t hrough 15 under 35 U. S.C. § 112, first paragraph, as being
based on a disclosure which fails to adequately teach how to
make and/ or use the invention is reversed. The exam ner's
decision to reject claim15 under 35 U.S.C. § 112, first
par agr aph, as |acking support in the original disclosure is
reversed. However, the exam ner's decision rejecting claim1l
under 35 U . S.C. 8 112, first paragraph, as |acking support in
the original disclosure, and claim 14 under 35 U.S.C. § 102(b)

is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

| AN A. CALVERT )
Adm ni strative Patent Judge )
)
)
)
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Adm ni strative Patent Judge )
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