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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allow clains 14, 15, 17, 20, 22-32, and 34 as anended after
the final rejection, which are all of the clainms pending in
this application.

BACKGROUND

Appellant's invention is directed to an absorption nat
for hydrocarbons in liquid, solid or paste form The nat
i ncludes a flat nolded body of plate or block shape forned

fromel astoneric granulates or shavings that are joined in a
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rigid bond with each other via a binding nmeans. The binding
means is resistant to hydrocarbons so as to allow the mat body
to maintain its overall shape not w thstanding contact with

t he hydrocarbons. Moreover, the granul ates or shavings are
joined in a fashion such that a multiplicity of holl ow spaces
that communi cate with each other are fornmed in the body.

Addi tional spaces are also forned in the body to provide for
swel | ing as hydrocarbons are taken in by the body. The body
has an uncovered top surface for receiving hydrocarbons.
According to appellant, the mat may be "... placed on floors,
ranps and service aisles..." (specification, page 2) to
protect the environnent from hydrocarbons that may drip by
trappi ng such drippings in the mat. Caim14, the only

i ndependent cl ai mon appeal, is reproduced bel ow.

14. An absorption mat for hydrocarbons in |iquid, paste
or solid formincluding oils, fats, fuels and solvents, the
absorption mat conpri sing:

a flat nol ded body having a plate or block configuration;

sai d body having an uncovered top surface conpletely
exposed to receive said hydrocarbons thereon;

sai d body being defined by granul ate or shavings nade of
el astoner for absorbing and trappi ng said hydrocarbons
t herei n;
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bi ndi ng nmeans for joining said granulate or shavings in a
formmaintaining rigid bond with each other and to define a
multiplicity of hollow spaces in said body communicating with
each other and said top surface thereby facilitating the
di spersal of said hydrocarbons within said body for absorption
t her eby;

sai d binding nmeans being resistant to hydrocarbons
t hereby causing said body to retain its overall shape in the
presence of said hydrocarbons; and

said flat nol ded body having additional space forned
therein to accomobdate swelling of said flat nol ded body as
t he hydrocarbons becone trapped therein.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Crouch et al. (Crouch) 3,591, 494 July 06,
1971
Stark 4,481, 335 Nov. 06,
1984
Val | ey 4,826, 030 May 02,
1989

Ki rk- O hmer Encycl opedi a of Chem cal Technol ogy (Kirk-O hner),
Third Edition, Vol. 16, pp. 433-34 and Vol. 20, pp. 367-69,
432 and 433, John WIley and Sons (1981).

Clains 14, 15, 17, 20, 22, 23, 25, 26, 28-32, and 34
stand rejected under 35 U S.C. 8§ 103 as bei ng unpatentable
over Valley in view of Crouch and Stark. dains 24 and 27
stand rejected under 35 U S.C. § 103 as bei ng unpatentable

over Valley in view of Crouch and Stark as applied above, and

further in view of Kirk-CG hner.
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OPI NI ON

We have carefully considered the respective positions
advanced by appellant and the examner. |In so doing, we find
ourselves in agreement with appellant's position that the
rejections are not well-founded. Accordingly, we will not
sustain the stated rejections.

It is the burden of the exam ner to establish why one
having ordinary skill in the art would have been led to the
cl ai med invention by the reasonabl e teachings or suggestions
found in the prior art, or by a reasonable inference to the
artisan contained in such teachings or suggestions. See In re
Sernaker, 702 F.2d 989, 217 USPQ 1 (Fed. G r. 1983). This the
exam ner has not done.

Val | ey di scl oses a device conprising an absorption mat
made of an open-cell pol yurethane foam bl ock that is disclosed
as being useful for hydrocarbon absorption and coll ection.
Crouch di scloses the use of rubbery and thernopl astic polyners
as part of a powder conposition that is disclosed as useful
for renoving floating hydrocarbons from an aqueous body.

Stark teaches that rubber scrap and a bi nder may be used as

part of a conposition which may be nolded to form "rubber-1ike
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sl abs for shoe soles, floor mats and the like" (colum 1
lines 41-64).

Recogni zing that the mat of Vall ey does not disclose
several of the features required by the appeal ed clains herein
(answer, page 4), the exam ner additionally relies on the
teachings of Crouch and Stark in an attenpt to make-up for the
deficiencies of Valley to establish the obviousness, within
the neaning of 35 U.S.C. §8 103, of the clained mat.

According to the exam ner, it would have been obvious to
one of ordinary skill in the art to nodify the bl ock
cont ai ning mat construction of Valley to include a nol ded
porous body made of elastoneric granulate or shavings and a
bi nder rather than the unitary pol yurethane or equival ent
materi al taught by Valley since Crouch would have suggested
that el astoneric materials were useful as oil absorbents and
Stark teaches that rubber scrap and bi nder and be conbi ned and
nol ded into useful structures such as a mat (answer, pages 4
and 5). Moreover, it is the examner's opinion that the
formati on of additional spaces in the nodified nol ded bl ock
body of the mat of Valley as called for by the appeal ed cl ains

herei n woul d have been obvious to one of ordinary skill in the
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art to inprove absorption (answer, page 5). Fromthe
exam ner's perspective, this is so since it is allegedly well-
known that increasing surface area inproves absorption
(answer, page 9).

The difficulty we have with the examner's position is
hi ghl i ghted by the exam ner's viewpoint regarding the
obvi ousness of the additional spaces in the proposed nodified
bl ock body of the mat of Valley. This is so since the
exam ner has not established where the teachings of the
applied references suggest this feature that is required by
all of the appealed clains herein. (answer, page 5). Even if
we coul d accept the exam ner’s suggested officially noticed
fact that increasing surface area inproves absorption, the
exam ner has not net the burden of explaining why a skilled
artisan woul d have been notivated to use additional spaces
formed in a nol ded body as clained herein as the neans for
i ncreasi ng surface area.

More fundanental ly, however, we note that appell ant
di sputes the officially noted fact and the exam ner’s
assertion of the obviousness of the clainmed Iimtation at

i ssue. According to appellant, the examner's officially



Appeal No. 1997-1122 Page 7
Appl ication No. 08/170, 177

noted fact "... cannot apply to an absorption mat" (brief,
page 11) and the clainmed additional spaces |imtation "
pl aces the applicant's invention even further out of the reach
of the person exercising only ordinary skill" (brief, page 9).
It is well settled that an all egation of obvi ousness
unsubstantiated by a factual basis upon which to establish the
prima facie obviousness of the clainmed invention as a whol e,
i ncludi ng each and every limtation of the clains is not
sufficient. See In re Fine, 837 F.2d 1071, 1075, 5 USPQ 1596
1600 (Fed. Gr. 1988); In re VWarner, 379 F.2d 1011, 1017, 154
USPQ 173, 178 (CCPA 1967), cert. denied, 389 U S. 1057 (1967).
Under the present circunstances, we can not agree
that the exam ner has net the burden of establishing that a
skilled arti san woul d have been inmbued with both a suggestion
and reasonabl e expectation of success in conbining the
references as proposed so as to arrive at the clained
invention by: (1) substantially nodifying the mat of Valley to
correspond to the mat at issue herein by using a significantly
different construction of elastoneric granul ate or shavings,
and a bi nding neans resistant to hydrocarbons; and (2)

provi di ng additi onal spaces in such a substantially altered
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mat to retain its overall shape after hydrocarbon contact.
See In re Rouffet, 149 F. 3d 1350, 1356, 47 USPQRd 1453, 1456
(Fed. GCr. 1998).

The determ nati on of obviousness nust be based on facts,
and not on unsupported generalities. See In re Freed, 425
F.2d 785, 787, 165 USPQ 570, 571 (CCPA 1970).

Since the additional Kirk-Qhmer reference applied to
clainms 24 and 27 does not cure the above-noted deficiencies,
we will not sustain either of the stated rejections.

CONCLUSI ON

The decision of the examner to reject clains 14, 15, 17,
20, 22, 23, 25, 26, 28-32, and 34 under 35 U.S.C. 8 103 as
bei ng unpatentabl e over Valley in view of Crouch and Stark and

to reject claims 24 and 27 under 35 U.S.C. § 103 as being
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unpat ent abl e over Valley in view of Crouch and Stark as

appl i ed above,

tdl

and further in view of Kirk-Ohner is reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

TERRY J. OWNENS
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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