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FLEM NG Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejec-
tion of clains 2 through 7, 10 and 11, all of the clains
pending in the present application. Cains 1, 8 and 9 have
been cancel | ed.

The invention relates to an inprovenent for conpati -
bly suppressing the occurrence of switching | oss and the
occurrence of surge voltage when connected to an inductive
| oad for a power switching device. Appellants disclose on
page 1 of the specifi- cation that figure 6 is a circuit
di agram showi ng a conventional power sw tching device. Appel-
| ants di scl ose on page 7 of the specification that figure 1 is
a circuit diagramshowi ng the structure of a power sw tching
device and the structure of peripheral devices thereof in the
preferred enbodi nent of the present invention. Appellants

di scl ose on page 8 of the specifi- cation that inductor 13 is
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connected to emtter electrode E of elenent 6 and ground.
Appel l ants further disclose that the emtter of element 6 is
al so connected to pul se generator 1. Appellants disclose on
pages 11 and 12 that the closed circuit of the OFF driving
current (indicated by a solid arrowin figure 1) forned when
the OFF driving transistor 3b turns on includes inductor 13.
The closed circuit of the ON driving current |4 (designated by

the dotted arrowin figure 1) fornmed when the ON

driving transistor 3a turns on does not include inductor 13.
Appel I ants di sclose that this arrangenent suppresses the surge
vol tage when the elenment 6 nmakes transition fromON to OFF
when the surge voltage due to the parasitic inductances 11 and
12 occurs.

| ndependent claim 10 is reproduced as foll ows:

10. A power switching device conpri sing:

a control circuit having an output;

a power switching elenent having a control el ectrode
connected to the output of said control circuit and having a

pair of main el ectrodes; and

an inductor connected to one of said pair of main
el ectrodes of said power sw tching el ement;
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said power switching el enment performng an OFF
operation and an ON operation in response to an output of said
control circuit to turn off and on a main current flow ng
across said pair of main el ectrodes;

wherein a path of an OFF driving current, which said
control circuit supplies to said control electrode to bring
said power switching elenment to said OFF operation, includes
said inductor; said off driving current flowng in the oppo-
site direction as said main current of said power swtching
element in said inductor; and

wherein a path of an ON driving current, which said
control circuit supplies to said control electrode to bring
said power switching el enment to said ON operation, excludes
sai d i nductor.

The Exami ner relies on the follow ng reference:

Kur oki 4, 639, 823 Jan. 27, 1987

Clainms 2 through 7, 10 and 11 stand rejected under
35 U.S.C. 8 103 as being unpatentable in view of the prior art
circuit shown in figure 6 of the Appellants' specification and

Kur oki .
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Rat her than reiterate the argunents of Appellants
and the Exam ner, reference is made to the briefs? and answer

for the respective details thereof.

OPI NI ON

W will not sustain the rejection of clains 2
through 7, 10 and 11 under 35 U. S.C. § 103.

The Exam ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the
claimed invention by the express teachings or suggestions
found in the prior art, or by inplications contained in such
t eachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,

217 USPQ 1, 6

2 Appellants filed an appeal brief on June 5, 1996.
Appel lants filed a reply brief on August 26, 1996. The Exam
i ner mailed a conmunication on Novenber 27, 1996 stating that
the reply brief has been entered and consi dered but no further
response by the Exam ner is deened necessary.
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(Fed. Gr. 1983). "Additionally, when determ ning

obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable 'heart' of the
invention." Para-Ordnance Mg. v. SGS Inporters Int'l, Inc.,
73 F.3d 1085, 1087, 37 usP@d 1237, 1239 (Fed. Cr. 1995),
cert. denied, 519 U S. 822 (1996) citing W L. CGore & Assoc.,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309
(Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).

On pages 1 and 2 of the reply brief, Appellants
argue that since the Exam ner has renoved the novelty
rejection of claim 10 and substituted an obvi ousness rejection
for that claim the previously made argunents still apply to
t he obvi ousness rejection. In particular, Appellants point
out that the Exam ner states that it would be obvious to
i nclude an inductor as shown by Kuroki in the prior art
device. Appellants argue that Kuroki would teach addi ng an
i nductor but would not teach adding an inductor with the
several connections of the present invention which nmake up a
different circuit.

We note that claim 10 recites
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wherein a path of an OFF driving current,
whi ch said control circuit supplies to said
control electrode to bring said power
switching elenent to said OFF operation,

i ncl udes said inductor; said off driving

current flowmng in the opposite direction

as said main current of said power

switching elenment in said inductor; and

wherein a path of an ON driving current,

with said control circuit supplies to said

control electrode to bring said power

switching el enment to said ON operation,

excl udes sai d inductor.

Turning to figure 1, we see that these paths are
represented by a solid line and a dotted line, respectively.
We al so note that these paths are due to the fact that the
i nductor is not sinply connected to the emtter and ground
wi t hout any ot her connections, but instead include an
addi tional connection to the emtter which connects the pul se
generator 1.

Turning to Kuroki, we note that Kuroki teaches
sinply connecting the inductor 5 between the emtter and
ground. Kuroki does not teach these additional connections
whi ch woul d establish alternate paths dependi ng on whet her the

power switch is on or off. Therefore, we find that Kurok
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fails to teach or suggest providing the clained path of an OFF
driving current that includes the inductor and a path of an ON
driving current which excludes the inductor as recited in
Appel I ants' cl ai ms.

The Federal Circuit states that "[t]he nere fact
that the prior art nmay be nodified in the manner suggested by

t he

Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.™ In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Cir. 1984).

We have not sustained the rejection of clains 2
through 7, 10 and 11 under 35 U.S.C. 8§ 103. Accordingly, the
Exam ner's decision is reversed.

REVERSED
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