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WALTZ, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. §8 134 fromthe
examner’s final rejection of clains 1 through 20, which are

all of the clainms in this application.

! Application for patent filed Decenber 12, 1994.
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According to appellant, the invention is directed to a
process for preparing an enbossed netal foil |am nate which
may be used as an autonotive or architectural decorative panel
(Brief, page 3).2 Caim1lis illustrative of the subject
matter on appeal and is reproduced bel ow

1. A process for preparing an enbossed netal foil |am nate,
conpri si ng:

provi ding a web of paper;
providing a netal foil;

extrusion coating a layer of nolten resin onto the web of
paper;

contacting the netal foil to the |layer of nolten resin,
to forma |layered structure conprising consecutively, the web
of paper, the layer of nolten resin, and the netal foil, and

passing the | ayered structure between a nip roll and an

engraved chill roll, to lamnate the |ayered structure,
conduct heat fromthe nolten resin quickly through the netal
foil to the chill roll to solidify the resin, and enboss the
metal foil.

The exam ner has relied upon the follow ng references as
evi dence of obvi ousness:

Ander son 3, 075, 864 Jan. 29,
1963

2Al'l reference to the Brief is fromthe substitute Bri ef
dated July 12, 1996, Paper No. 10.
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Ander sson 4,657,614 Apr. 14,
1987
Brinl ey 5,098, 497 Mar. 24,
1992

Webster’s New Col |l egiate Dictionary, p. 577, G & C. Merriam
Co., 1973.

Clains 1 through 20 stand rejected under 35 U. S.C. § 103
as unpat ent abl e over Anderson in view of Andersson and Brinley
or alternatively under § 103 as unpatentabl e over Anderson
Andersson and Brinley (Answer, page 3). W reverse this
rejection for reasons which foll ow.

OPI NI ON

The process of claim1l on appeal recites, inter alia,
contacting nmetal foil to a layer of nolten resin to forma
| ayered structure of paper, nolten resin, and nmetal foil, and
t hen passing the | ayered structure between a nip roll and an
engraved chill roll to lam nate the | ayered structure,
solidify the resin, and enboss the netal foil.

The exam ner finds that Anderson discloses a |amnate
conprising a netal foil bonded by an adhesive to a paper base
where the netal foil is enbossed after |am nation and the

adhesive resin is applied by coating (Answer, paragraph
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bridgi ng pages 3-4). The exam ner further finds that it is
conventional in the art to extrude a tie layer to bond a netal
foil to a paper web, citing Andersson as support for this
conventional bonding process step (Answer, page 4). Finally,
the exam ner finds that Brinley teaches enbossing and

| am nating a polynmer web to a paper filmsinmultaneously (1d.).

Accordingly, the exam ner concludes that it would have been
obvious “to performthe | am nating and enbossi ng steps
si mul t aneously as suggested by Brinley to elimnate the
separate lamnation step in Anderson” as well as use the
conventional extrusion nethod to tie |layers as shown by
Andersson (I1d.).
Qur reviewi ng court has stated the proper anal ysis under

§ 103 as follows:?

Where cl ai med subject matter has been rejected as

obvious in view of a conbination of prior art

references, a proper analysis under 8 103 requires,
inter alia, consideration of two factors: (1)

whet her the prior art woul d have suggested to those of

ordi nary skill in the art that they should nake the

cl ai mred conposition or device, or carry out the clained
process; and (2) whether the prior art would

al so have reveal ed that in so making or carrying out,

]In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442
(Fed. Cir. 1991).
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t hose of ordinary skill would have a reasonabl e
expect ati on of success. [Citation omtted].

Accordingly, our analysis of the exam ner’s rejection under 8
103 nmust first consider whether the prior art would have
suggested to one of ordinary skill in the art that the clainmed
process should be carried out.

As noted by the exam ner, Anderson teaches
that the netal foil may be “inprinted” after its |am nation
(Answer, sentence bridging pages 3-4, citing Anderson, colum
3, lines 33-35).% The exam ner applies Brinley for the
teachi ng of enbossing and |am nating the |ayers sinultaneously
(Answer, page 4). However, we do not agree with the
exam ner’s anal ysis of these references. Anderson teaches
that the backing |ayer 10 (which can be a netal foil or foi
| am nated to a paper backing) nmust be inpervious and snooth
(colum 1, lines 71-72; colum 2, lines 71-72; colum 3, lines
5-7). Anderson also teaches that the applied polyethyl ene

filmshoul d be enbossed by contact with the scored or

“The exam ner has applied Wbster’s New Col | egi ate
Dictionary, p. 577, to show the definition of "inprint"
i ncl udes any mark or depression made by pressure and thus is
equi valent to the clainmed "enbossing” step (Answer, page 5).
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patterned surface of the chilled roller 19 with the exposed
surface of the pol yethylene having a snooth configuration
(colum 4, lines 31-43). 1In the process disclosed by
Anderson, any netal foil used never conmes in contact with the
surface of the chilled roller 19 (see Figure 3; colum 3,
lines 40-61).

Brinley is directed to the sane process as the cl ai ned
subj ect matter on appeal except that the polyner filmb5 of
Brinley is enbossed while the clainmed process enbosses a netal
foil (conpare Figure 1 of Brinley with the Figure of this
application). The exam ner has not pointed to any disclosure
or suggestion of a netal foil in Brinley. The process of
Brinley forns sequential |ayers of paper, nolten resin, and
polymeric film where the heat of the nolten resinis
transferred to the outer polynmeric filmto raise the film
above its plastic set tenperature, i.e., the tenperature above
whi ch an applied stress will cause permanent defornmation of
the film Therefore the exposed surface of the polyneric film
is able to assune the pattern of the engraved chill roll 7

(colum 4, lines 16-27).
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Brinley is directed to enbossing and | am nating | ayers
si mul t aneously so that the outernost polyneric film can reach
its plastic set tenperature and be easily and permanently
defornmed by the pattern on the chill roll. The exam ner has
not presented any evidence or reasoning as to why one of
ordinary skill in the art would have expected the netal foi
of Anderson to behave in a simlar manner to the polyneric
films of Brinley. Furthernore, the exam ner has not presented
any reasoning as to why one of ordinary skill in the art would
have nodified the nethod of Anderson by having the netal foi
defornmed by any engraved chill roll when Anderson does not
show or suggest that the netal foil contacts the chill roll.
The exam ner al so has not expl ained or presented reasons why
Ander son teaches enbossi ng the pol yethyl ene | ayer by contact
wth a patterned chill roll but does not teach any process for
“inmprinting” the nmetal foil. Accordingly, the exam ner has
not established that the applied prior art woul d have
suggested to one of ordinary skill in the art that the clainmed
process should be carried out. Vaeck, 947 F.2d at 493, 20

USPQRd at 1442.
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For the foregoing reasons, we determ ne that the exam ner

has failed to establish a prinma facie case of obviousness in

view of the reference evidence on this record.

Therefore, the

examner’s rejection of clainms 1 through 20 under 35 U. S.C. 8§

103 over Anderson in view of Andersson and Brinley is

rever sed

The deci sion of the exam ner is

REVERSED

JOHAN D. SM TH
Adm ni strati ve Patent

CHUNG K. PAK
Adm ni strative Patent

THOVAS A. WALTZ
Adm ni strati ve Patent

rever sed

Judge

Judge

Judge
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