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March 26, 1993, now abandoned.
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This is a decision on the appeal under 35 U.S.C. § 134 from
the examner’s rejection of clains 1-31, which constitute al
the clains in the application.

The di scl osed invention pertains to an arrangenment on
an instrunment panel of an instrunent gauge and a bezel neans.
More particularly, the bezel neans has first and second
retention neans attached to fingers which extend rearwardly of
the bezel neans. The retention neans can be positioned so
that in one position the bezel can be renoved by itself
whereas in the other position the instrunent gauge is renoved
along with the bezel.

Representative claim1l is reproduced as foll ows:

1. In conbination

A) an instrunment panel having an aperture that extends
axially in said instrument panel and that is bounded by a
mar gi nal edge portion of said instrunment panel that is
di sposed peripherally about said aperture;

B) an instrument gauge that conpri ses:

) electrical input term nal nmeans for receiving an
el ectrical input signal that represents the value of an

i nput to said gauge; and

2) a front display at which said gauge presents the
val ue of such an electrical input signal;
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C) electrical supply term nal neans for separable mating
with said input term nal nmeans of said gauge for supplying
such an electrical input signal to said input termnal neans;

D) nmeans defining an installed position for said gauge
relative to said instrunment panel wherein said gauge is
di sposed in registration with said aperture for renoval from
the installed position by being extracted via said aperture,
and wherein said electrical supply term nal neans are
separably mated with said i nput term nal neans; and

E) bezel neans conpri sing:

) a front bezel portion that is disposed axially
forward of and overlaps both said aperture and said

mar gi nal edge portion of said instrunent panel and that
al l ows said front display to be viewed by an observer with
sai d gauge being in the installed position; and

2) gauge extraction neans that extends axially
rear war d fromsaid front bezel portion through said
aperture, and, upon sai d bezel neans being bodily
di spl aced axially forward, engages the installed gauge
to cause said gauge to be bodily displaced axially forward,
and t hereby extracted fromthe installed position.

The exam ner relies on the follow ng references:

Leone 3, 807, 236 Apr. 30, 1974
Wetterhorn et al. (Wetterhorn) 4,753,112 June 28, 1988

Clainms 1-31 stand rejected under 35 U S.C. § 103. As
evi dence of obvi ousness the exam ner offers Leone in view of

Wet t er hor n.
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Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunments set forth in the briefs along wwth the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clainms 1-31. Accordingly, we reverse.

At the outset, we dispose of the issue related to the
exam ner’s objection of the clains under 37 CFR § 1.75 as

being unduly nmultiplied. Although we do not agree with the
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exam ner’s position that the clains are unduly multiplied, we
have no jurisdiction to decide this question. CQur
jurisdiction is limted to the rejection of clains. This
I ssue nmust be resolved with the exam ner and petition to the
Comm ssioner if necessary. Thus, we have no additional coment
on the exam ner’s objection of the clains.

Therefore, we only consider the rejection of the
clains under 35 U S.C. 8 103. 1In rejecting clainms under 35
U S C 8§ 103, it is incunbent upon the exam ner to
establish a factual basis to support the |egal concl usion of

obvi ousness. See In re Fine, 837 F.2d 1071, 1073, 5 USPQd

1596, 1598 (Fed. Cir. 1988). 1In so doing, the examner is
expected to nmake the factual determ nations set forth in

G ahamv. John Deere Co., 383 U.S. 1, 17, 148 USPQ 459, 467
(1966), and to provide a reason why one having ordinary skil

in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval. Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,
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1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.

825 (1988); Ashland Ql, Inc. v. Delta Resins & Refractories,

Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cir. 1985),

cert. denied, 475 U S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prina facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prina
facie case with argunent and/or evidence. Qobviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasi veness of the argunments. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gir

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunents actually made
by appel |l ants have been considered in this decision.

Argunents which appellants coul d have made but chose not to
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make in the brief have not been considered [see 37 CFR 8
1.192(a)].

Wth respect to i ndependent claim1, the exam ner
observes that “Leone suggests the |imtations of claiml,
except for the use of a screwtype connection instead of the
di scl osed (but not clainmed) 'finger' neans. Leone does
provi de a bezel which nay be renoved fromthe gauge, and a
gauge which may be renoved by hand foll ow ng the renoval of
the bezel” [final rejection, page 2]. Wtterhorn teaches use
of a bayonet ring as a bezel retaining neans. The exam ner
concludes that it would have been obvious to the artisan to
repl ace the screwtype fastening neans of Leone with the
bayonet fastener of Wetterhorn [id.].

Appel  ants argue that the exam ner has failed to
conduct a fact-intensive conparison between the clai nmed
i nvention and the applied prior art so that the exam ner’s
rejection is deficient as a matter of law [brief, page 8].
Appel  ants al so argue that a fact-intensive analysis of Leone
shows that Leone | acks any teaching or suggestion that the

bezel be used to extract the gauge fromthe housing.
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According to appellants, replacing the screwtype bezel of
Leone with the bayonet fastener of Wetterhorn would still not
teach or suggest using the bezel to renove the gauge fromthe
housing [id., pages 9-10]. The exam ner responds that it “is
self-evident that the entire Leone device nmay be extracted by
graspi ng the bezel and pulling the gauge fromthe panel”
[ answer, page 3].

After a careful consideration of the record in this
case, we agree with appellants that the exam ner has failed to

establish a prima facie case of the obvi ousness of the

appeal ed clainms. As noted from positions discussed above, the
examner in the final rejection stated that the gauge in Leone
coul d be renoved by hand, but in the answer the exam ner now
states that the bezel in Leone can renove the entire Leone
devi ce including the gauge.

The bezel in Leone is not adapted to renove the gauge
when it is renoved. When the bezel 14 in Leone is unscrewed
fromexternal threads 36, the bezel is renpvable by itself or
with the attached crystal 16. The nechani sm case 10 and the

overl ap portion 28 of Leone are not connected to the bezel in
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a manner which would all ow the gauge to be renoved with the
bezel. In fact, Leone specifically states that his
arrangenent “permts the nechanismcase to be firny and
safely gripped around its periphery by the fingers when it is
desired to renove it for setting” [colum 2, |ines 25-27].
Thus, Leone clearly contenpl ates that the gauge be renovabl e
by hand but not by the bezel.

Al t hough the exam ner noted that the gauge was
renovabl e by hand in the final rejection, the exam ner now
takes the position that the entire Leone device can be renoved
by the bezel. It appears to be the position of the exam ner
that the screwed on bezel of Leone could be forcibly renoved
fromthe base 18 in such a manner that it would take the gauge
10 and housing 12 with it. Although there is no evidence in
Leone t hat
the entire device is renovable from base 18, such a feature of
Leone woul d not have suggested the clained invention anyway.

Each of the independent clains on appeal has | anguage
whi ch requires that the bezel have neans thereon for renoving

the gauge. 1In claim1l the “gauge extraction neans” is part of
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the bezel neans. Cdains 15 and 30 recite the “bezel neans
extracting said gauge fromthe instrunment panel.” |ndependent
claim 16 recites that the bezel neans has a retention neans
for coaction with the gauge. Thus, all the clains on appea
clearly require that the bezel act to extract the gauge from
the instrunment panel under certain circunstances. |In claim1l,
t he gauge extraction nmeans nust extend through the aperture
whi ch is not suggested by Leone even if the entire device is
renovabl e from base 18. Cains 15 and 31 recite that the
gauge is renoved based on different circunferential positions
of the bezel. Leone’s bezel has no gauge extracti on neans
which are a function of the circunferential position of the
bezel. Caim16 recites that the finger nmeans of the beze
means nust extend through the aperture. Even if the entire
devi ce of Leone was renovable fromthe base, there would be no
finger nmeans in the aperture for coaction with the gauge
nmeans.

Since the bezel of Leone does not have a gauge
extraction neans associated with it as recited in each of the

I ndependent cl ai ns, and since the bayonet fastener of
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Wetterhorn would only affect the manner in which the bezel is
attached to housing 12 and not to gauge 10 or overlap 28, the
applied prior art fails to teach or suggest the bezel neans
havi ng a gauge extraction neans as recited in each of the

i ndependent clains. Therefore, the exam ner has failed to

establish a prima facie case of the obvi ousness of the clains

on appeal .

In summary, we do not sustain the examiner’s rejection
of clainms 1-31 under 35 U.S.C. § 103. Therefore, the decision
of the exam ner rejecting these clains is reversed.

REVERSED

Jerry Smith )
Adm ni strative Patent Judge )
)
)
)
Parshotam S. Lal | ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
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| NTERFERENCES

Anita Pell man G oss
Adm ni strative Patent Judge

)
)
)
)
)

JS/ cam

Dennis K. Sullivan

Navi star | nternational
Transportation Corporation

455 North CityFront Plaza Drive
Chi cago, IL 60611
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