The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.

Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1997-0440
Appl i cation No. 08/582, 237

Bef ore KRASS, FLEM NG and LALL, Adm nistrative Patent Judges.

LALL, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe final rejection of clains 1, 2, and 5to 7. Cains
3, 14, 17 and 18 are indicated to be allowed. Cainms 8 to 13
are canceled. The rejections of clainms 4, 15 and 16 are

wi t hdr awn.
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The invention is directed to a circuit which limts the
output of an anplifier to a value that is determ ned as a
presel ected percentage of a reference value. The invention
achieves this by providing a current sourcing conparator that
provides a current at its output which is independent of the
voltage at its output. The magnitude of the current at the
out put of the current sourcing conparator is a function of the
voltages at its inverting and noninverting inputs and is
unaf fected by the changing voltage at its output. The
invention is further illustrated by the follow ng cl ai mbel ow

1. Acircuit for providing a limted anplifier output,
conpri si ng:

a first source of a first signal

a first anplifier having a first input and a first
output, said first input being connected in electrical
communi cation with said first source;

a second anplifier having a second input and a third
i nput, said second anplifier having a second output, said
second out put being connected to said first input, said third
i nput being connected to said first output, said second
anplifier being a current sourcing conparator and said second
out put being connected to provide a current to said first
input to prevent an increase in the magnitude of said first
out put ;

a second source of a reference signal; and
first nmeans for providing a second signal which is a
first preselected percentage of said reference signal, said

second signal being connected to said second input.
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The Exam ner relies on the follow ng references:

Ver ant h 3, 822, 408 Jul . 2, 1974
Beaudett e 3, 999, 084 Dec. 21, 1976

Claimb5 stands rejected under 35 U.S.C. § 112, second
paragraph. Cdains 1, 2, and 5 to 7 stand rejected under
35 U.S.C. 8 102 over Beaudette or Veranth.

Rat her than repeat in toto the positions and the
argunents of Appellant or the Exam ner, we make reference to
the brief and the answer?®! for their respective positions.

OPI NI ON

We have considered the rejections advanced by the
Exam ner. We have, |ikew se, reviewed Appellant’s argunents
against the rejections as set forth in the briefs.

We affirm

'Qur decision is based on the corrected answer [paper no.
19]. This case was remanded [ paper no. 18] to the Exam ner
for clarification of his position. 1In the corrected answer,
t he Exam ner withdrew some of the rejections, but did not
i ntroduce any new rejections. Appellant did not file any
response to the new Exam ner’s answer. W have found that
Appel I ant had i ndeed argued in his brief before the remand
[ paper no. 16] the rejections which the Exam ner has
mai ntained in his corrected answer. Thus, we consider the
Appellant’s brief filed before the remand in naking this
deci si on.
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Since there are rejections under 35 U. S.C. § 112, second
paragraph and 35 U.S.C. 8 102, we review the applicable | aws
before considering the specific rejections.

Rejection under 35 U S.C. § 112, second paragraph

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clainms nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent
art. 1d.

The Exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as

preci se as the Exam ner m ght desire. |If the scope of the
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i nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U.S.C. 8§ 112, second

par agraph, is appropriate.

Thus, the failure to provide explicit antecedent basis
for terns does not always render a claimindefinite. As
stated above, if the scope of a claimwould be reasonably
ascertai nabl e
by those skilled in the art, then the claimis not indefinite.

See Ex parte Porter, 25 USPQRd 1144, 1146 (Bd. Pat. App. &

Int. 1992).

Furt hernore, Appellant may use functional | anguage,
alternative expressions, negative limtations, or any style of
expression or format of claimwhich nakes cl ear the boundaries

of the subject matter for which protection is sought. As

noted by the court in In re Sw nehart, 439 F.2d 210, 213, 169
USPQ 226, 229 (CCPA 1971), a claimnmay not be rejected solely
because of the type of |anguage used to define the subject
matter for which patent protection is sought.

Rejection under 35 U S.C. § 102

W note that a prior art reference anticipates the

subj ect of a claimwhen the reference discloses every feature
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of the claimed invention, either explicitly or inherently (see

Hazani v. U S. Int'l Trade Commin, 126 F.3d 1473, 1477, 44

USPQ2d 1358, 1361 (Fed. Cir. 1997) and RCA Corp. v. Applied

Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir. 1984)).

We are further guided by the precedents of our review ng
court that, under 35 U.S.C. § 112, second paragraph, and under
35 US.C 8102, limtations fromthe disclosure are not to be

inmported into the clains. [In re Lundberg, 244 F.2d 543, 548,

113

USPQ 530, 534 (CCPA 1957); ln re Queener, 796 F.2d 461, 463-

64, 230 USPQ 438, 440 (Fed. Cir. 1986). W also note that the
argunments not nade separately for any individual claimor
clainms are considered waived. See 37 CFR 8§ 1.192 (a) and (c).

In re Baxter Travenol Labs., 952 F.2d 388, 391, 21 USPQ 2d

1281, 1285 (Fed. Cir. 1991) (“It is not the function of this
court to examne the clains in greater detail than argued by
an appel l ant, |ooking for nonobvious distinctions over the

prior art.”); In re Wechert, 370 F.2d 927, 936, 152 USPQ 247

254 (CCPA 1967) (“This court has uniformy foll owed the sound

rule that an issue rai sed bel ow which is not arqued in this

court, even if it has been properly brought here by a reason
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of appeal, is regarded as abandoned and will not be
considered. It is our function as a court to decide disputed
i ssues, not to create them?”)

Anal ysi s

At the outset, we note that Appellant elects to have the
clainms stand or fall together [brief, page 2].

Claim5 under 35 U.S.C. 8 112, second paragraph

The Exam ner asserts [answer, page 3] that “[i]n claim5
t he | anguage therein is not at all understood nor seen to find
support. Clearly, fromthe specification, the *hall sensor
provides the ‘first signal’, but is separate fromthe
circuit.” The first statenent seens to point to the | ack of
enabl enent under 35 U. S.C. 8 112, first paragraph, and not to
any thing under 35 U.S.C. 8§ 112, second paragraph. However,
t he Exam ner has not pursued any further the possibility of
the | ack of enablenment, and we do not raise this issue. The
second statenent still does not forma basis for a rejection
under 35 U.S.C
§ 112, second paragraph. Appellant has illustrated [brief,
pages 27 to 28] howclaim5 is to be read in the context of
the disclosure. W find that the metes and bounds of claim5
are clear in accordance wth the precepts of 35 U S.C. § 112,
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second paragraph, discussed above. Therefore, we do not
sustain the rejection of claim5 under 35 U S.C. § 112, second

par agr aph. Clainms 1, 2, and 5 to 7 under 35 U.S.C._§ 102

over Beaudette

We consider claim1l as the representative claimof the
group. The Exam ner has detailed the manner in which he reads
the clained structure on Beaudette [answer, page 4].
Furthernore, in response to Appellant’s argunents [brief,
pages 28 to 33], the Exam ner has provided an expl anation
[ answer, pages 10 to 11] as to how Beaudette neets the clained
l[imtation of “said second anplifier being a current sourcing
conparat or and said second out put being connected to provide a
current to said first input to prevent an increase in the
magni tude of said output.” We do not find any specific
argunents by Appellant to counter the Exam ner’s specific
analysis. Appellant only offers nere comments and an opi ni on,
but these cannot take the place of specific factual counter
evidence. Therefore, we agree with the Exam ner that, in
Beaudette, using the term nology for the circuit conponents as
identified the Exam ner, the second anplifier serves as a
current source and a conparator and supplies its output (i.e.,

t he second output at the node between resistors R2 and R3) to
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the first input at 12, and this input operates to keep the
first output (i.e., E) fromexperiencing an increase inits
magni tude, see the limted value E, for E, in Fig. 2. The

Exam ner has thus made a prinma facie case of anticipation.

Appel I ant has not offered a specific rebuttal. Therefore, we
sustain the anticipation rejection of claim1, and its grouped
clains 2 and 5 to 7 over Beaudette.

Cains 1, 2, and 5 to 7 under 35 U.S.C. § 102 over

Ver ant h

We again take claim1l as the representative of the group.
The Exam ner has presented [answer, page 4] the manner how he
desi gnates the various conponents of the circuit as the
various clainmed elenments. For exanple, he identifies the
second anplifier as conprising “15, R4, 23 and 24" [id.] and
t he second output as the signal at the node between 23 and 24
(answer, page 11). Thus, the Exam ner asserts that the second
out put fromthe second “current sourcing conparator” 15 is in
communi cation with the first input 12 of anplifier 14, and by
definition, the first output (the output of anplifier 14) is
cl anped (see waveform 27), that is, it is kept from changing,
or experiencing an increase. Thus, we conclude that the

Exam ner has established a prinma facie case of anticipation.
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Appel lant’ s argunents [brief, pages 28 to 33] are nerely of
general nature and can not serve as factual counter evidence
agai nst the Examiner’s specific case of anticipation.
Therefore, we sustain the anticipation rejection of claiml
and its grouped clainms 2, and 5 to 7 over Veranth. In
summary, we have sustained the anticipation rejection of
clains 1, 2, and 5 to 7 over Beaudette or Veranth, while we
have not sustained the rejection of claim5 under 35 U S.C. 8§
112, second paragraph.

Accordingly, the decision of the Exam ner rejecting

claine 1, 2, and 5 to 7 is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED

Errol A Krass
Adm ni strative Patent Judge

M chael R Flem ng BOARD OF
PATENT
APPEALS AND

| NTERFERENCES

Adm ni strative Patent Judge

Par shotam S. Lal

Adm ni strative Patent Judge

PSL: t dl
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WIlliam D. Lanyi
Honeywel | | nc.

O fice of General Counse
11 West Spring Street
Freeport, IL 61032

12



