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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final
rejection of clainms 1 through 22. The Exam ner’s Answer,
paper no. 34, withdrew all outstandi ng grounds of rejection
and stated new grounds of rejection for clainms 1 through 6, 8

t hrough 15 and 18 through 22. The Exam ner indicated that



Appeal No. 1997-0402
Application 07/843, 685

clainms 7, 16 and 17 would be allowable if rewitten in
i ndependent formto include all limtations of any base
clains.® Cains 23 through 41 have been cancel ed.

The invention relates to a portabl e conmmuni cation
unit. Wen a caller places a tel ephone call to a called
party, the called party’ s portable unit receives pagi ng
signals and automatically initiates a return tel ephone cal
wi thout alerting (e.g., ringing) the called party. If the

portable unit receives an “in-progress” signal via the return

call, the portable unit alerts (e.g., rings) so that the
call ed party becones aware of the call. |If there is no “in-
progress” signal via the return call, neaning the caller is no

| onger connected, the portable unit does not alert the called
party. Consequently, once the “in-progress” signal ceases to
be received at the portable unit, the portable unit wll stop
supplying the alerting indication. Thus, if a caller who

originates a telephone call to a called party hangs up at any

1 Al though the Exam ner’s Answer also stated that clains
7, 16 and 17 nmust be rewitten to overcone a rejection under
35 US.C. 8 112, we note this rejection had been w t hdrawn.
Thi s
i s acknow edged in the Exam ner’s Suppl enental Answer, page 1
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point prior to the “in-progress” signal being received over
the return tel ephone call, the personal unit will never alert
for that tel ephone call. Likewise, if the caller hangs up
while the personal unit is alerting but prior to the called
party having picked up the tel ephone, the alerting will cease,
as for a conventional telephone call.

Representative i ndependent claim1l is reproduced as
foll ows:

1. Port abl e apparatus for use in conpleting a
tel ephone call that is initiated froma calling tel ephone to a

cal | ed individual conprising:

means for receiving an actuation signal in response
to said tel ephone call placed to said called individual;

means responsive to reception of said actuation
signal for placing a second tel ephone call over a tel ephone
channel through a swi tched tel ephone network to a
predet erm ned | ocati on;

means for receiving fromsaid | ocation over said
t el ephone channel an indication that said tel ephone call from
said calling tel ephone continues to be in progress; and

means responsive to continued reception of said
i ndication for supplying an alerting indication fromsaid
portabl e device.

The Exam ner relies on the follow ng references:

Glliget al. (Gllig) 5,127,042 Jun. 30, 1992
(effectively filed Sep. 23, 1988)
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M ska et al. (M ska) 5,703, 930 Dec. 30, 1997
(effectively filed Mar. 11

1991)

Clainms 1 through 6, 8 through 15 and 22 stand
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
M ska. ?

Clainms 18 through 21 stand rejected under 35 U S. C
8 103 as being unpatentable over Mska in viewof Gllig.

Rat her than reiterate the argunments of Appellants
and the Exam ner, reference is nmade to the brief (paper no.
31, received May 24, 1995), reply brief (paper no. 40,
recei ved February 26, 1996), answer (paper no. 34, nailed Cct.
2, 1995) and suppl enental answer (paper no. 42, mailed July
17, 1996).

OPI NI ON

After a careful review of the evidence before us, we

will not sustain the rejection of clainms 1 through 6, 8

t hrough 15 and 18 through 22 under 35 U.S.C. § 103.

2 This was originally a provisional 35 U.S.C. § 103
rejection over application serial no. 08/424,825, which
subsequent |y becane Serial No. 08/606, 230, which subsequently
becane serial no. 08/796, 833 which matured into U S. Patent
No. 5,703,930 Mska et al.
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The Exam ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the
claimed invention by the reasonabl e teachi ngs or suggestions
found in the prior art, or by a reasonable inference to the
artisan contained in such teachings or suggestions. 1Inre
Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cr. 1983).
"Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally
recogni zable 'heart' of the invention." Para-Odnance Mg. v.
SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
1239 (Fed. Cr. 1995) (citing W L. CGore & Assocs., Inc. v.
Garl ock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cir. 1983), cert. denied, 469 U S. 851 (1984)).

Wth regard to the rejection of claim1, the
Exam ner reasons that M ska teaches the clainmed invention
except for placing the second call automatically, instead of
manual |y (answer-pages 7 and 8). The Exam ner states:

It woul d have been obvious to one having ordinary

skill in the art at the tinme the invention was nade
to incorporate the neans responsive to reception of
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the actuation signal for placing a second call over
a tel ephone channel through a switched tel ephone
network in the portable apparatus of [Mska], since
it has been held that broadly providing a nechani cal
or automatic nmeans to replace manual activity which
has acconplished the sanme result involves only
routine skill in the art. 1In re Venner, 120 USPQ
192. [ Answer - page 8.]

Appel | ants argue that the playing of an announcenent
in Mska is not an alerting indication as that termis
recogni zed in the art and used in Appellants’ specification.
(Reply brief-page 3.)

The Exam ner responds that he is giving the claim
| anguage its broadest reasonable interpretation and Appellants
may not inpute limtations in the specification to the clains.
(Suppl enental Answer - page 5.)

We agree with Appellants. The Exam ner’s broad
interpretation should not go beyond that which is ordinarily
understood in the art. Mska's recorded nessage is quite
different than the typical ringing alert given by a tel ephone.

Even if the Exam ner’s interpretation were acceptabl e,

Appel lants’ reliance on their specification, for the type of

alert clained, is justified by their “nmeans for” claimng
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under 35 U. S.C. 8 112, paragraph 6. Wth respect to
Appel I ants’ conplaint that Mska s pager 114 gives an alert
that is not clainmed, the Exam ner is correct that the
additional alert is irrelevant.

We note further that the Exam ner has designated
M ska’ s cell phone 102 as the means for placing a second call,
and at the sane tine designated Mska's 102 as the portable
devi ce supplying the alert (answer-pages 6 and 7).
Appel I ants’ cl ainms, couched in “nmean for” |anguage, and their
di sclosure, clearly call for these elenents to be separate and
different, note Figure 1, elenments 125 and 103.

Additionally we note, the clained “neans responsive
to reception of said actuation signal for placing a second
tel ephone call” is disclosed as an automatic nmeans. W do not
agree with the Exam ner that In re Venner makes converting any
manual operation to an automatic operation routine in the art.
There nust be sone evidence to show the sinplicity of
converting a particular operation. The nere allegation that
it can be done is not convincing.

The Federal Circuit states that "[the nmere fact that
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the prior art nay be nodified in the manner suggested by the
Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900,
902, 221 USPQ 1125, 1127 (Fed. Cir. 1984). "Cbvi ousness may
not be established using hindsight or in view of the teachings
or suggestions of the inventor." Para-Ordnance Mg. v. SGS
| nporters Int’|l, 73 F.3d at 1087, 37 USPQ@d at 1239, citing W
L. Gore & Assocs., Inc. v. Grlock, Inc., 721 F.2d at 1551,
1553, 220 USPQ at 311, 312-13.

In view of the foregoing, we will not sustain the
Exam ner’s rejection of claim1l. The remaining clains on
appeal , dependent directly or indirectly fromclaim1, also
contain the above Iimtations discussed in regard to claim1
and thereby, we will not sustain the rejection as to these
cl ai ns.

We have not sustained the rejection of clainms 1
t hrough 6, 8 through 15 and 18 through 22 under 35 U.S.C. §

103. Accordingly, the Exam ner's decision is reversed.
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REVERSED

LEE E. BARRETT )
Adm ni strative Patent Judge

STUART N. HECKER
Adm ni strative Patent Judge
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