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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI| CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte LESLIE J. BUTTON,
MARK A. NEWHOUSE and
Z. GEORGE PAN

Appeal No. 97-0398
Application 08/281, 732!

ON BRI EF

Bef ore THOVAS, MARTI N and BARRETT, Administrative Patent
Judges.

THOMAS, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

t Application for patent filed July 29, 1994.
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Appel | ants have appealed to the Board fromthe
examner's final rejection of clains 1 through 3, 5, 6, 10
and 18.

Representati ve i ndependent claim1l is reproduced bel ow
1. A multistage fiber anplifier conprising

an input stage having a given passive |oss and a
flattened gain spectrum and

an output stage coupled to said input stage, said output
stage having a passive loss that is |ower than said given
passive | oss and gain spectrumthat is less flat than [said]
i nput stage.

The follow ng reference is relied on by the exam ner:
Di G ovanni et al. (D G ovanni) 5, 050, 949 Sept. 24,
1991

Clainms 1 through 3, 5, 6, 10 and 18 stand rejected under
35 U.S.C. 8 103. As evidence of obviousness, the exam ner
relies upon Di G ovanni al one.

Rat her than repeat the positions of the appellants and
the exam ner, reference is made to the brief and the answer

for the respective details thereof.

OPI NI ON
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W reverse the outstanding rejection of clainms 1 through
3, 5 6, 10 and 18 under 35 U S.C. § 103.

From our consideration of the exam ner's statenent of the
rejection in the final rejection and the exam ner's remarks in
t he answer, we conclude that the exam ner has not set forth a

prinma facie case of obviousness of the threshold question of

the subject matter presented in independent claim1l on appeal.
The focus of the dispute between the appellants and the
exam ner is the clainmed output stage set forth at the end of
I ndependent claim1 on appeal. 1In the brief and the
declaration fromone of the inventors, it is asserted that the
speci fic enbodi nent discussed in D G ovanni does not teach the
second stage of claim1 on appeal. The exam ner apparently
agrees with the brief and the declaration that the teachings
in DiGovanni as to the second stage in that reference
indicate a structure opposite in characteristics to that which
are set forth in the clained second stage of claim1l on
appeal .

The top of page 3 of the exam ner's answer states:

[ T] he Boards' attention is drawn to the Abstract and
colum 3, line 49 through colum 4, line 3 of
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Di G ovanni et al to show that experinmentation with

the conposition of the second stage is clearly

suggested. Note that there is no teaching that

requires a particular passive |loss or gain flatness

for the first stage with respect to the second

st age.

Overall, the exam ner's rationale of the statenent of the
rejection in the final rejection and as anplified in this
portion of the answer is considered to be presunptive and
essentially begging the question by relying essentially upon
an obvious to experinent type of rationale, at the sanme tine
t he exam ner recognizes that “there is no teaching [in
Di G ovanni] that requires a particul ar passive |oss or gain
flatness for the first stage wth respect to the second
stage.” Although there may be sone nerit froman artisan's
perspective that the reference suggests sone degree of
experinmentation or variability of the conposition of the
optical fibers discussed in the reference, the exam ner has
provi ded no rationale and/or additional evidence in the form
of other patents or publications to persuade us to concl ude
that the artisan woul d have found it obvious to have
constructed an output stage having a passive loss that is

| ower than the given passive |oss of the first stage at the
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same time as having a gain spectrumthat is less flat than the
I nput stage as recited in the clained output stage of claiml
on appeal . Theref ore, based upon the wei ght of the evidence
and argunents of record, we nust reverse the outstanding
rejection

of i ndependent claim1l on appeal and, therefore, the stated
rejection of its respective dependent clains 3, 5, 6, 10 and

18.



Appeal No. 97-0398
Application 08/281, 732

The deci sion of the examner is reversed.

REVERSED

JAMES D. THOVAS )

Adm ni strative Patent Judge )
)
)
)

JOHAN C. MARTI N ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

LEE E. BARRETT )

Adm ni strative Patent Judge )
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Ni xon, Hargrave, Devans & Doyle, LLP
Cinton Square, P.O Box 1051
Rochester, NY 14603



