TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
written for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Bef ore HAI RSTON, JERRY SM TH, and GROSS, Adnini strative Patent

Judges.
GROSS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 5, which are all of the clains

pending in this application.

1 Application for patent filed January 25, 1994. According to
appel l ants, this application is a continuation of Application No. 07/814, 842,
filed December 27, 1991, now abandoned.
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The appellants' invention relates to a self-cl ocking
gl yph code, each glyph having plural graphical characteristics
each of which has plural graphical states. Further, all of
the gl yphs have a substantially uniformsize. Caim1lis
illustrative of the clainmed invention, and it reads as
fol | ows:

1. A self-clocking glyph code for transferring nmulti-bit
di gital values back and forth between an el ectroni c domain and
a hardcopy domai n, said code conprising

a logically ordered sequence of nutually independent
gl yphs that are witten on said recordi ng nediumin accordance
with a predeterm ned spatial formatting rule, said glyphs al
bei ng of substantially uniformsize;

each of said glyphs having a plurality of predeterm ned,
di scri m nabl e graphical characteristics; and each of said
graphi cal characteristics having a plurality of predeterm ned,
di scri mi nabl e graphical states;

said multi-bit digital values being distributively
encoded in a predeterm ned | ogical order in the states of the
graphi cal characteristics of respective ones of said glyphs,
wher eby each of said digital values is encoded as a plurality
of logically ordered bit strings.

The prior art references of record relied upon by the
exam ner in rejecting the appealed clains are:?

Sanf ord 4,443, 694 Apr. 17, 1984

2 Sugita, JP 63-254586, published Cctober 21, 1988, was cited in the
prior art section of the Exami ner's Answer but was not applied in any
rej ections.
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Bl oonberg (Bl oonberg 1) 5,091, 966 Feb. 25, 1992
(filed Jul. 31, 1990)
Bl oonberg (Bl oonberg 11) 5,168, 147 Dec. 01, 1992

filed Jul. 31, 1990)

M yanaga JP 60-1298913 Jul . 11, 1985
(Japanese patent application)

M  Mansour, | BM Technical Disclosure Bulletin, Vol. 26, no. 2,
766-67 (July 1983)

Clainms 1 through 3 and 5 stand rejected under 35 U. S. C
8§ 103 as being unpatentabl e over Mansour in view of Sanford.

Clains 1 and 3 through 5 stand rejected under 35 U. S. C
8§ 103 as bei ng unpatentabl e over Mansour in view of M yanaga.

Reference is made to the Exam ner's Answer (Paper No. 20,
mai |l ed May 28, 1996) and the Suppl enental Exam ner's Answer
(Paper No. 22, numiled July 24, 1996) for the examner's
reasoning in support of the rejections, and to the appellants
Brief (Paper No. 19, filed April 29, 1996) and Reply Bri ef
(Paper No. 21, filed July 2, 1996) for the appellants
argunent s t her eagai nst.

OPI NI ON

3 Qur understanding of this reference and of Sugita is based upon
translations provided by the Scientific and Technical Information Center of
the Patent and Trademark O fice. A copy of the translation for each reference
is enclosed with this decision.
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As a prelimnary natter we note that the exam ner refers
(Answer, page 5) to "[t]he Bl oonberg patents” as being
included in the rejection. However, the statenent of the
rejection in the Answer includes only Mansour, Sanford, and
M yanaga. Further-nore, the exam ner fails to explain how he
intends to apply the teachings of Bloonberg to the conbination
of Mansour and Sanford or M yanaga. Accordingly, we do not
consi der Bl oonberg as part of the rejection before us.

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by the appellants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejections of clains 1
t hrough 5.

Caiml recites, "said glyphs all being of substantially
uni form si ze" with "each of said glyphs having a plurality of
predet erm ned, discrimnable graphical characteristics.” The
rejection conbi nes Mansour with Sanford or Myanaga. Mansour
shows mul ti-hei ght gl yphs, which clearly are not of
substantially uniformsize. As pointed out by appellants

(Appeal Brief,
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page 5), Mansour's plural heights are "[i]n direct
contradiction to the express limtation of Claiml which calls
for 'said glyphs all being of substantially uniform size'
(enmphasi s supplied).” For higher density, Sanford teaches
using plural levels of darkness and M yanaga di scl oses usi ng
plural colors. However, neither Sanford nor M yanaga cures
the deficiency of Mansour of having multiple heights. The
exam ner's only response to appellants' argunent is (Answer,
page 5) that "[t]he Bl oonberg patents (see figs. 3, 3A, 3B)
were later included in the rejection conbination to teach
"sane size' 'glyphs' as argued."” However, as noted above, the
statenment of the rejection before us does not include
Bl oonberg. Therefore, Bl oonberg cannot renedy the defect in
the rejection. Consequently, we cannot sustain the rejection.
Shoul d further prosecution take place before the
exam ner,* we urge the exam ner to consider anew the

di scl osures of the Bl oonberg patents. For exanple, Bl oonberg

Il clearly teaches a sequence of self-clocking glyph codes

4 The examiner is renminded that for any rejection the exaniner may
decide to pursue, a conplete explanation of the reasoning behind it is
required.
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(colum 6, lines 17-20), with the gl yphs being of uniformsize
(Figure 3), and with the rotation determning the bit val ue
(Figure 3 and colum 6, |ines 41-52). However, further
I nvestigation is required as to whether Bloonberg Il can be
considered to disclose "a plurality of predeterm ned,
di scri m nabl e graphi cal characteristics,” with a first being
gl yph rotation and a second being grayscale, particularly in
light of colum 5, lines 29-34, which states:

Al t hough the foll ow ng description focuses on

applications in which the scanner 25 is a bl ack-and-

white scanner for converting the pixels of the

scanned-in inmage into single bit digital val ues

(i.e., "1" or "0"), it will be understood that it

could be a gray-scal e scanner for converting the

pixels into multi-bit val ues.
The exam ner should al so note the suggestion in Sugita to
superinpose nmultiple types of information to record a |arge
amount of information (page 5 of the translation), and to nake
the pieces of information i ndependently readable such as by

usi ng inks of different wavel engths (page 6 of the

transl ation).
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CONCLUSI ON

The decision of the examner rejecting clains 1 through 3
and 5 under 35 U S.C. §8 103 is reversed. The decision of the
exam ner rejecting clains 1 and 3 through 5 under 35 U S.C. §
103 i s reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT

JERRY SM TH APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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