TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Ex parte DANA H BROW, THOVAS C. CHRI STENSEN
EARL A. CUNNI NGHAM and WAYNE A. ROGELSTAD

Appeal No. 97-0260
Appl i cation 08/ 287, 4771

ON BRI EF

Bef ore THOVAS, JERRY SM TH and LALL, Adm nistrative Patent
Judges.

LALL, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. §8 134 from

the Examiner's final rejection of Clains 1 to 3, 8 to 20 and

! Application for patent filed August 8, 1994. According
to appellants, the application is a continuation of
Application 07/896,954, filed June 11, 1992, now abandoned.
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28. Clainme 4 to 7 and 21 to 27 have been cancel ed.

The invention concerns a nethod for witing servo
patterns and self servo witing file in a direct access
storage device. After a data storage disk file is assenbl ed,
servo information used to wite and read data is witten on
the disk file. The need for prerecorded servo patterns often
witten with a servo witer systemis elimnated. The
i nvention teaches effective and efficient servo witing
nmet hods without requiring the use of a clock track or externa
devices. Only conponents of the disk file are used in witing
the servo information according to the invention. Typically,
a clock head has been used to overcone the circunferentia
timng synchroni zing problemon the surface of the disk.
Using the notor drive of the device or the clock frequency
mul tiples allows synchronization with the di sk surface
elimnating the need for a clock head.

Caiml is selected as representative of the invention
and i s reproduced bel ow

1. A nethod for witing servo patterns in a direct
access storage device including at | east one data storage

medi a mounted for rotation by a drive notor and an act uator
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for noving transducer neans relative to the data storage nedia
for reading and witing data to the data storage nedia, said
met hod conprising the steps of:

rotating said data storage nedia using the drive notor;

usi ng said transducer neans, witing servo information on
the data storage nedia at a first portion of the data storage
media using timng information devel oped wi thout requiring the
use of a clock track;

usi ng said actuator and transducer neans, noving offset
fromsaid last witten servo informati on and detecting said
witten servo information until said detected servo signa
equal s a predeterm ned val ue;

devel oping timng information fromsaid |ast witten
servo information

usi ng said transducer neans, witing servo information on
said data storage nedia responsive to said detected servo
signal equal to said predeterm ned value using said timnmng
i nformati on devel oped fromsaid last witten servo information
wi thout requiring the use of a clock track; and

sequentially repeating said noving, devel oping tim ng
information fromsaid |ast witten servo informati on and
witing steps until a second portion of the data storage nedia
I s reached.

The Exami ner relies on the follow ng reference:

Aiver et al. (diver) 4,414, 589 Nov. 8, 1983
Janz 4,912,576 Mar. 27, 1990
Si dman 5, 109, 307 Apr. 28, 1992
Lew s 5,416, 652 May 16, 1995

(effective filing date Cct. 12,
1990)
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Clainms 1 to 3, 8 to 20 and 28 stand rejected 35 U.S.C. §
103 over various conbinations of diver, Janz, Si dnman and

Lew s.

Rat her than repeat the argunents of Appellants or the
Exam ner, we make reference to the brief? and the answer for
the respective details thereof.

OPI NI ON

We have considered the rejections advanced by the
Exam ner and the supporting argunents. W have, |ikew se,
reviewed the Appellants' argunents set forth in the brief.

It is our viewthat the rejection under 35 U S.C. § 103
over Lewis and Janz is affirmed with respect to clains 1
through 3, 8 through 10, 15 and 16, but reversed wth respect
to clains 11, 12, 18, 19 and 28; the rejection under 35 U S.C

8 103 over Lewis, Janz and Sidman is affirnmed with respect to

2 Areply brief was filed on Cct. 17, 1996 [ paper no.
29]. However, it was not entered in the record [paper no.
30] .

-4-



Appeal No. 97-0260
Application 08/287, 477

clainms 13 and 14; the rejection under 35 U S.C. 8§ 103 over
Lewis, Janz and Aiver is affirnmed with respect to claim17,
but reversed with respect to claim20. Accordingly, we affirm
in part.

In rejecting clains under 35 U . S.C. 8§ 103, the Exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness

is established by presenting evidence that the reference

t eachi ngs woul d appear to be sufficient for one of ordinary
skill in the relevant art having the references before himto
make the proposed conbinati on or other nodification. See In
re Lintner, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA

1972). Furthernore, the conclusion that the clained subject

matter is prinma facie obvious nust be supported by evidence,

as shown by sone objective teaching in the prior art or by
know edge generally available to one of ordinary skill in the
art that woul d have I ed that individual to conbine the

rel evant teachings of the references to arrive at the clained

-5-



Appeal No. 97-0260
Application 08/287, 477

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988). Rejections based on § 103 nust
rest on a factual basis with these facts being interpreted

wi t hout hindsi ght reconstruction of the invention fromthe
prior art. The Exam ner may not, because of doubt that the
invention is patentable, resort to specul ati on, unfounded
assunption or hindsight reconstruction to supply deficiencies

in the factual basis for the rejection. See In re Warner, 379

F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied,

389 U. S. 1057 (1968). Qur reviewi ng court has repeatedly
cauti oned agai nst enpl oyi ng hi ndsi ght by using the Appellant's
di scl osure as a blueprint to reconstruct the clained invention
fromthe isolated teachings of the prior art. See, e.q.

G ain Processing Corp. v. Anerican M ze-Products Co., 840

F.2d 902, 907, 5 USPQ2d 1788, 1792 (Fed. Cr. 1988). On the
ot her hand, we are also guided by the precedents of our
reviewi ng court that the limtations fromthe disclosure are

not to be inported into the clains. |n re Lundberg, 244 F. 2d

543, 113 USPQ 530 (CCPA 1957); In re Queener, 796 F.2d 461,

230 USPQ 438 (Fed. Cir. 1986).

Wth this as background, we analyze the prior art applied
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by the Examiner in the rejection of the clains on appeal. W
consi der the various rejections in the sane order as they
appear in the brief.

Rejection of <clainse 1 to 3, 8 to 12, 15, 16, 18 ., 19 and 28

over Lewis and Janz

We treat the independent claiml1 first. Wth respect to
this claim we have reviewed the Exam ner’s position [answer,
pages 3 to 4 and 6] and Appellants’ correspondi ng argunents
[brief, pages 20 to 24]. Appellants argue that the
combi nati on suggested by the Exam ner is the result of
I nper m ssi bl e hindsight. Appellants provide little factua
basis or analysis for this position other than presenting a
concl usory statenent [brief, pages 23 to 24]. W are of the
opi ni on that Appellants have the burden of presenting

argunents whi ch persuade us to rule

that the suggested conbination is unjustified. Here,

Appel | ants have not so done. In addition, we note that while
there nust be sone teaching, reason, suggestion, or notivation
to conmbine existing elenments to produce the clained device, it

IS not necessary that the cited references or prior art
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specifically suggest naking the conbination (see B.F. Goodrich

Co. v. Aircraft Braking Systens Corp., 72 F.3d 1577, 1583, 37

UsPQ2d 1314, 1319 (Fed. Cir. 1996) and In re Nilssen, 851 F.2d

1401, 1403, 7 USP@@d 1500, 1502 (Fed. GCr. 1988)) as the
appel | ants woul d apparently have us believe. Rather, the test
for obviousness is what the conbined teachings of the

ref erences woul d have suggested to one of ordinary skill in

the art. See In re Young, 927 F.2d 588, 591, 18 USPQ2d 1089,

1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d 413, 425, 208

USPQ 871, 881 (CCPA 1981). Mbreover, in evaluating such
references it is proper to take into account not only the
specific teachings of the references but also the inferences
whi ch one skilled in the art would reasonably be expected to

draw therefrom |n re Preda, 401 F. 2d 825, 826, 159 USPQ 342,

344 ( CCPA 1968).
Further, Appellants attack each of Lewi s and Janz for not

having all the attributes that the Exam ner alleged the

conmbi nation to possess, but Appellants do not argue how the

conbi nation | acks the alleged attri butes. The Exam ner

st ates:
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Lewis Figures 3A(a -c) and 4(a-k) neet all the
limtations of clainms 1, ... except for show ng
nmoving offset fromsaid [ast witten servo
i nformati on and detecting said witten servo
information until said detected servo signal equals
a predeterm ned val ue.

Janz Col. 12, lines 14 -32 show novi ng of f set
fromsaid |ast witten servo information and
detecting said witten servo information until said
detected servo signal equals a predeterm ned val ue
for the purpose of providing servo information which
is nore accurately positioned in the radia
di mensi on by el ectronically positioning sanme (Janz
col. 2). It would have been obvious to one of
ordinary skill in the art at the tinme the invention
was nmade to nodify the systemof Lewis to enable it
to incorporate the teaching of Janz of noving offset
and detecting the servo signal until it equals a
predeterm ned value in order to provide servo
i nformati on which is nore accurately positioned in
the radial dinension. [Answer, pages 3 to 4].

Appel  ants do not question this statenent. In fact,

Appel lants admt that “In the STWof Lewis, the clock track is
replaced by a ‘Master Track’” [brief, page 23]. This neets
the limtation of “using timng information devel oped w t hout
requiring the use of a clock track” (claim1, lines 10 to 11).
Appel I ants further argue that “Janz provides no teaching of
any timng for servo witing” [brief, page 23]. The Exam ner
did not rely on Janz for this teaching, but rather, used Lew s

for that. Appellants have not presented any coherent
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argunents to persuade

us agai nst the suggested conbi nation. Therefore, we concl ude
that the obviousness rejection of claim1 over Lews and Janz
is sustained. Appellants have elected that clains 3, 8 to 10,
15 and 16 stand and fall together with claim1 and have not
argued them separately. Consequently, the obvi ousness
rejection of clains 3, 8 to 10, 15 and 16 over Lew s and Janz
i s al so sustai ned.

Wth respect to claim?2, “The Exam ner takes the position
that Lewis is a | ow bandwi dth servo witing system which
wites high-density quad-burst servo anplitude patterns with a
conpl ex frequency pattern” [answer, page 4]. Appellants
present no factual argunent to rebut the Exam ner’s position
ot her than meki ng a conclusory statenent that “Neither Lew s
or Janz disclose ... information witing steps” [brief, page
24]. Therefore, we sustain the obviousness rejection of claim
2 over Lew s and Janz.

Wth respect to claim1l, the Exam ner believes that “the
averagi ng of signal inputs to establish a reference is a
standard engi neering technique well known in the art” [answer,
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page 4]. In our opinion, this does not neet the limtation of
claim11l: “averagi ng of burst positions to create ... servo

i nformati on”

(claim11l, lines 3 to 4). For that reason, even though
Appel | ants have again not offered any substantial rebuttal, we
do not sustain the obviousness rejection of claim1l over
Lew s and Janz.

Regardi ng claim 12, the Exam ner has not established a

prinma facie case because the Exam ner has not pointed out a

way to neet the limtation: “noving and detecting steps
include ... radial band of the disk surface” (claim112, lines
3 to 6). Therefore, we reverse the obviousness rejection of
claim 12 over Lewi s and Janz.

Wth respect to claim18, the Exam ner has not

specifically addressed the limtations: “neans responsive to

timng information” (claim18, lines 10 to 11) and “neans
for ... using said timng information devel oped w t hout
requiring the use of a clock track” (claim18, lines 12 to
15). In the absence of a prima facie case and in the |ight of

Appel I ants’ arguments [brief, pages 25 and 26], we reverse the
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obvi ousness rejection of claim18 over Lewis and Janz. Since
claim 19 depends on claim 18 and contains at |east the
limtations di scussed above regarding claim18, we also
reverse the obviousness rejection of claim119 over Lew s and

Janz.

Regardi ng cl ai m 28, the Exam ner has not specifically
addressed, for exanple, the limtations:”devel oping timng
information including a timng count value” (claim?28, |ines
11 and 12) and “conparing ... burst wite start count val ue,

and ... burst wite stop count value ... and ..
revol ution count value” (claim?28, lines 13 to 21). Thus, the

Exami ner has not established a prinma facie case to reject

claim 28 over Lewis and Janz. For that reason, and

consi dering Appel lants’ argunents regarding claim28 [brief,
pages 27 and 28], we reverse the Exam ner’s obvi ousness
rejection of claim28 over Lewis and Janz.

Rejection of <clains 13 and 14 over Lewis, Janz and

Si dman
These clains are rejected as bei ng obvi ous over Lew s,
Janz and Sidman. Sidman’s systemdeals with a multi-platter
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di sk drive [colum 2, lines 40 to 43] which, together with the
prior conmbination of Lewis and Janz, neets the limtations of
claim13. Appellants’ argunents regarding claim 13 [brief,
page 29] do not offer any factual argunents to controvert this
rejection. Therefore, we sustain the obviousness rejection of
claim13 over Lewis, Janz and Sidman.

Wth respect to claim14, the Examiner identifies in
Sidman col. 2, lines 54-66 as a system “for duplicating servo
information froma dedi cated servo di sk onto other disks that
requires switching to a higher bandw dth servo systemthan
used for witing to the dedi cated disk” [answer, page 4].

Appel  ants offer no argunents in rebuttal other than a
conclusory statenent that “Neither[,] Lewi s, Janz nor Sidman
di scl ose or suggest that the direct access storage device

i ncl udes a high bandw dth servo system used duplicating the
witten servo information onto others of said data storage
surfaces” [brief, pages 29 to 30]. Consequently, the

obvi ousness rejection of claim1l4 over Lewis, Janz and Si dnan
I s sustained.

Rejection of clains 17 and 20 over Lewis, Janz and diver

Wth respect to claim17, the Exam ner adds Oiver to the
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al ready suggested conbi nati on of Lewi s and Janz regardi ng
claim1. The Exam ner adds that
Oiver et al. col. 6, lines 19-34 and col. 22,

| i nes 52-65 shows copying the servo pattern to a

plurality of disks, which includes duplicating the

witten quad burst servo track offsets. It would

have been obvious to one of ordinary skill in the

art at the tinme the invention was made to

I ncorporate the copying of servo bursts to plura

di sks of Aiver et al. into the systemof the

di scl osed conmbination in order to increase servo

tracki ng accuracy by reducing variation in servo

track offsets across the stack of disks [answer,

page 5].

Appel | ants have not presented any arguments agai nst the
suggested conbi nati on ot her than a concl usory statenent
regarding Oiver alone, i.e., “[a]s described in Aiver et al
the servo witing carried out one head, for exanple head H2,
the sane operation is sequentially or simultaneously carried
out on the remaining multiple heads H3 and H4 (col um 22,
lines 52-65)" [brief, pages 30 to 31]. Therefore, we sustain
t he obvi ousness rejection of claim17 over Lew s, Janz and
aiver.

Regardi ng claim 20, it depends on the independent claim

18 and thus contains at least the limtati ons di scussed above

regarding the rejection of claim18 over Lewis and Janz.
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Aiver does not cure the deficiencies noted while discussing
said rejection of claim18, therefore, the rejection of claim
20 over Lewis, Janz and diver is also not sustained.

In summary, we have sustained under 35 U.S.C.
8§ 103 the rejection of clains 1 to 3, 8 to 10, 15 and 16 over
Lewi s and Janz; of clains 13 and 14 over Lew s, Janz and
Sidman and of claim 17 over Lew s, Janz and diver, while we
have not sustained the rejection of clains 11, 12, 18, 19 and
28 over Lewis and Janz, and of claim 20 over Lewi s, Janz and
Aiver. Accordingly, the decision of the Exam ner rejecting
claims 1 through 3, 8 through 20 and 28 under 35 U. S.C. 8§ 103

is affirmed in part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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PARSHOTAM S. LALL
Adm ni strative Patent Judge

JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
|
JERRY SM TH ) BQOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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