THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Before GARRI S, PAK, and WALTZ, Adninistrative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner’s fi nal
rejection of clainms 1 and 17 through 23. Cdains 3 through 7
and 14 through 16, the remaining clains in this application,
stand wi thdrawn from consi deration by the exam ner as being
drawn to nonel ected inventions.

According to appellants (Brief, page 4), the appeal ed

clains are grouped as foll ows:
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Goup | - Cains 1, 18, 20 and 22; and

Goup Il - dainms 17, 19, 21 and 23.

However, appellants have not supplied any substantive
argunents for the separate patentability of clainms 17, 19, 21
and 23 in accordance with 37 CFR 8§ 1.192(c)(7)and(c)(8)(iv)
(1995). See Brief inits entirety. Therefore, we decide this
appeal as to the ground of rejection on the basis of claiml

al one, which is reproduced bel ow

1. A met hod for
prepari ng a ciso-lefin of

t he CH=CH fol |l ow ng gener al
fornul a /// \\ ;5) (2):

wherein R, and R, are independently selected fromthe
group consisting of an ester group, substituted silyl group,
car boxyl group, cyano group, aliphatic hydrocarbon group
having 1 to 20 carbon atons unsubstituted or substituted with
at | east one hydroxy group, and phenyl group unsubstituted or
substituted with at | east one hydroxy group, said nethod
conprising the step of reducing an al kyne of the foll ow ng
general formula (1):
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wherein R, and R, are defined above

under effective reduction conditions with formc
acid in an anount of about 1 to 1000 nol % in the presence of
a palladiumcatalyst in an amount of about 0.1 to 100 nol %

As evi dence of obviousness, the exam ner relies on the

following prior art:

Nozaki 4,177, 220 Dec. 4,
1979
Gryaznov et al. (Gyaznov) 4,388, 479 Jun. 14,
1983

Claims 1 and 17 through 23 stand rejected under 35 U.S. C

8§ 103 as unpatentable over Gryaznov in view of Nozaki .

We affirm
Appel  ants do
not di spute that G yaznov
descri bes t he
hydr ogenati o n of the

clai med al kyne with hydrogen in the presence of a catal yst
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containing palladiumto a cis-olefin covered by the clained
formula. See Brief inits entirety, together with Gyaznov,
colum 5, exanples 1-3. Appellants, however, argue that it
woul d not have been obvious to enmploy formc acid in lieu of
or in addition to hydrogen enployed in the process of
Gryaznov. See Brief inits entirety.

The di spositive issue is, therefore, whether it would
have been obvious to use formc acid in the hydrogenation
process of G yaznov. W answer this question in the
affirmati ve.

As is apparent frompage 6 of the Brief, appellants were
aware of the examner’s finding that “formc acid is known to
be a source of hydrogen.” Appellants, however, have not
di sputed this finding. 1In fact, at pages 1 and 2 of the
specification, appellants acknow edge that formc acid, like
hydrogen, is known to be used for providing a reducing
(hydrogen) atnosphere in reaction processes. Note also that
the examner refers to colum 3, lines 6-11, of Nozaki, which
states that:

The formic acid is utilized as a source of
hydrogen for the process. It is present in the

reaction mxture as an acid or as a salt of a
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base. Wen the salt is used, it is thought that
di ssociation of the formc acid-base salt

provi des a suitable amunt of formc acid
necessary to provide the required hydrogen.

G ven the above facts, we agree with the exam ner that
there is a sufficient suggestion to enploy formc acid as a
source of hydrogen in the hydrogenation process of Gyaznov.
One of ordinary skill in the art would have had a reasonabl e
expectation that formc acid (hydrogen providing neans), |ike
hydr ogen, woul d successfully provide a reducing (hydrogen)
at nosphere useful for form ng the hydrogenated cis-olefin
described in Gyaznov. See In re Vaeck, 947 F.2d 488, 493, 20
USP2d 1438, 1442 (Fed. Cir. 1991); Inre OFarrell, 853 F. 2d

894, 902, 7 USPQ2d 1673, 1680 (Fed. G r. 1988).

Appel | ants appear to argue that Nozaki is nonanal ogous
art and thus, cannot be properly conbined with G yaznov. The
test of whether a reference is froman anal ogous art is first,
whether it is within the field of the inventor’s endeavor, and
second, if it is not, whether it is reasonably pertinent to
the particular problemw th which the inventor was invol ved.
See In re Wod, 599 F.2d 1032, 1036, 202 USPQ 171, 174 (CCPA

1979). In the present case, we find Nozaki to be within the
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field of the inventors’ endeavor since the hydrocoupling
process described in Nozaki also involves hydrogenation as in
appel l ants’ and Gryaznov’'s processes. See Nozuki, columm 6,
lines 50-55. Even if Nozaki is not deened to be within the
field of the inventors’ endeavor, we find that Nozaki is at

| east directed toward the problemof providing, inter alia, a
reduci ng at nosphere (hydrogen atnosphere) which is required in
bot h appellants’ and Gryaznov’'s processes. W find that
because Nozaki deals with providing a reducing (hydrogen)
reacti on atnosphere, it would have | ogically comended itself
to the inventors’ attention. See Inre Cay, 966 F.2d 656,
659, 23 USPQ2d 1058, 1061 (Fed. G r. 1992). Accordingly, we
concl ude that Nozaki can be properly conbined with G yaznov
for the reasons indicated supra.

In any event, we note that appellants have not
specifically challenged the examner’s finding that “formc
acid is known to be a source of hydrogen” as indicated supra.
Thus, even wi thout Nozaki, the use of formc acid in the
hydr ogenati on process of G yaznov woul d have been obvious to

one of ordinary skill in the art as indicated supra.
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Appel | ants appear to argue that the production of a cis-
olefin with a selectivity of nore than 99% as shown in
exanples 1, 5 and 6 is not taught or suggested by the applied
prior art. This argunment is without any nerit since the
clainms do not require such selectivity.? Inre Self, 671 F.2d
1344, 1350, 213 USPQ 1, 7 (CCPA 1982). Nor do the clains
recite reaction conditions, catalysts and/or specific
reactants, which are useful for obtaining such selectivity.

| d.

To the extent that appellants nay have relied on this
i nprovenent as an unexpected result, we are convinced that
appel l ants have not carried their burden of proof. 1In re
Kl osak, 455 F.2d 1077, 1080, 173 USPQ 14, 16 (CCPA 1972)(the
burden of proving unexpected results rests on the party who

asserts them); In re Heyna, 360 F.2d 222, 228, 149 USPQ 692,

! Shoul d appellants recite such a selectivity limtation
in their clainms, the exam ner nust determ ne whether the
cl ai med subject matter is comensurate in the scope with an
enabling disclosure in the specification within the neaning of
35 U S. C
8§ 112, first paragraph. The exam ner nust determ ne whet her
nore than 99% sel ectivity can be achieved for desired cis-
olefin products with the reactants, catal ysts and conditions
covered by the clainms, wthout undue experi nentation.
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697 (CCPA 1966) (it is incunbent on appellants to submt clear
and convinci ng evidence that the clainmed subject matter in
fact exhibits an unexpected results). Specifically,
appel l ants have not denonstrated that the showing in
appel l ants’ exanples is reasonably commensurate in scope with
t he degree of protection sought by the appealed clains. See
In re Kulling, 897 F.2d 1147, 1149, 14 USPQRd 1056, 1058 (Fed.
Cr. 1990); Inre Gasselli, 713 F.2d 731, 743, 218 USPQ 769,
778 (Fed. Cir. 1983). Wiile the showing is limted to
utilizing a few specific reactants, a specific palladi um
conpl ex catal yst and a specific reaction condition, the
appealed clains are not so limted. On this record,

appel  ants have proffered no expl anation, much | ess evi dence,
to support a conclusion that the denonstrated i nprovenent in
selectivity evidenced in the showi ng can be reasonably
extrapol ated to the clai med hydrogenation reacti ons enpl oyi ng
a nyriad of reactants, palladiumcatalysts and reaction
conditions materially different fromthose utilized in

appel  ants’ showi ng.
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In addition, it cannot be ascertained from appellants’
exanples the origin of the inproved selectivity due to the
nunber of unconstrained variables. |In re Dunn, 349 F.2d 433,
439, 146 USPQ 479, 483 (CCPA 1965) (“[t]he cause and effect
sought to be proven is lost here in the welter of unfixed
variables”). It is inpossible to determ ne whether the
i mproved selectivity is due to the catal yst, reaction
condi tions and/or reactants enployed, or due to formc acid as
al | eged.

Thus, having considered all of the evidence of record, we
determ ne that the evidence of obviousness, on bal ance,
out wei ghs the evidence of nonobvi ousness proffered by
appel l ants. Hence, we agree with the exam ner that the
cl ai med subject nmatter as a whol e woul d have been obvious to
one of ordinary skill in the art. Accordingly, we affirmthe
exam ner’s decision rejecting all of the appeal ed clai ns under

35 U.S.C § 103.
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No period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

CHUNG K. PAK APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge
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Bl RCH, STEWART, KOLASCH AND BI RCH
P.O BOX 747

FALLS CHURCH, VA 22040-0747
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