TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 97-0109
Reexam nati on Control No. 90/003, 598"

Before KIMLIN, METZ and GARRI S, Adninistrative Patent Judges.

GARRI S, Adnministrative Patent Judge.

REMAND TO THE EXAM NER

The above identified reexam nation file is being remanded
to the exam ner for appropriate action consistent with this

conmuni cati on

! Reexam nation proceedi ng, requested Cctober 11, 1994,
of U S. Patent No. 5,310,584 issued May 10, 1994, based on
Application No. 07/868,110 filed April 14, 1992.
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The record advanced by the exam ner on this appeal |acks
adequate clarity with respect to the particular clains and
references which are included in the many rejections set forth
In the exam ner’s answer.

For exanple, the answer reflects that claiml is rejected
under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Voeks in view
of Shi or the Chinese reference or alternatively over W nkel
or alternatively over Shi in view of Breidt and Wnkel and
Irwin or alternatively over Jacoby ‘953 or Jacoby ‘129 in view
of Shi and Breidt. Additionally, page 6 of the answer
di scl oses that clainms 2, 3 and 4, which depend ultinmately from
claiml1l, “stand rejected as bei ng unpatentabl e over Jacoby et
al. (-953) or Jacoby (-129) in view of Breidt, Jr. et al. and
Shi et al., and unpatentable over Voeks in view of Shi et al.
or the Chinese reference, all of these references discussed
supra; the Wnkel publication; and unpatentable over Shi et
al. in viewof Breidt, Jr. et al. and Wnkel and the Irw n
publication all discussed above, and all considered in |ight
of Jacoby et al. and Jacoby.” It is not clear to us whether
the alternative rejections applied agai nst dependent clains 2
through 4 are identical to the alternative rejections applied
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agai nst parent claim1l or whether the rejections of these
dependent clains include not only the references applied
against claim1l but also the “Jacoby et al. and Jacoby”
references. The former possibility, which the appell ant has
presuned to be the case (see the | SSUES section of the brief),
I's inconsistent wwth the exam ner’s aforequoted statenent “al
considered in |ight of Jacoby et al. and Jacoby.” On the

ot her hand, the latter possibility would lead to the
irrational rejection of clains 2 through 4 “as being
unpat ent abl e over Jacoby et al. (-953) or Jacoby (-129) in
view of Breidt, Jr. et al. and Shi et al. ... all considered
in light of Jacoby et al. and Jacoby.”

As a further exanple, we observe that page 8 of the
answer indicates that clainms 9 through 14 “stand rejected as
bei ng unpatentable on the sanme art as relied on in the
previously discussed rejections of clains 1-8, with the
exception of Fujii et al. and Park et al..” The appellant has
interpreted the confusing phrase “with the exception of Fujili
et al. and Park et al.” as neaning “additionally in view of

Fujii et al. and Park
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et al.” (see Item®6 in the | SSUES section of the brief).
However, this interpretation by the appellant is seem ngly
contrary to the literal meaning of the exam ner’s quoted
phrase. Mre significantly, the exam ner indicates that
clainms 9 and 10 woul d have been obvi ous over Yazaki and Yanmada
wi thout referring to the Fujii and Park references (answer,
pages 8-9) and that claim 11 woul d have been obvi ous “over
Wnkel et al., Fujii et al. or Park et al.” (answer, page 9).
These obvi ousness comments by the exam ner regarding clains 9
through 11 reflect that sone of the rejections of clains 9
through 14 do not include the Fujii or Park references
(contrary to the appellant’s aforenentioned interpretation)
whereas sone of these rejections do include Fujii or Park
(t hough whether as primary or secondary references is
uncl ear) .

The lack of clarity which taints the rejections of clains
9 through 14 is particularly egregious with respect to claim
12 since this is an independent claimand since the exam ner’s
obvi ousness statenments regarding claim12 (see page 10 of the
answer) seemto involve the Wnkel reference only (although
the Fujii and Park references nay or may not be additionally
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relied upon). Adding to this confusion is the exam ner’s
stated rejection of claim13 (which depends fromclaim 12) “as
bei ng unpat ent abl e over Jacoby et al. and Jacoby under 35
Uus.C
8§ 103" (answer, page 10; enphasis added). This rejection is
i nconsi stent with the examner’s previously quoted statenent
that clainms 9 through 14 “stand rejected as bei ng unpatentabl e
on the sane art as relied on in the previously discussed
rejections of claim1-8, with the exception of Fujii et al.
and Park et al..” This is because none of the “previously
di scussed rejections of clainms 1-8" is based upon the “Jacoby
et al. and Jacoby” references applied against claim13.

For the above stated reasons, the exam ner must clarify
the file record for this reexam nation proceeding (e.g., via a
suppl enental exam ner’s answer) in such a manner as to clearly
and conpletely list all clains subject to a given rejection
and to clearly and conpletely list all references applied in a
given rejection. To the extent that such a listing of clains
and references may differ fromthose thought by the appellant
to be at issue on this appeal (again see the | SSUES section of

the brief), the exam ner as a m ninmum nmust give the appell ant
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an opportunity for responding to the clarified |listing of
clainms and references relied upon by the examner in his
rejections. 1In short, the exam ner should conply with the
gui delines set forth in the Manual of Patent Exam ning
Procedure (MP.E.P.) 8 706.02(j) which enphasizes that “[i]t
is inportant for an exam ner to properly conmuni cate the basis
for a rejection so that the issues can be identified early and
the applicant can be given fair opportunity to respond”
(Revision 3, July 1997; page 700-17).

In addition to the foregoing, we observe that the
exam ner has proffered on this appeal an extrenely | arge
nunber of alternative rejections involving 12 different
references applied in a variety of differing conbinations. It
appears to us that the examner has again failed to conply
with guidelines set forth in the MP.E P., specifically, the
adnonition that “[p]rior art rejections should ordinarily be
confined strictly to the best available art” and that
“ImMerely curmul ative rejections ... should be avoi ded” (8
706. 02; Revision 3, July 1997; page 700-10). It follows that
the examner, in effecting the clarification required above,
should strictly confine his prior art rejections to the best

6



Appeal No. 97-0109
Reexam nati on Control No. 90/003, 598

avai l abl e prior art and should avoid rejections which are

nerely cunul ative.
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This application, by virtue of its “special status”,
requires an i medi ate action; see MP.E.P. § 708.01(d)
(Revision 3, July 1997). It is inportant that the Board be

pronptly informed of any action affecting the appeal in this

case.
REMANDED
EDWARD C. KI M.I N )
Adm ni strative Patent Judge)
)
)
ANDREW H. METZ ) BQOARD OF
PATENT

Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES

)

)
BRADLEY R GARRI'S )

Adm ni strative Patent Judge)
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