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This is an appeal pursuant to 35 U . S.C. § 134 from
the final rejection of clainms 1 through 7, all clains pending

in this application.

Representative clainms 1 and 7 are reproduced bel ow

1. A method to hydrogenate a pol ynmer contai ni ng
et hyl eni ¢ unsaturation conprising the nethod conprising the
st eps of:

provi ding a solution or suspension of the pol yner
containing ethylenic unsaturation with an anount of G oup VIII
nmet al al koxi de or carboxyl ate and netal al kyl hydrogenation
catal yst effective to permt hydrogenation of the ethylenic
unsat urati on upon exposure to hydrogen;

exposi ng the polynmer solution or suspension to a
hydrogen partial pressure for a tinme period sufficient to
hydr ogenat e greater than about 90 percent of the ethylenic
unsat uration

addi ng additional Goup VIII netal al koxide or
carboxyl ate and netal al kyl hydrogenation catalyst to the
pol ymer sol ution or suspension after greater than about 90
percent of the ethylenic unsaturation has been hydrogenat ed,
t he amount of additional Goup VIII netal al koxide or carbox-
yl ate and nmetal al kyl hydrogenation catal yst effective to
i nprove separation of hydrogenation catal yst nmetal fromthe
pol ymer sol ution;

m xi ng the hydrogenat ed pol ynmer sol ution or suspen-
sion with additional Goup VIII netal al koxide or carboxylate
and netal al kyl hydrogenation catal yst with an aqueous sol u-
tion of an acid; and
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separating a hydrogenated pol ynmer solution or sus-
pensi on that contains |ess than about 0.8 percent by wei ght
wat er fromthe aqueous sol ution.

7. The nmethod of claim1l wherein the netal is a
ni ckel al kyl,! and the additional amount of Group VIII neta
al koxi de or carboxyl ate and ni ckel al kyl hydrogenation cat a-
| yst is about 60 ppm by wei ght of nickel based on the pol yner
sol uti on.

Appeal ed clains 1 through 6 stand rejected under 35
U S C 8§ 112, second paragraph. Appealed claim?7 stands
rejected under 35 U. S.C. 8§ 112, first paragraph, “witten
description requirenent.” No prior art rejections are before
us.

W reverse.

The subject nmatter on appeal is directed to a nethod
to hydrogenate pol ynmers containing ethylenic unsaturation
wherein the residue of the hydrogenation catalyst is renoved
by aqueous acid extraction | eaving a separated hydrogenated
pol ymer sol ution or suspension that contains |ess than about

0.8 percent by weight water fromthe aqueous acid sol ution.

As explained in appel- lants’ specification, effective separa-

1 “Nickel alkyl” is a msnomer and shoul d be corrected
before further action is taken in this application.
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tion of water fromthe hydrogenated pol ynmer solution or sus-
pension (referred to as a “polyner cenment”) is necessary for
the effective renoval of netals (catalytic nmetal residues)
because such netals are often concentrated in a small anount
of water entrained within the polyner cenent. See the speci-
fication at page 2, lines 15-22.

Appel  ants’ nethod requires exposing a polynmer solution or
suspensi on contai ning a known hydrogenation catalyst, i.e., a

Goup VII'lI netal al koxide or carboxylate and netal al kyl such

as the reaction product of nickel 2-ethyl-hexanoate with
triethylalumnum to a partial pressure of hydrogen for a tine

sufficient to hydrogenate greater than about 90 percent of the

ethyl enic unsaturation. Thereafter, additional hydrogenation

catalyst is added to the “greater than 90 percent” hydroge-
nat ed pol yner solution or suspension in an anmount “effective
to i nprove separation of hydrogenation catalyst nmetal fromthe
pol ymer solution” (claiml, lines 13-15), and the resulting

hydr ogenat ed pol ynmer solution is mxed with an aqueous acid
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solution for extraction of the hydrogenation catal yst netal s
(and residues). The final step of the clained process involves
t he separation of the hydrogenated pol ynmer solution fromthe
aqueous acid extraction sol ution.

In rejecting appealed clains 1 through 6 under the

second paragraph of 35 U.S.C. §8 112, the exam ner contends

that the claimlanguage “the anmpunt of additional Goup VIII
nmet al al koxi de or carboxyl ate and netal al kyl hydrogenation
catal yst effective to i nprove separation of hydrogenation
catal yst metal fromthe polynmer solution” in the “adding” step
of appealed claim1l renders the claimindefinite, because a
“particular amount” is not specified. Further, the exam ner
expl ains that appealed clains 1 through 6 are indefinite since

undue experinentations are required to one

of ordinary skill in the art at the tinme of

invention to determ ne the said anmount of

addi ti onal catal yst which depends on many

reacti on parameters (such as pressure,

tenperature or an initial amount of a cata-

lyst) which are absent in the clains (em
phasi s added).

See the answer at page 4.
Al t hough the examiner’s rejection is predicated on
the second paragraph of 35 U S.C. § 112, i.e., “indefinite-
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ness,” he inplicitly speaks of a first paragraph 35 U.S.C. §

112 requirenent, i.e., “enablenment,” which requires that the
specification teach those in the art to nake and use the

i nvention w thout “undue experinentation.” |n re Vaeck,

947 F.2d 488, 495, 20 USPQ2d 1438, 1444 (Fed. Gr. 1991). |In

simlar circunstances, in In re Borkowski, 422 F.2d 904, 909,

164 USPQ 642, 646 (CCPA 1970), the court instructed that
it should be nmade clear exactly which of
the several requirenents of § 112 are
t hought not to have been net. 1Is the claim

unclear or is the specification’s
di scl osure i nadequate to support it?

Mor eover, in Borkowski, 422 F.2d at 909, 164 USPQ at 645,
the court stated that since the rejection of the clainms was
predi cated only on criticisns of the
di scl osure portion of the specification, we
do not see how they are relevant to that
portion of the second paragraph of 8§ 112
from whi ch the exam ner was quoting
which, as later stated by the Borkowski court, is essentially
a requirenent for “precision and definiteness” of claim
| anguage. Simlarly here, we fail to see the rel evance of the

exam ner’ s “undue experinmentation” argunments and criticisnms to
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his stated 35 U.S.C. § 112, second paragraph, rejection.

Respecting the exam ner’s contention that the clains are

i ndefinite because a particular anount of added
hydrogenation catal yst is not quantitatively defined, we point
out that the anount of catalyst added is functionally limted
in appellants’ clainms to an anount which is “effective to

i nprove separation of hydrogenation catal yst nmetal fromthe
pol ymer solution.” There is nothing “intrinsically wong”
with the use of functional |anguage in drafting patent clains.

In re Swinehart, 439 F.2d 210, 212, 169 USPQ 226, 228 (CCPA

1971). It is thus apparent that the exam ner has failed to
meet his burden of establishing that appealed clains 1 through
6 do not particularly point out and distinctly claimthe
subj ect matter which appellants regard as their invention. W
reverse this rejection

We al so reverse the examner’s rejection of appeal ed
claim7 under 35 U.S.C. § 112, first paragraph, “witten
description requirenent.” The exam ner contends that the
cl ai m | anguage i n appealed claim 7 which defines the anount of

t he added catal yst as “60 ppm by wei ght of nickel based on the
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pol ymer sol ution” does not have support in the originally
filed specification, because “Sanples C, D and E’ in the Table
on page 8 of the specification do not expressly describe the
per cent age of hydrogenation that has been effected at the tine
this additional anount of nickel hydrogenation catalyst is
added to the hydrogenated polynmer solution. As appellants
enphasize in their brief, Sanmples C, D and E are originally
descri bed as “exanples of the present invention”
(specification, page 8, |ines 25-27), and based on the
original clainms, the abstract, and the descriptions in the
specification at page 3, lines 4-6, and page 5, lines 20-23,
the “present invention” referred to at page 8, lines 26 and
27, of the specification is necessarily a process wherein the
hydr ogenati on exceeds 90 percent of the ethylenic unsaturation
when additional catalyst is added. Based on the factual
record before us, we conclude that the application, as
originally filed, reasonably conveys to a person of ordinary
skill in this art that appellants had possession of the |ater
cl ai med subject matter defined by appealed claim7. Thus,

this rejection is al so reversed.
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The decision of the exam ner i s reversed.

REVERSED

WLLIAMF. SM TH
Adm ni strative Patent Judge
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