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(2) is not binding precedent of the Board.
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! Application for patent filed January 25, 1995. Accord-
ing to Appellants, the application is a continuation of Appli-
cation 08/232,320, filed April 25, 1994, abandoned; which is a
conti nuation of Application 07/648,113, filed January 31,

1991, abandoned.
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FLEM NG Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejec-
tion of claims 1 through 19, 24 and 25, all of the clains
pending in the present application. Cainms 20 through 23 are
wi t hdrawn from consi derati on.

The invention relates to a dual path conputer con-
trol systemfor regulating the operation of a periphera
devi ce associated with a conputer system Appellants disclose
on page 8 of the specification that Figure 1 is a bl ock dia-
gram of a conputer system having a dual path control system
construct ed I n accordance with the teachings of the present
i nvention. Furthernore, Appellants disclose that Figure 2 is
a schematic diagramillustrating the interconnections between
the host conputer and the independent control circuit of
Figure 1 as well as the interconnections between the conpo-

nents of the independent control circuit. On page 9 of the
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speci fication, Appellants disclose that Figure 1 shows the
I ndependent control circuit 10 which is connected in paralle
wi th host conmputer 12, thereby enabling the two to operate
simul taneously. On page 11 of the specification, Appellants
di scl ose that Figure 2 shows the dual path conputer contro

systemin greater detail. In particular,

Figure 2 shows that the independent control circuit 10 in-
cludes a state machine 32 which enabl es the i ndependent con-
trol circuit 10 and the host conputer 12 to operate sinulta-
neously.

I ndependent claim 1l is reproduced as foll ows:

1. A conputer system conpri sing:

a host conputer;

an i ndependent control circuit;

a peripheral device having inputs electrically
connected to an out put of said host conputer and to an out put
of said independent control circuit, respectively;

a single input nmeans for generating control signals
to be input to said peripheral device and data and contro

signals to be input to said host conputer;

means havi ng an input connected to an output of said
single input nmeans and out puts connected to said i ndependent
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control circuit and said host conputer, respectively, and
responsive to recei pt of signals fromsaid single input neans
for directing said peripheral device control signals to said
i ndependent control circuit for processing and for directing
said host conputer data and control signals only to said host
conmput er for processing;

nmeans connected between sai d i ndependent contro
circuit and said peripheral device for transmtting contro
signal s produced by said processing of said peripheral device
control signals by said independent control circuit to said
peri pheral device; and

wherei n said i ndependent control circuit is not
subject to control by said host conputer

The Exami ner relies on the follow ng references:

Gl braith 3, 936, 600 Feb. 3, 1976
Niim 4,184, 400 Jan. 22, 1980
Kai ser et al. (Kaiser) 4,942, 606 July 17, 1990
DeLaTorre 5, 088, 378 Feb. 18, 1992
Raasch et al. (Raasch) 5,237,692 Aug. 17, 1993

Clainms 1 through 17, 19, 24 and 25 stand rejected
under 35 U. S.C. 8 103 as bei ng unpatentable over Raasch in
view of Galbraith. dains 9 through 17, 19 and 25 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Raasch in view of Galbraith, further in view of Kaiser. Caim
18 stands rejected under 35 U . S.C. § 103 as bei ng unpatentabl e
over Raasch in view of Gal braith and Kaiser, further in view

of Niim.
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Rat her than reiterate the argunents of Appellants
and the Exam ner, reference is made to the brief? and answer

for the respective details thereof.

CPI NI ON
W will not sustain the rejection of clains 1
t hrough 19, 24 and 25 under 35 U . S.C. § 103.
The Exami ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one

having ordinary skill in the art would have been led to the

cl ai med i nvention by the express teachings or suggestions
found in the prior art, or by inplications contained in such
teachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,
217 USPQ 1, 6 (Fed. Cr. 1983). "Additionally, when

det ermi ni ng obvi ousness, the clainmed invention should be

2 W note that Appellants' appendix found in the brief
incorrectly sets forth claim1l4. As anended by Anendnent B,
the words "peripheral device controlling"” are del eted.
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consi dered as a whole; there is no legally recognizable
"heart' of the invention." Para-Ordnance Mg. v. SGS

| nporters Int'l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
1239 (Fed. Cir. 1995), cert. denied, 117 S.C. 80 (1996)
citing W L. Gore & Assoc., Inc. v. Grlock, Inc., 721 F. 2d
1540, 1548, 220 USPQ 303, 309 (Fed. Cr. 1983), cert. denied,
469 U. S. 851 (1984).

Clainms 1 through 17, 19, 24 and 25 stand rejected
under 35 U.S.C. § 103 as bei ng unpatentabl e over Raasch in
view of Galbraith. On page 5 of the brief, Appellants argue
that neither Raasch nor Gal braith teaches or suggests
nodi fyi ng the Raasch systemto allow direct control of the
peri pheral devices by the keyboard. Appellants further argue
that the Exam ner failed to clearly state exactly how
Gal braith's teaching would be used to nodify the Raasch
system

The Federal Circuit states that "[t]he nere fact
that the prior art nay be nodified in the manner suggested by

t he
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Exam ner does not make the nodification obvi ous unl ess the

prior art suggested the desirability of the nodification." In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQRd 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. G r. 1984). "Qoviousness nay not be
est abl i shed using hindsight or in view of the teachings or
suggestions of the inventor." Para-Ordnance Mg., 73 F.3d at
1087, 37 USPQR2d at 1239, citing W L. CGore, 721 F.2d at 1551,
1553, 220 USPQ at 311, 312-313.

Upon our review of the references relied upon by the
Exam ner, we fail to find any suggestion or reason to nodify
the Raasch systemso as to allow the host conputer not to
control the independent control circuit. In colum 1 of
Raasch, |ines 5-14, Raasch teaches that their invention
relates to facilitating control wthin Industrial Standard
Architecture (1SA). Specifically, the invention involves a
peri pheral controller which enul ates the functions of
conventional peripheral controllers and interrupt controllers
wi thin the peripheral controller which generates internal

interrupts in response to a nunber of devices connected to the
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| SA conputer. Raasch teaches that the peripheral controller

enters a | ow power node of

operation while it awaits an interrupt from various devices,
rat her than actively polling these devices to determ ne which
devi ce or devices need service. In colum 1, |ines 53-58,
Raasch teaches that in | aptop conputers in which power
consunption is critical, it is inportant to consider any way
to reduce the power consunption. 1In colum 2, lines 6-14,
Raasch di scl oses that conventional designs provide that the
peri pheral controller continuously polls various devices to
determine if any data transferred fromthe keyboard is

requi red. Power is unnecessarily consunmed in these active
polling processes. In colum 2, lines 50-57, Raasch teaches
that they have solved this unnecessary power consunption by
utilizing nmenory mapped address decode architecture. 1In
colum 2, line 63, through colum 3, line 4, Raasch discl oses
that their invention provides an interrupt controller for an
i nterrupt driven peripheral controller for use in a host

I ndustrial Standard Architecture conpatible conputer system
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wherei n the peripheral controller has a core m croprocessor
configured to receive at |east one interrupt and capabl e of
operating in a | ow power node while awaiting interrupts, and
al so has addressabl e nenory space.

On the other hand, Galbraith is concerned with a
conpletely different problem In colum 1, lines 5-50,

Gal braith

teaches that the problemin the prior art is that electronic
data processi ng equi pnent designed to operate with information
data in parallel is generally not conpatible with electronic
data processing equi pnent designed to transmt and receive
informati on data serially. 1In colum 1, lines 52-63,

Gal braith teaches that their invention overcones this problem
by providing an el ectronic asynchronous buffered interface
circuit between the central data processing unit, which
communi cates in serially coded ASCII, and a data term na
conprising a printer and keyboard both of which are desi gned
to operate with infornmation data in parallel. 1In colum 2,

lines 39-54, Galbraith refers to Figure 1 which shows a
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central data processing unit 10 and an interface 12 inter-
connected by a transmssion line 14. The interface 12 is
connected to a printer 16 and a keyboard 18 by neans of a
transm ssion lines 20 and 22, respectively. Electronic data

i nformati on exchanged between the central processing unit 10
and the interface 12 through the transmssion line 14 is a
standard serial transmtted ASCI| data format. The electronic
data information that is transferred fromthe keyboard 18 to
the interface 12 and fromthe interface 12 to printer 16
through the data transm ssion lines 22 and 20, respectively,

are in parallel.

Gal braith teaches in colum 2, lines 55-58, that Figure 2
shows

the architecture of the data term nal of the invention and

i ndicates the flow of data and control signals between the
vari ous conponents which are represented schematically. In
colum 3, lines 9-21, Galbraith teaches that interface 12
shown in Figure 2 is capable of operating in a |ocal node and

an on-line node. Control neans 42 acts as a switch to

10
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connect the keyboard and printer directly, a |local node, or to
connect the keyboard via the host conputer to the printer 16,
an on-1line node.

Thus, Raasch is concerned with an interrupt driven
peri pheral controller for use in an Industry Standard
Architecture conpatible conputer in order to mnimze power
consunption. Galbraith, on the other hand, is concerned with
an asychronous buffered interface for interconnecting a data
processi ng appar atus adapted to comunicate in serially coded
ASCI| data format and a term nal conprising the printer and a
keyboard, both of which are adapted for data comruni cation in
parallel format. W note that the Exam ner has not expl ai ned
how Raasch's interrupt controller is to be nodified by
Gal braith's keyboard-printer termnal interface. W fail to

find any reason

or suggestion to use the teaching of Galbraith in the Raasch
interrupt controller. Therefore, we will not sustain the
Exam ner's rejection of clains 1 through 17, 19, 24 and 25.

Cainms 9 through 17, 19 and 25 stand rejected under

11
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35 U.S.C. 8 103 as being unpatentabl e over Raasch, Gal braith,
and in view of Kaiser. W note that the Exam ner is using the
sanme reasoni ng as above to conbi ne Raasch and Gal braith. W
will not sustain this rejection as well for the sane reasons
as above in that we find no reason or suggestion to nodify
Raasch with the Gal braith teachings.

We have not sustained the rejection of clains 1
through 19, 24 and 25 under 35 U. S.C. § 103. Accordingly, the

Exam ner's decision is reversed.

REVERSED
JERRY SM TH )
Adm ni strative Patent Judge )
)
)
)  BOARD OF
PATENT
M CHAEL R. FLEM NG ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES
)
)
)
JAMES T. CARM CHAEL )
Adm ni strative Patent Judge )
VRF: psb
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Jerry T. Sewel |

Knobbe Martens O son & Bear
620 Newport Center Drive

Si xt eent h Fl oor

Newport Beach, CA 92660

LLP
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