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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore SCHAFER, Vice Chief Adnmi nistrative Patent Judge,
McCANDLI SH, Seni or Adm ni strative Patent Judge, and LYDDANE
Admi ni strative Patent Judge.

McCANDLI SH, Seni or Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s

rejection of clains 1 through 59 in this application for

! Application filed July 1, 1993, for Reissue of U S
Pat ent No. 4,237,584, based on Application 05/915, 466, filed
June 14, 1978. According to appellant, Reissue Application
087,118 is a continuation of Application 07/857,956, filed
March 26, 1992, now abandoned.
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rei ssuing appellant’s Patent No. 4,237,584. No other clains are
pending in the application.

The invention disclosed in appellant’s ‘584 patent rel ates
to a hose clanp (defined as a clanp structure in the original
patent clainms and the reissue application clains before us on
appeal) in the formof a band having formations (16, 24) for
securing the free ends of the band together such that the band
encircles the hose or other hose-like object. The clanping band
is also formed wwth a deformable ear (21) which is contractible
by use of a tool to tighten the band around the hose. A radially
of fset portion (21c) of the deformable ear defines a circum
ferential gap. According to original patent claim1, a neans
formng a part of the clanp “effectively bridges the gap to
prevent squeezing out of any material of the hose-like object
into the gap.”

A copy of the appealed clains is appended to this decision.
In the appended cl ai ns, the added subject matter has been
underlined, and the del eted subject matter has been bracketed
pursuant to the requirenents of 37 CFR 8§ 1.121(e) and 37 CFR
8 1.173 to show the additions and del etions made to the original

pat ent . ?

2 1n the copy of the appeal ed clains appended to appellant’s main brief,
appel l ant has onitted the underlining and bracketing required by 37 CFR
8§ 1.121(e) and 1.173. The omi ssion of the underlining and bracketing
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Appel lant’ s * 584 patent was granted on Decenber 9, 1980 with
42 clainms, of which clainms 1, 31, 38 and 39 are independent
clains. The reissue proceedings culmnating in this appeal
comenced with the filing of appellant’s parent reissue
application Serial No. 857,956 on March 26, 1992. The clains in
the parent ultimately were finally rejected under 35 U. S. C
8§ 251. Rather than appealing that rejection, appellant elected
to file the continuation reissue application now before us.

In appellant’s parent and continuation applications,
extensi ve anendnents were made to a nunber of the original patent
clainms including all of the independent clains in the original
patent. Several new clains were al so added to the parent and
continuation reissue applications as filed. In addition, a total
of five reissue declarations were filed: (1) the declaration
which was filed with the parent reissue application on March 26
1992, (2) a supplenental declaration filed in the parent reissue
application on January 22, 1993 with an anendnent in response to
the examner’s rejection under 8 251 in the first office action,
(3) the declaration which was filed with the subject continuation
rei ssue application on July 1, 1993, (4) a suppl enental

declaration filed in the continuation application with an

precl udes a conparison of the old and new clainms as provided for in 37
CFR § 1.173.
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anendnent on March 7, 1994 in response to the exam ner’s
rejection under 8 251 in the first office action in the
continuation, and (5) a further supplenental declaration filed in
the continuation application with an amendnent on Cctober 5, 1994
in response to the examner’s rejection under 8 251 in the office
action dated May 9, 1994. All of these reissue declarations were
subscri bed by the naned i nventor, Hans Ceti ker.

In the declarations filed with the parent reissue
application and the instant, continuation application, appellant
has averred that he erroneously clainmed “nore or |ess” than he
had a right to claimin his original patent. In particular, in
t he rei ssue decl arati on whi ch acconpani ed the parent application,
appel I ant st ates:

[t]hat | verily believe the original patent to be

whol ly or partly inoperative or invalid by reason of

claimng nore or less than | had the right to claimin

the aforesaid patent by failing to claimcertain

details of the clanmp structure shown in Figures 1-10,

now set forth in clainms 43-51, dependent directly and

indirectly on original patent claim1 and in additional

clainms 52-56, and by failing to specify in clains 1 and

31 that the gap underneath the ear is bridged by the

substantially full band wdth of the underlying band

portion as shown in Figures 5 and 10 and as al so

described in colum 6, |lines 58-68 and colum 8, |ines
42-45. [ Enphasi s added. ]

Simlarly in the rei ssue declaration which acconpanied the

i nstant continuation application, appellant states:
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[t]hat | verily believe the original patent to be
wholly or partly inoperative or invalid by reason of
claimng nore or less than | had the right to claimin
the aforesaid patent by failing to claimcertain
details of the clanp structure shown and disclosed in
said patent and by reason of sone informalities in the
claims, as wll become nore apparent fromthe
foll ow ng. [Enphasis added.]

Clains 1 through 59 stand rejected under 35 U S.C. 8§ 251 “as
bei ng based on a defective reissue declaration” (answer, page
5%). Al of the other rejections introduced by the exanmi ner in
the exam nation of this continuation reissue application,
including the rejection of clains 39, 52, 53 and 56 under
35 U S.C 8§ 102(b), have been withdrawn by the exam ner prior to
this appeal. Accordingly, the only issue before us is the
propriety of the exam ner’s rejection under § 251.

In support of his rejection under 8 251, the exam ner states
on page 5 of the answer that the reissue declaration which
acconpanied the instant application is defective because it
“fails to particularly specify the errors and/or how the errors
relied upon arose or occurred as required under 37 CFR
8§ 1.175(a)(5).” Inplicit in this ground for the rejection is the
position that the other reissue declarations do not rectify the

shortcom ngs of the reissue declaration which acconpani ed the

5 In nunbering the pages in his answer, the exam ner skipped the page
foll owi ng page 2. The page nunbers referred to in this decision are
t hose as nunbered by the exam ner.
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i nstant application. In the unnunbered page foll ow ng page 2 of
t he answer (see note 3), the exam ner specifically held that the
statenent of the error in the supplenental declaration filed
March 7, 1994 was unaccept abl e.

The exam ner al so considers the reissue declarations to be
def ecti ve because, as noted on page 3 of the answer, certain
amendnents were nmade to clains 1, 17, 25 and 39 after the | ast
suppl emental declaration was filed in the subject application and
therefore were not addressed in any of the reissue declarations.
The exam ner particularly considers the |ast suppl enental
declaration filed Cctober 5, 1994 to be defective because it does
not address amendnents made to clains 39 and 52 subsequent to the
anendatory paper filed March 7, 1994. The exam ner al so
consi ders the supplenental declaration filed COctober 5, 1994 to
be deficient because it contains an incorrect statenent of the
amendnent made to claim 18. Reference is made to the examner’s
answer for further details of his rejection.

In support of his position that the standing 8 251 rejection
shoul d be reversed, appellant argues:

The PTO s promul gation and/or interpretation and

i npl enentation of 37 CF.R 8 1.175, especially by

t hose responsible in each G oup for reissue procedures

is in clear conflict with the statutory intent, not to

mention the plain, sinple |anguage of the statute which

does not support nor even suggest the chicanery of the
PTO s present procedural inpedinments to anyone seeking
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to invoke the benefits of the renedial provisions of

8 251. In the absence of evidence to the contrary at

this time, it nust be assuned that the present

i npl enmentation of 8 251 by 37 CF. R 8 1.175 by those

responsible in the different G oups represents the

official policy of the PTO . . . . [Miin brief, page

10.]

As we understand appellant’s position as quoted supra,
appel l ant contends that the Comm ssioner of the Patent and
Trademark O fice (PTO exceeded his authority under 35 U S. C
8§ 6(a) in establishing the regulations in 37 CFR § 1.175(a).
Appel lant is al so understood to contend that in applying 8 251 of
the patent statute and 8§ 1.175(a) of the Federal regulations, the
exam ner exceeded the authority conferred upon himby Title 35 of
the patent statute and Title 37 of the Federal regul ations by
i nposi ng unreasonabl e requirenents not required by the statute or
t he regul ati ons.

Wth particular regard to the | anguage “nore or |ess” used
to describe the statutory error in the reissue declarations which
acconpani ed the parent and continuation reissue applications,
appel Il ant contends on page 21 of the main brief that the use of
this equivocal statenment in its disjunctive formnot only
corresponds to the “exact | anguage of the statute but had [sic,

has] been accepted for many years and is quite adequate and

proper for reissue applications.”
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Finally, in traversing the examner’s “objection to the
rei ssue declaration for failure to particularly specify the
errors relied upon, as required under 37 CF.R 8§ 1.175(a)(5)”
(main brief, page 21), appellant argues inter alia:

The contention of defectiveness of the reissue

decl aration on that ground is not only m spl aced but

i ndi cative of the harassnment to which reissue
applicants are subjected under the present PTO
practices. It is sinply unreasonable to demand of an
applicant nore than fifteen (15) years later to
remenber how an error occurred. Moreover, it should be
self-evident that the error(s) would have never
occurred if there had been an awareness at the tine it
or they did occur. How can anyone specify how the
error occurred when no awareness existed at the tinme?
Equally irrelevant is how or when the defects were

di scovered because the statute does not say anything
pertaining to tineliness of an applicant’s action. In
re Oda, supra. In the instant continuation application
as also in the parent application, the declarations
acconpanying the originally filed application papers
point out that the defects were noticed by applicant’s
attorney who reviewed the “original patent” for
possi bl e infringenment in the course of a “recent
review which had been authorized by applicant “several
nont hs” prior to the filing of the original reissue
application. This is all that is necessary to qualify
for a reissue patent [enphasis in the original; main
brief, pages 21-22].

We have carefully considered the issues raised in this
appeal together with the examner’s remarks and appel lant’s
argunents, including those outlined supra. However, we find no

reversible error in the examner’s rejection of the appeal ed
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clains. W wll therefore sustain the standing rejection of the
appeal ed cl ai ns under § 251.

The circunstances justifying reissue of a defective patent
are stated in 35 U S.C. § 251 as foll ows:

Wenever any patent is, through error w thout any

deceptive intention, deenmed wholly or partly

i noperative or invalid, by reason of a defective

specification or drawi ng, or by reason of the patentee

claimng nore or less than he had a right to claimin

the patent, the Comm ssioner shall, on the surrender of

such patent and the paynent of the fee required by |aw,

rei ssue the patent for the invention disclosed in the

original patent, and in accordance with a new and

amended application, for the unexpired part of the term

of the original patent. No new matter shall be

introduced into the application for reissue.

None of the reissue declarations filed in the parent
application or the instant, continuation application states that
the error for which the reissue is sought resides in a defective
specification or drawing. Instead, the only statutory error
alleged in the reissue declarations focuses on the scope of the
original patent clainms in appellant’s ‘584 patent.

The expression “nore or less than he had a right to clainf
in 8 251 refers to two different, alternative types of
correctabl e reissuable error involving the scope of the subject
matter clainmed in the original patent. Hewlett-Packard Co. v.

Bausch & Lomb Inc., 882 F.2d 1556, 1564-65, 11 USPQ2d 1750, 1757
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(Fed. Cir. 1989). The Hewlett-Packard court described these
alternatives as foll ows:

On the first part, the precedent of this court is
that the expression “less than he had a right to claint
generally refers to the scope of a claim See, e.g.,
In re Wesseler, 367 F.2d at 847, 151 USPQ at 346
(patentee clainmed “less than he had right to claini and
sought “reissue to enlarge the scope of the patent
clains”); In re Handel, 312 F.2d 943, 945-46 n.2, 136
USPQ 460, 462 n.2 (CCPA 1963) (statutory sense of
“less” is subject matter included within the clains).
Thus, that provision covers the situation where the
claims in the patent are narrower than the prior art
woul d have required the patentee to claimand the
pat ent ee seeks broader clains. Conversely, the
alternative that the patentee clained “nore . . . than
he had a right to clainf cones into play where a claim
is too broad in scope in view of the prior art or the
specification and the patentee seeks narrower clains.

[ 1d. at 1564-65, 11 USPQ2d at 1757].

By equivocally stating that the error was one of claimng
“nore or less” than he had a right to claimin the original
patent wit hout choosing one of the two different types of
rei ssuable error in any of the reissue declarations, appellant
raises two maj or issues: (1) whether such an equivocal statenent
of the error is sufficient as a matter of law to support
rei ssuance of the original patent and (2) assum ng arguendo t hat
it is, whether the outcone of the decision on this appeal is
sonehow altered as a result of stating the error in the

alternative as appellant has done here.

-10-



Appeal No. 96-4146
Application 08/087,118

Appel lant cites no authority to support his argunent on page
21 of the main brief that the equivocal statenent “nore or |ess”
is “adequate and proper for reissue applications.” Furthernore,
the exam ner’s viewpoint and interpretation of this | anguage are
not bi ndi ng upon us.

Contrary to appellant’s argunent that the equivocal |anguage
is adequate, the public is entitled to be put on notice as to the
particular error which a patentee seeks to correct by reissue
W thout in sonme way inposing a degree of uncertainty as to the
specific nature of that error. See, generally, In re Graff, 111
F.3d 874, 877, 42 USPQR2d 1471, 1473-1474 (Fed. Cr. 1997). In
the present case, however, appellant’s use of the disjunctive
| anguage “nore or less” in the reissue declarations which
acconpani ed the parent and continuation applications, does not
exclude the possibility that, despite the statutory prohibition
in 8§ 251 agai nst a broadening reissue in the application at bar,*
appel l ant is seeking a broadened rei ssue.® Because of this
di sjunctive | anguage, the public has inadequate notice as to the

specific type of error and is left with the uncertainty as to

4 According to the fourth paragraph of § 251, no reissued patent shall
be granted enlarging the scope of the clains of the original patent

unl ess applied for within two years fromthe grant of the original
patent. |In the present case, appellant’s parent reissue application was
filed long after this two-year period.

5 See our new ground of rejection infra.
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whet her the pending application is for a broadened reissue or a
narrowed reissue.

In our view, the part of 8 251 dealing with the error is not
intended to nerely be repeated verbatimin its entirety in a
rei ssue declaration or oath. Conpliance with the reissue section
of the statute should not becone a neani ngl ess exercise of nerely
parroting the provisions of 8 251 without indicating which of the
rei ssuable errors an applicant seeks to overcone by way of a
rei ssue. Hewlett-Packard Co. v. Bausch & Lomb Inc., 882 F.2d at
1565, 11 USPQ2d at 1758 (“[A] reissue applicant does not nake a
prima facie case of error in conduct nerely by submtting a sworn
statenent which parrots the statutory |anguage.”). Thus, nerely
repeating the disjunctive statutory | anguage (i.e., “nore or
| ess”), as appellant has done here, inproperly creates an
anbi guity which deprives the PTO and the public of appropriate
notice as to the specific type of error which the patentee seeks
to correct by a reissue.

Wi |l e appellant may gain the benefit of avoiding an
unequi vocal adm ssion that he clainmed nore than he had a right to
claimin the original patent by using the equivocal |anguage
“nore or less” in the reissue declarations, he may not do so at

t he expense of depriving the exam ner and the public of an
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unequi vocal statenent of the specific error for which the reissue
is sought. Having failed to positively and unequi vocally specify
the statutory error for which a reissued patent is sought in any
of the reissue declarations, appellant has not satisfied the
provisions of 8§ 251. For this reason alone, the examner’s
rejection of the appeal ed clains under 8 251 is sustainable.

Adm ttedly, appellant’s counsel states on page 19 of the
mai n brief that appellant is “seeking a narrowed reissue
patent . . . .” Appellant’s counsel further suggests on page 26
of the main brief that statenents nade by hi mover his signature
during prosecution be considered “as if nmade under oath.”

Statenents nade by appellant’s counsel over his signature
but not under oath or declaration are not acceptable as a
substitute for or a supplenent to the oath or declaration
requi red under 37 CFR 8 1.175(a). The necessity for such an oath
or declaration is absolute. See In re Amos, 953 F. 2d 613, 616,
21 UsSP@@d 1271, 1273 (Fed. GCr. 1991). See, also, Green v. The
Rich Iron Co. Inc., 944 F.2d 852, 853, 20 USPQ@2d 1075, 1076 (Fed.
Cr. 1991) (“The inplenmenting regulations require reissue
applicants to file a statenent under oath or declaration . . .”7).

Even if it is assuned arguendo that stating the all eged

error regarding the scope of the original patent clains in the
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alternative (i.e., “nore or less”) wthout specifying which of
the two types of error appellant seeks to correct sonehow
satisfies the requirenents of 8 251, the outcone of this appeal
is not altered. If, on the one hand, it is assuned that the
error is one in which appellant clained | ess than he had a right
to claimin the patent, the rejection under 8§ 251 nust stand
because appellant’s rei ssue parent application identified supra
was filed nore than two years after the grant of the origina
patent. Appellant is therefore barred from obtaining a broadened
rei ssue. See note 4 supra.

If, on the other hand, it is assuned that the error is one
in which appellant clainmed nore than he had a right to claimin
the patent, the 8 251 rejection still nust stand because
appel l ant has not conplied with 37 CFR 8§ 1.175(a)(1)-(3) and (5)
for reasons stated infra. Thus, for either alternative appellant
cannot prevail on the record before us, requiring us to affirm
the examner’'s rejection under § 251.

Qur next order of business is to address appellant’s
argunent concerning the propriety of the Conm ssioner’s
“promul gation” of 37 CFR 8§ 1.175(a) as quoted supra. The only
relief which may arise fromappellant’s contention that the

pronmul gati on or establishnent of these regulations is “in clear
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conflict wwth the statutory intent” (main brief, page 10) is to
have them declared invalid to dispense with the need to conply
with them W obviously lack the authority to do so.

Nothing in Title 35 of the patent statute or Title 37 of the
patent regul ations enpowers this Board to rule on the validity of
any regulations formally established by the Conm ssioner of the
PTO under the authority conferred on himby 35 U S.C. §8 6
Certainly, nothing in the patent statute or the patent
regul ati ons enpowers this Board to rule on the issue of whether
t he Comm ssi oner exceeded his authority under the statute in
establishing 37 CFR 8 1.175 or any other regul ation, for that
matter.

| ndeed, the regulations or rules of practice, as they are
often called, in Title 37 of the Code are binding on this Board
unl ess and until they are held invalid by a properly constituted
hi gher authority. See Ex parte Miller, 124 USPQ 419, 423 (Bd.
App. 1959). Furthernore, these regul ati ons have the effect of
law until declared invalid by a properly constituted authority.
E.g-, In re Van Ornum, 686 F.2d 937, 944, 214 USPQ 761, 767 ( CCPA
1982). Piel v. Falkner, 426 F.2d 412, 415, 165 USPQ 708, 710

( CCPA 1970).
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Accordingly, as part of our review of the exam ner’s adverse
decision in this case, we are required on the record before us to
determine if appellant has conplied with the provisions of 37 CFR
§ 1.175(a). In fact, our review ng court has expressly required
this Board to determ ne whether an appellant has satisfied not
only the requirenments of 35 U.S.C. 8§ 251, but also the
requirenents of 37 CFR 8§ 1.175. In re Wilder, 736 F.2d 1516,
1518, 222 USPQ 369, 370 (Fed. Cir. 1984), cert. denied, 469 U. S.
1209 (1985)(“The first order of business for the board and for
this court is to determ ne whether appellants have satisfied the
requi renents of 35 USC 8251 and 37 CFR 1.175.7). As expl ai ned by
the court in Hewlett-Packard Co. v. Bausch & Lomb Inc., 882 F.2d
at 1565, 11 USPQ2d at 1758:

[ T] he statutory provision has been

i npl emrented and expanded by the PTO
regulations . . . which require an oath or
declaration with respect to both aspects of
error under section 251 and further require
an explanation as to how and when the error
i n conduct arose and how and when it was

di scover ed.

Furthernore, in Ball Corp. v. United States, 729 F.2d 1429,
1435, 221 USPQ 289, 293-294 (Fed Cir. 1984), the court enphasized
the requirenent that a reissue be adequately supported not by the

circunstances detailed in 35 U S.C. § 251, but also the

circunstances detailed in 37 CFR § 1.175:
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Rei ssue is an extraordinary procedure and nust be

adequately supported by the circunstances detailed in

35 U.S.C. 8251 (1976)"and in the inplenenting

regul ations, 37 CF. R 81.175 (1982). |[Footnote

omtted.]

In accordance with 37 CFR §8 1.175(a)(1), the reissue oath or
decl aration nust state the reasons why an applicant verily
believes the original patent to be wholly or partly inoperative
or invalid. In accordance with 37 CFR §8 1.175(a)(3), the reissue
oath or declaration nust specify the excess or insufficiency in
the clains where the applicant considers the original patent to
be inoperative or invalid by reason of claimng nore or |less than
he had a right to claimin the patent, and in accordance with
37 CFR 8 1.175(a)(5), the reissue oath or declaration nust
specify the errors relied upon, and how t hey arose or occurred.

According to In re Wittry, 489 F.2d 1299, 1302, 180 USPQ
320, 323 (CCPA 1974), the explanation of the errors in the
original patent clainms nust be reasonable. |In short, the reissue
oath or declaration nmust satisfy the requirements of 37 CFR
8§ 1.175(a) with a reasonabl e degree of specificity.

Comrenci ng on page 11 of the main brief, appellant has
conpl ai ned about various requirenents inposed by the exam ner
under 8 1.175(a) at various stages of the exam nation of the
parent application and the instant application, such as the duty

to disclose information material to patentability (see page 11 of
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the main brief), the “requirenent to explain the effect on the
scope of the clains” (main brief, page 13) and the requirenent
regarding identification of docunents in the reissue declaration
as set forth on page 13 of the main brief. To the extent that
appel l ant nmay be contending in substance that these requirenents
represent an inproper PTO “policy” (see, for exanple, pages 10
and 11 of the main brief) and that the exam ner’s conduct was
i nproper in making these demands under 8§ 1.175(a), such matters
are obviously beyond the scope of our authority to decide. See,
generally, In re Mindick, 371 F.2d 892, 894, 152 USPQ 566, 568
(CCPA 1967). This Board reviews the patentability decisions nade
by a primary examiner. 35 U S.C 8§ 7(4). It does not evaluate
the correctnes or error, or even the wi sdomof policies of the
Exam ni ng Cor ps.

More inportantly, the requirenents noted supra, which are
t he subject of appellant’s conplaint comrenci ng on page 11 of the
mai n brief, have been withdrawn by the exam ner prior to this
appeal. The question of the validity of these w thdrawn
requi renents is therefore noot. Thus, our focus in this appeal
is on the current grounds of rejection set forth in the
exam ner’ s answer and on the requirenents set forth in 37 CFR

§ 1.175(a).
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In the instant application as filed, anmendnents were nmade to
the original patent clains 1, 2, 4, 9, 14, 15, 17, 18, 22, 25
t hrough 28, 31, 35, 36, 38, and 39, and new rei ssue clains 43
t hrough 57 were added. During the course of prosecution of the
i nstant application, anmendnents were nmade to new clains 43 and
52, additional amendnents were nmade to clainms 1, 17, 25 and 39,
and new clains 58 and 59 were added.

In the second paragraph of the reissue declaration which
acconpani ed the instant application, we are told by appell ant
that under his authorization, his attorney reviewed the original
patent “in connection with possible litigation involving
infringement to determ ne [the] adequacy of coverage by the
[original] clains in the patent and conpliance with statutory
requi renents.” In the sane paragraph, appellant states that
“[ulpon review . . . he advised ne of the desirability to file a
rei ssue application and explained to ne the contenpl ated
changes.”

Nowhere in any of the reissue declarations which were filed
in the instant application and the parent application does
appel l ant state that those “contenpl ated changes” were intended
to rectify the reissuable error of having clainmed nore than he

had a right to claimor even the reissuable error of having
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clainmed less than he had a right to claim This deficiency al one
is sufficient reason to sustain the 8 251 rejection.

In the declaration which acconpani ed the instant
application, appellant conmences the third paragraph by stating
that “[t]he errors which were discovered in the course of the
af orenenti oned review by ny attorney and those which were
di scovered as a result of the prosecution of the [parent] reissue
application . . . are as follows: . . . .” However, rather than
describing or explaining the errors correctable by a reissue,
appel l ant sinply describes the anendnents nmade to the original
claims in the patent and the subject matter of the new cl ains
added in the instant, reissue application together with certain
reasons for making the amendnents and addi ng the new cl ai ns.

In particular, appellant states in the third paragraph of
t he decl aration which acconpani ed the instant application that
the foll ow ng anendnents were nmade to clainms 1, 22, 31 and 38 to
“improve the form” (enphasis added) of these clains: anending
claiml1l to recite “that it is the dianmetric dinension of the

clanp structure rather than the band neans which is produced by

def ormati on of the ear neans” (enphasis in the original),?®

6 This amendnment is open to two alternative interpretations. First, it
could be interpreted as narrowing claiml in the sense that it requires
the diametric dimension of the entire clanp structure to be reduced, not
just the band neans al one. Second, it could be interpreted as
broadening claim1 in the sense that the claimno | onger specifically
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further amending claiml1l to recite that the dianmetric reduction

of the clanp structure “is to be without projection in the

internal surface of the clanp structure” (enphasis in the
original), anmending claim?22 “by referring to term nol ogy as used
in claim20,” anmending claim 31 to include “changes discussed in
connection with claim1,” specifically by “referring to reducing

the dianmetric dinmension of the clanp structure and by referring

to the absence of internal projections in the internal surface of

the clanp structure” (enphasis in the original), anmending claim
38 “in a manner simlar to claiml by referring to the clanp

structure and the absence of projections in the internal surface

of the clanp structure” (enphasis in the original), and anmendi ng
claim39 “in a manner simlar to claim38.”

Appel l ant further avers in the third paragraph of the
rei ssue decl arati on which acconpani ed the instant application
that claim1l was further anended “to point out what is neant by
effectively bridging the gap which, according to the original
di sclosure, is to take place by substantially the full band w dth
of the inner band portion,” that claim?2 was anended “to avoid

redundancy with claim3,” that claim4 was anended “to correct an

requires the diametric dinmension of the band neans to be reduced. These
interpretations are also applicable to simlar amendnents made to clains
31 and 38. However, since this issue has not been raised by the

exam ner or briefed by appellant, we shall not entertain it now at this
| ate stage of the proceedings.
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informality noted by the Examner,” that claim9 was anended “to
avoid nultiple dependency of this claim” that claim 14 was
anended “to change its dependency fromclaim13 to claim 3,
necessitated by the change in dependency of claim4,” that claim
15 was anended “to avoid any question of |ack of antecedent,”
that claim 17 was anended “to avoid duplication with claim18,”
that clainms 25 and 36 were anended “to elimnate multiple
dependency,” that clains 26 and 28 were anended “to provide
correspondence in term nol ogy between parent and dependent claim
[sic, claims],” that claim 31 was further anmended “to add the
[imtations of the connecting and tightening neans,” that claim
31 was further amended “to include the |imtations how the
further neans are fornmed by sliding engagenent of one part of at
| east approximately fork-shaped configuration and by specifying
the location of the further nmeans so that the gap is bridged by
at least nearly the full band wi dth of the underlying band
portion,” and that clainms 25, 27 and 43 were anended “to avoid
any question of conpliance with 35 U.S.C. 8§ 112, second

par agr aph.”

In the third paragraph of the reissue declaration which
acconpani ed the instant application, appellant avers that the new
reissue clainms 43 through 51 were added “to cover sone of the
di scl osed details in conjunction with claim1” and further that
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the new rei ssue clains 43 through 57 were added “to provide a
nmore conpl ete coverage of the nentioned details of ny invention,
previously believed i nadequately covered by the clains of the
original patent.”

In the first anmendnent filed March 7, 1994 in response to
the first office action in the instant application, clains 39, 43
and 52 were anended, and new clains 58 and 59 were added.

The first supplenental declaration filed in the instant
application along with the first anmendnent on March 7, 1994, does
not address any changes in the original clainms or any of the new
clains. In this supplenental declaration appellant nerely states
that he did not claimin any of the clains in the instant reissue
application |l ess than he had a right to claimin the ‘584 patent.
The significance of this statenent or, nore particularly, the
| ack of any neani ngful significance of this statenent, wll be
addressed | ater on.

The second suppl enental declaration filed in the instant
application on Cctober 5, 1994, does not address the anmendnents
made to clainms 39 and 52 in the anendatory paper filed on the
sane date. Instead, this second suppl enental declaration
addresses the anmendnents nade in the anendatory paper filed
March 7, 1994. In particular, appellant avers in this second

suppl enental declaration that claim39 was anended in the
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anendat ory paper of March 7, 1994 “so as to avoid any

m sinterpretation and point out nore clearly the difference

bet ween the present invention which seeks to avoid any | eakages
whi ch are possible with the U S. Patent 1,221,425 to Drenel.” In
addi tion, appellant avers in this second suppl enental declaration
that claim52 was anended in the amendatory paper of March 7,
1994 “in a simlar manner and for simlar purposes.”

In the second suppl enental declaration filed Cctober 5,
1994, appellant states that claim4 was anended “to limt the
dependency of claim4 to only claim3,” that “claim 14 has been
anmended to be dependent on claim3, to maintain a scope of
protection not limted as a result of the anendnent to claim4,”
that “claim 17 was anended to include all of the Iimtations of
prior claim4 but dependent directly on claiml, i.e., seeking a
scope of protection which originally existed by the conbination
of only clains 1 and 4” and that “claim 18 was nade dependent on
claim17 to obtain a scope of protection corresponding to
original clainms 1, 4, 13 and 18.” Finally, in this second
suppl ement al declaration, the only explanation offered for the
addition of clains 58 and 59 is that they “were added . . . to
obtain specific protection for the limtation [sic].”

No ot her explanations are offered in any of the reissue

declarations filed in the instant application for the anmendnents
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to the original patent clains 1, 2, 4, 9, 14, 15, 17, 18, 22, 25
t hrough 28, 31, 35, 36, 38 and 39, the addition of the new

rei ssue clainms 43 through 59 or the amendnents to the newy added
clainms 43 and 52.

The reissue declaration filed with appellant’s parent
application and the suppl enental declaration filed in the parent
application present no additional reasons or explanations for the
amendnents to the original clains nentioned above or for the
addition of the new clainms. The supplenental declaration filed
in the parent application does not even refer to any specific
changes in the clained subject matter, and the reissue
declaration filed with the parent application nerely states that
certain anendnments were made to clains 1, 31, 38, and 39 to
i nprove the formof these clains, and that appellant clained
“nore or less than | had a right to claimin the [*584] patent by
failing to claimcertain details” set forth in clainms 43-56 and
further “by failing to specify in clainms 1 and 31 that the gap
underneath the ear is bridged by the substantially full band
wi dth of the underlying band portion . . .” It is noteworthy
t hat appel |l ant has chosen not to reaffirmthis statenent in any
of the reissue declarations filed in the instant application.
Moreover, the reissue declarations fail to specify the reasons

for these failures as required by 37 CFR 8 1.175(a)(1). The nere
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statenment that appellant failed to claimcertain features sinply
begs the question.

Fromthe foregoing it is evident that the reissue
declarations filed in the parent application collectively are far
| ess specific than the reissue declaration which acconpanied the
instant, continuation application. Thus, even considering them
as part of the record before us, they do not rectify the
deficiencies of the declarations filed in the instant
application, which will now be di scussed.

The reissue declarations filed in the instant application
are defective for several reasons. |In the first place, appellant
does not allege in any of the reissue declarations that the
original patent is believed to be wholly or partly inoperative or
invalid because of his failure to inprove the formof certain
original patent clainms or because of any of the other reasons
stated in the declarations for making various anendnents to the
original patent clainms. Likew se, appellant does not allege in
any of the reissue declarations that the original patent is
believed to be wholly or partly inoperative or invalid because of
the reasons stated in the reissue declarations for adding the new
rei ssue clainms 43 through 59. Since appellant has chosen not to
aver in any of the reissue declarations that the reasons given

for the amendnents to the original clainms and the addition of the
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new cl ains are the reasons why he believes the original patent to
be wholly or partly invalid, we shall not specul ate about the
matter.

For the foregoing reasons alone, the reissue declarations do
not satisfy the requirenments of 37 CFR 8§ 1.175(a)(1). Further-
nmore, with reference to the | anguage used in the decl aration
filed with the instant application, appellant even fails to
expressly allege in any of the reissue declarations that a
failure to “inprove the fornf of clains 1, 22, 31 and 38, to
“poi nt out what is neant by” certain |language in claiml, to
“correct an informality” in claim4, “to avoid nultiple
dependency” in claim9, “to change [the] dependency” of claim 14,
“to avoid any question of |lack of antecedent” in claim15, “to
elimnate nultiple dependency” in clains 25 and 36, “to provide
correspondence between” each of the dependent clains 26 and 28
and its parent claim2, and “to add [certain] |limtations” to
claim 31 constitute any error, |let alone an excusable error
correctabl e under 8§ 251

Furthernore, there is no statenent in any of the reissue
decl arations that the actions specified in the second, third,
fourth, fifth and sixth paragraphs in the suppl enental
declaration filed on Cctober 5, 1994, are intended to overcone

any error of any kind, |let alone an error correctabl e under
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§ 251. In fact, the supplenental declaration filed Cctober 5,
1994 makes no nention of any error as such.

A statenment sinply indicating the different actions taken
with regard to the original patent clains as set forth in the
rei ssue decl arati on which acconpani ed the instant application and
t he suppl enental declaration filed Cctober 5, 1994, is not
tantanmount to a statenent specifying the errors relied upon
Mor eover, mnerely describing the anendnments to the original patent
clains as appel |l ant has done here does not anobunt to an
expl anation of the error itself. For this reason alone, the
rei ssue declarations before us do not satisfy the requirenent to
specify the errors relied upon as set forth in 37 CFR
§ 1.175(a)(5).

Li kewi se, a statenent sinply indicating the actions taken as
set forth in the reissue declaration which acconpani ed the
instant application and the declaration filed October 5, 1994, is
not tantampunt to a statenent specifying the excesses or
insufficiencies in the clains. As a result, the reissue
decl arations before us also fail to neet the requirenents of
37 CFR § 1.175(a)(3).

Wth particular regard to the anendnents which are stated
“to inprove the fornf of clainms 1, 22, 31 and 38, we are not told

in any of the reissue declarations what, if anything, was w ong
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or inappropriate with these clains in their original form 1In

ot her words, appellant has not stated how the formof the claim
renders those clains “wholly or partly inoperative or invalid” as
required by 8§ 251. W also are not told in any of the reissue
decl arations why the formof these clainms required inprovenent.

I ndeed, we are left to specul ate as what appellant neant by the
statenent that the formof clains 1, 22, 31 and 38 is “inproved”
by the anmendnents nade thereto.

Furthernore, with regard to certain anendnents, such as sone
of the anmendnents to claim 31, appellant nerely states the action
that was taken (i.e., that certain limtations were added or
included in the clain) w thout stating any reason for adding or
including those limtations.

Fromthe foregoing, it is evident that what is basically
| acking is a reasonabl e explanation of any errors in the original
patent clainms as required by the court in In re Wittry, 489 F.2d
at 1302, 180 USPQ at 323. This deficiency alone is sufficient
basis to sustain the §8 251 rejection.

Furthernore, as stated in Nupla Corp v. IXL Manufacturing
Co., 114 F.3d 191, 194, 42 USP@d 1711, 1714 (Fed. G r. 1997)
“the “error’ nust only be the ‘claimng of nore or |ess than he

[or she] had a right to claim for sone excusable reason”
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(enphasi s added). Therefore, the explanation of the error nust
not only be reasonable, but also nmust establish that the error
occurred because of an excusable reason. |In the present case, we
are left to speculate as to what the excusabl e reason or reasons
may be.

In addition, appellant in his reissue declarations has not
asserted any difference in scope between the original patent
clains and the clains presented in the instant reissue
application. This failure is also a fatal defect as indicated in
In re Wittry, 489 F.2d at 1302, 180 USPQ at 323.

Mor eover, none of the reasons set forth in the reissue
decl arations for adding clainms 43 through 59 justify a reissue.
For exanpl e, appellant has chosen not to state in any of the
rei ssue declarations that these clains were added as a hedge
agai nst possible invalidity of original clains. See Ex parte
Parks, 30 USPQ2d 1234, 1237 (Bd. Pat. App. & Int. 1994) and
authorities cited therein.

What appel | ant seens to have overlooked is that while § 251
shoul d be liberally construed, not every event or circunstance
that m ght be | abeled an “error” is correctable by reissue. 1In
re Weiler, 790 F.2d 1576, 1579, 229 USPQ 673, 675 (Fed. Cr

1986). As explained in Weiler, 790 F.2d at 1582, 229 USPQ at 667
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The reissue statute was not enacted as a panacea for
all patent prosecution problenms, nor as a grant to the
patentee of a second opportunity to prosecute de novo
his original application.

| ndeed, as set forth in In re Amos, 953 F.2d at 616, 21
USPQ2d at 1273, only four different defects are correctabl e under
§ 251:

First, an asserted defect nmay arise froman error in
the specification. In re Salem, 553 F.2d 676, 679, 193
USPQ 513, 516 (CCPA 1977) (reissue permtted to correct
specification term “pol yval ent anions” to clearly-
inplied “source of polyvalent anions”). Second, the
patentee may correct a defective drawing. The fina

two reasons for which the patentee nay seek reissue
concern original clainms subsequently discovered to have
been either too narrow or too broad. 1In re Handel, 312
F.2d 943, 948, 136 USPQ 460, 464 (CCPA 1963) (purpose
of statute is to permt limtations to be added to, or
removed from clains). The basis for seeking narrow ng
rei ssue has generally been the bel ated di scovery of
partially-invalidating prior art. In re Harita, 847
F.2d 801, 805, 6 USP@@d 1930, 1932 (Fed. Cir. 1988).

In the case at bar, appellant does not allege a defect in
the specification or the drawing of the original patent.
Furthernore, appellant is barred from obtaining a broadened
rei ssue for the reasons stated supra. This |eaves only the
defect in which the error resides in overclaimng the invention
in the original patent. Yet, none of the changes to the original
patent clains are stated in any of the reissue declarations to
correct this error by narrowing the original clains. Indeed,

appel l ant even fails to specifically aver that the anendnents to
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the original clains narrow the original clainms. Appellant also
fails to aver in any of the reissue declarations that he is
seeking a narrowi ng reissue, let alone the particular basis for
seeking a narrow ng reissue.

In the final analysis, the reissue declarations do not
contain a reasonabl e explanation of the only error correctable in
the instant reissue application, nanely the discovery that the
claims in the original patent were too broad for sone excusable
reason. W could guess that appellant is seeking a narrow ng
rei ssue. However, we choose not to do so especially in view of
our new rejection introduced under 37 CFR 8§ 1.196(b) as set forth
infra.

Appel l ant al so has not stated in any of the reissue

decl arations how any errors, which appellant relies upon, arose
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or occurred as required in 37 CFR 8 1.175(a)(5). Appellant

di sm sses this requirenment out of hand on the ground the “[a]fter
nore than fifteen (15) years since [first making a disclosure of
his invention to his U S. attorney], | decline to specul ate how
the error exactly arose” (original reissue declaration filed June
2, 1993, page 3). Through his counsel appellant reinforces this
position by arguing on page 22 of his main brief that “[i]t is
sinply unreasonabl e to demand of an applicant nore than fifteen
(15) years later to renenber how an error occurred.” Appellant
goes on to argue on page 22 of his main brief that it is
“irrelevant” as to how or when the defects were discovered
“because the statute does not say anything pertaining to
tinmeliness of an applicant’s action.”

Not wi t hst andi ng appel |l ant’ s argunments and avernents as
outlined supra, we are aware of no |legal authority, and appell ant
has cited none, which allows appellant to discharge his burden of
conplying with 37 CFR 8§ 1.175(a)(5) or, for that matter, any
ot her provision of 8 1.175(a) by claimng | ack of recollection.
Certainly, a patentee seeking a reissue may not claimlack of
knowl edge to evade the requirenments of 37 CFR § 1.1.75(a)(5)
where his attorney may be know edgeabl e about the facts or at

least is in a position to refresh his recollection by review ng
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records available to him It stands to reason that the reissue
oath or declaration nust be nmade by an inforned person

In any case, neither Title 35 of the patent statute nor
Title 37 of the federal regul ati ons excuses conpliance with 37
CFR 8 1.175(a)(5) for lack of recollection as to how the errors
arose or occurred. On the record before us, therefore,
appellant’s alleged | ack of recollection in effect represents a
failure of proof which is fatal to appellant’s case.

Furthernore, we fail to understand what appellant’s first
di scl osure of his invention to his attorney nore than fifteen
years prior to filing for a reissue has to do with the occurrence
of the errors and how they occurred, where as here the errors
apparently lie in the scope of the original patent clains.

In addition, we have difficulty in reconciling appellant’s
avernents and argunents regarding |ack of recollection with the
follow ng remarks made by appellant’s counsel in the paragraph
bridgi ng pages 12 and 13 of the amendatory paper filed August 10,
1995:

At the tinme of the prosecution applicant did not have

knowl edge of the prior art submtted on July 1, 1993 in

this case under 37 CF.R 8 1.56 which included, for
exanple, U.S. Patent 1,221,452 to Dremel which, brought

to the attention of the Exam ner, resulted in a

8§ 102(b) rejection (see Ofice Action of January 25,

1994, paragraph 6) that was overconme by the claim

anendnents and argunents of the March 7, 1994

Amendnent. Lack of know edge of a prior art patent
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whi ch was not cited in the prosecution of the original
application is a classic exanple for a reissue patent.

Fromthe remarks of appellant’s counsel as quoted supra it
appears that an error of claimng the invention too broadly in
original patent claim39 and in the new rei ssue patent clains 52,
53 and 56 (which were all the subject of the exam ner’s rejection
under 35 U.S.C. 8 102(b)) occurred because of the |lack of prior
know edge of the Drenel patent. Yet, for reasons not known to us,
appel l ant chose not to aver in any declaration in the record
before us that an error resided in overclaimng the invention in
claims 39, 52, 53 and 56 because of the lack of prior know edge
of the Drenel patent. Indeed, the only nention of the Drenel
patent is found in the second suppl enental declaration filed
Cct ober 5, 1994 which as noted supra nerely states that claim 39
was anended in the anmendatory paper of March 7, 1994 “so as to
avoid any msinterpretation and point out nore clearly the
di fference between the present invention which seeks to avoid any
| eakages which are possible with the U S. Patent 1,221,425 to
Drenel .” Wth regard to claim52, this supplenental declaration
merely states that this claimwas anended in the amendatory paper
of March 7, 1994 “in a simlar manner and for simlar purposes.”

By vol unteering narrow ng anmendnents to clains 39, 52, 53

and 56 to overcone the examner’s 8 102(b) rejection based on the
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Drenel patent, appellant has inplicitly conceded that he
overclained in this respect. See Nupla Corp., 114 F.3d at 195,
42 USPQ at 1715. Because the exam ner rejected original patent
claim39 on Drenel, appellant arguably knew in what way the
original patent overclainmed. Id.

Yet, appellant failed to explain in the suppl enental
declaration filed October 5, 1994 the source of the overclaimng
error (e.g., his lack of awareness of the Drenel patent), or that
the error was non-deceptive and otherw se excusable. Such a
failure to explain that the overclaimng error was non-deceptive
and ot herw se excusable in itself is fatal. See Nupla Corp.,

114 F. 3d at 195, 42 USPQ@d at 1715.

Once again, we are not unm ndful of the suggestion by
appel l ant’ s counsel on page 26 of the main brief that statenents
made by hi mover his signature during prosecution be considered
“as if made under oath.” However, as noted supra, statenents
made by appell ant’s counsel over his signature but not under oath
or declaration are not acceptable as a substitute for or
suppl enent to the oath or declaration required under 37 CFR
8§ 1.175(a). As previously noted, the necessity for such an oath

or declaration is absol ute. In re Amos, 953 F.2d at 616, 21
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USP2d at 1273 and Green v. The Rich Iron Co. Inc., 944 F. 2d at
853, 20 USP@®d at 1076.

In view of the foregoing, appellant has not satisfied the
requirenent in 37 CFR 8§ 1.175(a)(5) regarding a statenent
speci fying how the errors arose or occurred. This requirenent
cannot be dism ssed as being “irrel evant” as argued on page 22 of
the main brief. It obviously assists the exam ner to determ ne
if an alleged error or defect is one that is correctable under
8§ 251. This failure alone is also sufficient basis for
sustaining the 8 251 rejection.

Furthernore, the case |aw of our reviewi ng court requires a
rei ssue application to include declarations to specify every
difference between the original and reissue clains. 1In re
Constant, 3 USPQR2d 1479, 1480 (Fed. Cr. 1987) and Nupla Corp.,
114 F.3d at 193, 42 USPQd at 1713. Indeed, the court stated in
Nupla Corp., 114 F.3d at 195, 42 USPQ2d at 1715 that “[t]he
rei ssue regulations require full explanation of each ‘excess’”
under 37 CFR 8§ 1.175(a)(3). This requirenent has not been net in
t he present case.

Wth particular regard to claim 17, none of the reissue
decl arations nentions the anendment filed August 10, 1995 addi ng

the limtation “arranged in two rows of the band nmeans near one
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end thereof.” In fact, no declaration was filed after the filing
of the second suppl enental declaration on Cctober 5, 1994.

Wth regard to claim25, none of the reissue declarations
mentions the anendnent filed February 26, 1996 changing “rib-1ike
projection neans” to “rib-1ike projections.”

Wth regard to claim31 as filed with the instant
application, none of the reissue declarations nentions the
amendnent in line 14 adding the phrase “into the gap” to recite
that the dianmetric dinmension of the clanp structure is reduced
W thout the external projection of the hose-like object into the
gap, the anmendnent in line 16 changing “ends thereof” to “band
end portions,” the deletion of the phrase “dianmetric di nension
thereof” fromthe expression “devoid of any step or sudden change
in the internal diametric dinension thereof,” and the anmendnent
to line 30 deleting the phrase “and at the sanme tine” fromthe
| ast clause of the claimcomencing on |ine 28.

Wth regard to claim 39, none of the reissue declarations
mentions the amendnent filed February 26, 1996 addi ng the phrase
“connect the open ends” in line 4 and further adding the phrase
“while leaving an internally open gap” in lines 5 and 6.

In view of the foregoing, appellant has not satisfied the
requirenent in 37 CFR 8§ 1.175(a)(3) regarding the specification

of the excesses or insufficiencies.
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Appel lant’s first supplenental declaration filed
March 7, 1994 does nothing to rectify the deficiencies noted
supra or to otherwise clarify the nature of the error for which
reissue i s sought. The basic question before us is not whether
appel l ant has clained nore or less than he had a right to claim
in any of the clains of the instant reissue application.
I nstead, as far as claimscope is concerned, the reissue statute
provi des for the correction of overclaimng or underclaimng in
the original patent, not the reissue application.

I n enphasizing this point the court ruled in Nupla Corp.,
114 F. 3d at 195, 42 USPQRd at 1714-15 that “[t] he reissue
procedure is only available to correct error in clains in patents
as originally issued’” (enphasis added). The reissue procedure
therefore is not available to correct errors in new clains added
to the reissue application at the time of filing the reissue
application or subsequently during exam nation of the reissue
application. Thus, there is no basis in 8 251 for anending the
new y added claim52 (see the anendnent filed March 7,1994) to
apparently correct an overclaimng error.

For the foregoing reasons, we will sustain the exam ner’s
8§ 251 rejection of clainms 1 through 59. However, in view of the

addi ti onal reasons which we have introduced in support of this
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rejection, we herewith designate our affirmance of this rejection
as a new ground of rejection under 37 CFR 8§ 1.196(b).

Under 37 CFR § 1.196(b), the foll ow ng new ground of
rejection is entered against clains 31 through 35, 52 through 56
and 59:

Clainms 31 through 35, 52 through 56 and 59 are rejected
under 35 U.S.C. 8§ 251 as being broadened clains in a reissue
having an effective parent application filing date outside of the
t wo-year statutory period.

As noted supra, 35 U . S.C. 8 251 provides that no reissued
patent shall be granted enlarging the scope of the clains of the
original patent unless applied for wwthin two years fromthe
grant of the original patent.

A claimof a reissue is considered to enlarge the scope of
the clains of the patent if it broader than such clainms in any
respect, even though it nmay be narrower in other respects or, in
other words, if it contains within its scope any concei vabl e
appar atus or process which would not have infringed the original
patent. In re Ruth, 278 F.2d 729, 730, 126 USPQ 155, 156 (CCPA
1960). See also Ball Corp. v. United States, 729 F.2d at 1438,
221 USPQ at 296 and In re Self, 671 F.2d 1344, 1346, 213 USPQ 1,

3 (CCPA 1982) which cite Ruth with approval. |In Ball Corp, 729
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F.2d at 1438, 221 USPQ at 296, the court enphasized that if the
rei ssue clains are broader than the original patent clains, the
rei ssue nust be sought within two years after the grant of the
original patent.

Claim 31 as anmended, although narrowed in certain respects,
has been broadened in not just one respect, but in at |east two
respects. First, claim31 has been broadened by the del etion of
the phrase “dianmetric dinmension thereof” in line 20 so that the
claimno longer recites the reduction of the dianetric di nension
of the clanp structure is devoid of any step or sudden change in
the internal diametric dinension of the clanp structure, but
instead now nerely recites that the reduction of the dianetric
di mension of the clanp structure is devoid of any step or sudden
change in the internal surface of the clanping band neans.
Therefore, to literally infringe this claimas anended, it is no
| onger necessary that the internal dianmetric dinmension itself be
devoid of any step or sudden change upon the reduction of the
di anetric dinension of the clanp structure.

Second, claim 31 has been broadened by the deletion of the
phrase “and at the sanme tinme” in line 30 so that the claimno
| onger recites that the dianetric dinension of the clanp
structure is reduced “while maintaining an internal circular

configuration of the band neans . . . and at the sane tine
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effectively bridging the gap . . .” Therefore, to literally
infringe this claimas anended, it is no |onger necessary that
the gap be bridged at the sane tinme that the internal circular
configuration of the band nmeans is maintai ned upon reduction of
the dianmetric dinension of the clanp structure.

Clainms 32 through 35 which depend directly or indirectly
fromclaim31 enconpass the subject matter of claim31 and
t heref ore have been broadened in sane respect as outlined supra
with respect to claim31l. The broadened Iimtations of claim31
have not been restored to their original context or to a nore
limted context by any of these dependent cl ains.

Turning now to our new rejection of claimb52, this claim
does not expressly recite the deformable ear or ear neans for
reduci ng the dianetric dinension of the clanp structure.

Instead, this claimnerely recites that a “further nmeans” reduces
the dianmetric dinmension of the clanp structure. The only other

i ndependent claimin the ‘584 patent which does not specifically
recite the deformable ear or ear nmeans is claim39. Since
original claim39 and newy added rei ssue claimb52 are conparabl e
in scope in this respect, our conparison of claim52 is with
claim39 to determne if claimb52 has been broadened with respect

to subject matter clainmed in the original patent.
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According to our review, claim52 is broader than original
claim39 in several respects. First, claimb52 does not recite
that the band neans has “open ends” as recited in claim 39.

I nstead, claim52 nore broadly refers to “band portions,” which
may or may not be “ends.”

Second, claim52 does not recite that the means for
tightening the clanp structure about the hose-like object
specifically is “operable to contract the band neans” as recited
in claim39.

Third, claimb52 does not recite that the tongue-like
extension or tongue-like part, as it is also called in claimb5b2,7’
is at one of the ends of the band neans, |et alone one of the
open band ends as recited in claim39. Instead, claim52 nore
broadly recites that the tongue-like extension or part is in one
of the “band portions” which my or may not be an “end.”

Fourth, claimb52 does not recite that the centrally disposed
recess is in one of the ends of the band neans, | et al one an open
end of the band neans as recited in claim39. Instead, claimb52

nore broadly recites that the centrally disposed recess is in

" Claim52 calls for “a centrally disposed tongue-like part” in lines
17-18 and thereafter refers to “said tongue-like extension” in |ine 22.
Strict antecedent basis is therefore lacking for the recitation of “said
tongue-1i ke extension,” a matter which deserves correction in the event
of further prosecution before the exani ner.
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“one of the overl apping band portions,” which nay or may not be
an “end.”

Clainms 53 through 56 and 59 which depend directly or
indirectly fromclaim52 enconpass the subject matter of claim52
and t herefore have been broadened in sane respect as outlined
supra with respect to claim52. The broadened |limtations of
claim 52 have not been restored to the context of claim39 or to
a nore [imted context by any of these dependent cl ains.

In view of the foregoing, the exam ner’s decision rejecting
the appealed clains is affirmed. As noted supra, this affirmance
has been designated as a new ground of rejection under 37 CFR
8§ 1.196(b). In addition, an additional new ground of rejection
has been entered against clainms 31 through 35, 52 though 56 and
59 pursuant to the provisions of 37 CFR § 1.196(b).

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date
hereof. 37 CFR § 1.197.

Wth respect to the new rejections under 37 CFR
8 1.196(b), should appellant elect the alternate option under
that rule to prosecute further before the Primary Exam ner by way

of anmendnent or showi ng of facts, or both, not previously of
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record, a shortened statutory period for making such response is
hereby set to expire two nonths fromthe date of this decision
No time period for taking any subsequent action in connec-
tion with this appeal may be extended under 37 CFR § 1.136(a).
Because we have designated our affirnmance of the examner’s
8 251 rejection as a new ground of rejection under 37 CFR
8 1.196(b) and because we have introduced an additional new
ground of rejection of clains 31 through 35, 52 through 56 and
59 under 37 CFR 8 1.196(b), our decision herein is not considered
final for the purpose of judicial review. The only options
avai l able to appellant at this time with regard to our deci sion
are, as indicated supra, to seek reconsideration under 37 CFR
8 1.197(b), or to have the matter considered by the exam ner
provi ded an appropri ate anendnent, further reissue declaration
and/ or showi ng of facts is submtted.

AFFIRVED - 37 CFR § 1.196(b)

RI CHARD E. SCHAFER, Vice Chi ef
Adm ni strative Patent Judge

HARRI SON E. McCANDLI SH
Seni or Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

WLLI AM E. LYDDANE

N N N N N N N N N N N
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Adm ni strative Patent Judge

Paul M Craig, Jr., Esq.

Birch, Stewart, Kol asch & Birch
P. 0. Box 747

Fall s Church, VA 22040-0747
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APPENDI X

1. A clanp structure for clanping a hose-Ilike object
onto a circular support nenber, which conprises clanping band
means havi ng open ends and deformabl e ear neans adapted to
contract the band nmeans upon deformation thereof and | eaving an
at least narrow gap in the circunferential direction of the band
means upon deformation of the ear neans, characterized in that
for purposes of reducing the dianetric dinension of the [band

means] clanp structure by deformation of the ear neans w t hout

internal projection in the internal surface of the clanp

structure and without [the] external projection of the hose-Ilike
object, further neans are provided in the clanp structure
enabling relative novenent of the open band ends to [of] reduce
the dianmetric dinmension of the band nmeans w t hout internal
projection or step-like offset in the inner dianetric dinension
of the [band] clanp structure while retaining a circular
configuration of the band neans and at the sane tinme effectively

bridging the gap by substantially the full band wdth to prevent

squeezi ng out of any material of the hose-like object into the
gap.
2. A clanp structure according to claim1,

characterized in that the further neans include radially inwardly
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directed rib-1ike projection nmeans in the band neans providing in
effect a clanping action [over the entire circunference thereof].

3. A clamp structure according to claim 2,
characterized in that the band neans has | ateral areas and the
rib-like projection neans are fornmed by a substantially central
rib-1ike projection extendi ng substantially fromone end of the
band nmeans to at |east near the other end thereof, a section of
t he band neans being devoid of a central rib-like projection and
bei ng provided thereat with lateral rib-like projections within
the two | ateral areas of the band neans and overl appi ng said
central rib-like projection at one side in the circunferenti al
di rection.

4. A clanp structure according to claim[1, 2 or] 3,
characterized by fastening neans for fastening together the free
ends of the band neans, said fastening neans including radially
outwardly directed tooth-li ke neans extending in the
circunferential direction and arranged in two rows of the band
means near one end thereof and conplenmentary cut-outs provided in
a correspondi ng portion of the clanp structure overlying said
tooth-like neans in the installed condition of the clanmp
structure and receiving said tooth-1ike neans.

5. A clamp structure according to claim4,

characterized in that said further nmeans include a tongue-Iike
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extension at one end of the band nmeans form ng a continuation of
the central rib-Iike projection.

6. A clanp structure according to claimb5,
characterized in that the other end of said band neans is fork-
shaped having two fork-like portions with a recess therebetween,
t he tongue-1i ke extension being received between the fork-1Iike
portions in the installed condition of the clanmp structure, and
the fork-1ike portions being provided wwth said lateral rib-1ike
proj ections.

7. A clanp structure according to claim®6,
characterized in that the ear neans is provided in a clanping
menber separate fromthe band neans and is provided with said
cut-outs near both ends thereof cooperating wth two sets of
tooth-1i ke neans provided in corresponding places in said band
nmeans.

8. A clanp structure according to claim 4,
characterized in that said ear neans is provided with a groove
extending in the circunferential direction.

9. A clamp structure according to clainfs] 1, [2, or
3,] characterized in that said further neans include a tongue-

I i ke extension at one end of the band neans.
10. A clanp structure according to claim9,

characterized in that the other end of said band neans is fork-
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shaped having two fork-like portions with a recess therebetween,
t he tongue-1i ke extension being received between the fork-1Iike
portions in the installed condition of the clanmp structure, and
the fork-1ike portions being provided wwth lateral rib-1like

proj ections.

11. A clanp structure according to claimd4,
characterized in that the ear neans is provided in a clanping
menber separate fromthe band neans and provided with said cut-
outs near both ends thereof cooperating with two sets of tooth-
i ke means provided in corresponding places in said band neans.

12. A clanp structure according to claim 11,
characterized in that said ear neans is provided with a groove
extending in the circunferential direction.

13. A clanp structure according to claim 4,
characterized in that said clanp structure is in one piece and
i ncl udes the ear neans.

14. A clanp structure according to claim][13] 3,
characterized in that said lateral rib-like projections are
provided in the band neans spaced a predeterm ned di stance from
the ear neans on the side thereof opposite said other end.

15. A clanping structure according to claim 14,
characterized by a radially outwardly extendi ng punched- out
section in the center of the band neans within the area thereof
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of the lateral projections to receive the end of [said] a tongue-

li ke extension of said further neans when said clanp structure is

i nstal |l ed.

16. A clanp structure according to claim 15,
characterized in that said lateral rib-1ike projections extend
fromthe end of said punched-out section in overlapping
relationship to the central rib-like projection over a
predeterm ned distance in the direction away from said ear neans.

17. A clanp structure according to claim|[16] 1,

characterized by fastening neans for connecting together the free

ends of the band neans, said fastening neans including radially

outwardly directed tooth-like neans extending in the

circunferential direction and arranged in two rows of the band

means near _one end thereof and conpl ementary cut-outs provided in

a corresponding portion of the clamp structure overlyving said

tooth neans in the installed condition of the clanp structure and

receiving said tooth-like neans [in that said tooth-1ike nmeans

have end surfaces which slope in the radially outer direction
away fromthe correspondi ng end of the band neans so that the
radially innernost part of each surface is closer to the
respective band end than the radially outernost part thereof].
18. A clanp structure according to claim[13] 17,

characterized in that said tooth-Ii ke means have end surfaces
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which slope in the radially outer direction away fromthe
correspondi ng end of the band neans so that the radially

i nnernost part of each surface is closer to the respective band
end than the radially outernost part thereof.

19. A clanp structure according to claim4,
characterized in that said tooth-1ike neans have end surfaces
which slope in the radially outer direction away fromthe
correspondi ng end of the band neans so that the radially
i nnernost part of each surface is closer to the respective band
end than the radially outernost part thereof.

20. A clamp structure according to clainms 1, 2 or 3,
characterized in that said further neans include a wedge shaped
insert neans of relatively inelastic material, said ear neans
being provided in a separate clanping nenber having i nwardly
proj ecting hook-1ike ends adapted to engage in correspondi ng
openi ngs of the band neans, said insert neans being in direct
contact with its inner curved configuration wth the hose-Iike
obj ect and extending a predeterm ned di stance over the
circunference of the hose-like object, and the band neans being
in contact wwth any free part of the hose-like object not covered
by said insert nmeans and with a major portion of the outer
circunference of the insert neans so that the band neans, upon
bei ng engaged by the hook-like ends of the clanping nenber and
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upon contraction of the ear neans, exerts a clanping pressure
directly onto the hose-li ke object where it is in direct contact
therewith and indirectly by way of the insert neans which it is
in indirect contact therewth.

21. A clamp structure according to claim 20,
characterized in that said insert neans is nmade of polyvinyl
chl ori de.

22. A clamp structure according to claim 20,
characterized in that said insert neans is provided with aperture

means to receive the inwardly projecting hook-1ike ends

[ extendi ng ends of the hook-Iike projections].

23. A clamp structure according to claim 22,
characterized in that the aperture neans are recesses in the
i nsert neans.

24. A clamp structure according to claim 22,
characterized in that the aperture neans extends clear through
the insert nmeans in the radial direction.

25. A clanp structure [with rib-1like projections]

according to [clains 1, 2 or 3] claiml1 with rib-like

projections, characterized in that the rib-like projections are

provided with narrow slots extending transversely thereof at

least wwthin a certain part thereof.
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connecting together the open ends of the cl anping band neans and

for tightening the clanp structure about the hose-like object,

said connecting and tighteni ng means incl udi ng defornmabl e ear

means adapted to contract the band nmeans upon deformation thereof
and |l eaving an at | east narrow gap in the circunferenti al
direction of the band neans [upon deformation of] underneath the

ear neans after the clanp is tightened about the hose-like

obj ect, characterized in that for purposes of reducing the

dianetric dinension of the clanp structure [band neans] by
deformation of the ear neans without internal projection in the

internal surface of the clanp structure and w thout the external

projection of the hose-like object into the gap, further neans

are provided in the clanping band neans within the area of [the]

over |l appi ng band end portions [ends thereof] which enable
relative side-by-side overlappi ng novenent of the [open] band

[ends] end portions to reduce the dianmetric dinmension of the

clanp structure [band neans] devoid of any step or sudden change

in the internal [dianetric dinension thereof] surface of the

cl anpi ng band neans while maintaining an internal circular

configuration of the band neans conplenentary to the outer

dianetric dinension of the object, said further neans being

formed in the area of the overl apping band portions by sliding

engagenent of one part of a width smaller than the width of the
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clanping band means in a recess of another part of at |east

approxi mately fork-shaped confiquration defining said recess, and

said further means being so located in said clanping band neans

that the gap is bridged by at |east nearly the full band width of

the underlying band portion [and at the sanme tine] to thereby
effectively bridge[ing] the gap to prevent squeezing out of any
mat eri al of the hose-like object into the gap.

32. A clamp structure according to claim 31,
characterized in that rib-like projection nmeans are provided in
t he band neans which are forned by a substantially central rib-
i ke projection extending substantially fromone end of the band
means to at |east near the other end thereof, a section of the
band neans being devoid of a central rib-1ike projection and
bei ng provided thereat with lateral rib-like projections within
| ateral areas of the band neans and overl apping said central rib-
like projection in the circunferential direction.

33. Aclamp structure with a rib-like projection
according to claim31, characterized in that said further neans
i nclude a tongue-like extension at one end of the band neans
formng a continuation of the rib-Iike projection.

34. A clamp structure according to claim 33,
characterized in that the other end of said band nmeans is fork-

shaped having two fork-like portions with a recess therebetween,
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t he tongue-1i ke extension being received between the fork-Iike
portions in the installed condition of the clanmp structure, and
the fork-1ike portions being provided wwth lateral rib-1like
proj ections.

35. A clanp structure according to clainms 31, 32, 33 or
34, characterized in that the ear neans is provided in a clanping
menber separate fromthe [bank] band neans.

36. A clanp structure according to clainf[s 31, 32, 33
or 34] 1, characterized in that the ear neans is provided in a
cl anpi ng nmenber separate fromthe band neans.

37. A clamp structure according to claim 32,
characterized in that at |east sonme of the rib-1ike projections
are provided wth narrow slots extending transversely thereof at
|l east wwthin a certain part thereof.

38. A clanp structure for clanping a hose-Ilike object
onto a circular support nenber, which conprises clanping band
means havi ng open ends and deformabl e ear neans operable to
contract the band nmeans upon deformation thereof while | eaving an
at least narrow gap in the circunferential direction of the band
means underneath the ear neans upon deformation thereof,
characterized in that for purposes of reducing the dianetric

di mrension of the clanp structure [band neans] by deformation of

the ear neans without internal projection in the internal surface
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of the clanp structure and without the external projection of the
hose-1i ke object, the band neans conprises further neans
i ncludi ng a tongue-1like extension at one band end operable to
enter a generally centrally located recess in the other band end
which is fork-shaped to enable a truly circular reduction in the
di anetric dinension of the band neans effectively w thout step-
like offset or internal projection in the circunferential
direction of the inner surface of the band neans by relative
nmovenent of the tongue-like extension of the one end to the fork-
shaped other end while at the sane tine effectively bridging the
gap underneath the ear neans by the tongue-like extension to
prevent displacenent of the hose-like object into the gap.

39. Aclanp structure for clanping a hose-Ilike object
onto a circular support nenber, which conprises clanping band

means havi ng open ends and neans operable to connect the open

ends to contract the band neans while |leaving an internally open

gap, characterized in that for purposes of reducing the dianetric

di mension of the clanp structure [band neans] w thout internal

projection in the internal surface of the clanp structure, the

band neans conprises further neans including a tongue-like
extension at one band end operable to enter a generally centrally
| ocated recess in the other band end which is fork-shaped and

defined by two lateral fork-shaped portions to enable a truly
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circular reduction in the dianetric dinension of the band neans
effectively without step-like offset or internal projection in
the circunferential direction of the inner surface of the band
means by relative novenent of the tongue-like extension of the

one end to the fork-shaped other end, _and in that the internal

cl anpi ng surfaces of said clanping band neans, of said tongue-

li ke extension and of said |lateral fork-shaped portions are

di sposed coplanar within the entire circunference of the clanp

structure while said gap is effectively bridged by the full band

width to prevent squeezing out of any material of the hose-like

object into the gap.

40. A clanp structure according to clains 38 or 39,
characterized in that a substantially central rib-1like
i ndentation extending fromsaid tongue-like extension to the area
of the recess is provided in said band neans while lateral rib-
i ke indentations are provided in the fork-shaped band end which
overlap with said central rib-like indentation in the
circunferential direction of the band neans.

41. A clanp structure according to claim40, wherein
sai d neans operable to contract said band nmeans is in one piece
wi th said band neans.

42. A clanp structure according to claim40, wherein

sai d neans operable to contract said band nmeans is a separate
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menber from said band neans, and neans in said band means and in
sai d separate nenber for form ockingly connecting the separate
menber with said band neans.

43. A clamp structure according to claim1,

characterized in that the further nmeans includes a first part

havi ng a substantially fork-shaped configuration with two fork-

like portions defining a recess between its two fork-1ike

portions and a second part of substantially conpl enentary shape

to said recess and operable to enter said recess during said

relati ve novenent when the clanmp structure is tightened.

44. A clamp structure according to claim43,

characterized in that said recess is open in the circunferential

direction of the clanping band neans in the direction toward sai d

second part.

45. A clamp structure according to claim43,

characterized in that said first and second parts are located in

the areas of the ends of the clanpi ng band neans.

46. A clamp structure according to claim43,

characterized in that said first part is located in the area of

one end of the clanping band means.

47. A clamp structure according to claim43,

characterized in that the second part is |located in the area of

an_end of the clanmping band neans.
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48. A clanmp structure according to claim47

characterized in that the second part is |located within the area

of an overl appi ng band portion of the clanpi ng band neans.

49. A clamp structure according to claim1,

characterized in that said further neans are so spaced in the

circunferential direction fromsaid ear neans that the gap

underneath the ear neans i s covered substantially by the ful

band width of an inner band portion of the clanpi ng band neans.

50. A clanp structure according to claim1,

characterized in that the further nmeans i ncludes a substantially

fork-shaped part providing a central recess in one area of the

cl ampi ng band neans and a centrally disposed part in another area

of the clanping band neans which is operable to extend into the

area of the recess of the substantially fork-shaped part.

51. A clanp structure according to claimb50,

characterized in that said clanmp structure is in one piece and

i ncl udes the ear neans.

52. A clanp structure for clanping a hose-like object

onto a circul ar support nmenber, which conprises open cl anping

band neans havi ng overl appi hg band portions and connecti ng and

tightening neans for connecting together said overl apping band

portions of the clamping band neans and for tightening the clanp

structure about the hose-like object while |eaving an internally
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open gap, characterized in that further neans are provided in the

overl appi ng band portions of the clanping band neans to enable a

truly circular reduction in the dianetric dinension of the clam

structure effectively without step-like offset or internal

projection in the circunferential direction of the inner surface

of the band neans by relative novenent of the band portions, said

further neans defining a centrally disposed recess of fork-1like

shape in one of the overl apping band portions which is defined by

two spaced fork--shaped [sic] portions and which is open in the

direction toward the end of said one band portion and a centrally

di sposed tongue-like part in the other of said overl appi ng band

portions and of a shape substantially complenentary to said

recess so that said tongue-like part can enter said recess during

said relative movenent, and in that the internal clanping

surfaces of said clanping band nmeans, of said tonque-like

extension and of said |ateral fork-shaped portions are di sposed

coplanar within the entire circunference of the clanp structure

while said gap is effectively bridged by the full band width to

prevent squeezing out of any material of the hose-like object

into the gap.

53. A clanp structure according to claimb52,

characterized in that said tightening neans is included in a
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separate nenber of the cl anping band neans which is connected to

the renmini ng cl anpi ng band neans by said connecting neans.

54. A clanp structure according to claimb52,

characterized in that said clanping band means is in one piece

and i ncludes said connecting and ti ghtening neans as well as said

further neans.

55. A clanp structure according to claimb54,

characterized in that said further neans is located in the area

of the overl appi ng band portions.

56. A clanp structure according to claimb53,

characterized in that the further neans are located in the end

areas of the remai ning cl anpi ng band neans.

57. A clanp structure according to claim1,

characterized by fastening neans for fastening together the free

ends of the band neans, said fastening neans including radially

outwardly directed tooth-like neans extending in the

circunferential direction near one end thereof and conpl enentary

cut-outs provided in a correspondi ng portion of the clanp

structure overlying said tooth-like neans in the install ed

condition of the clanp structure and receiving said tooth-1ike

neans.

58. A clanp structure according to claim 39,

characterized in that said tonque-like extension and said | ateral
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fork-shaped portions at least partially nutually overlap, and in

that the internal clanping surfaces of said tongue-like extension

and of said fork-shaped portions are substantially copl anar over

the entire length of overl ap.

59. A clanp structure according to claimb52,

characterized in that said tonque-like extension and said | ateral

fork-shaped portions at least partially nutually overlap, and in

that the internal clanping surfaces of said tongue-like extension

and of said fork-shaped portions are substantially copl anar over

the entire length of overl ap.
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