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DECISION ON APPEAL

Thisisadecison on apped under 35 U.S.C. § 134 from the find rejection of clams
19-23 and 25, dl of the clamsin the gpplication. The clamed invention isdirected to a
computer-implemented method for making a compaosite, incorporating afiber, amatrix and an
interphase, that has optimum properties. Claim 19, the only independent claim, is reproduced a
page 11 of the brief.

The following reference isried on by the examiner:
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Hobbs 3,812,077 May 21, 1974
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Claims 19-23 and 25 stand regjected under 35 U.S.C. § 102(b) as being anticipated by
Hobbs. Alternatively, clams 19-23 and 25 stand rejected under 35 U.S.C. 8 103 as being
unpatentable over Hobbs.

Rather than reiterate the arguments of the appellant and the examiner, reference is made
to the Apped Brief and the Examiner’s Answer, where gppropriate, for the respective details
thereof.

OPINION

Asapreliminary matter, claims 20-23 and 25 are dependent upon independent claim
19. The gppdlant sates that the claims should be consdered as a single grouping and that they
gtand or fall together. [See Apped Brief, page 5.] We concur with appellant’s position.
Accordingly, with respect to patentability, dl of the clams stand or fal together. [See 37
C.F.R. 81.192(c)(5) and M.P.E.P. § 1206.]

We have carefully reviewed the positions of the gppellant and the examiner, and have
conducted a thorough study of the reference relied on by the examiner in formulating the
rgections. Asaresult of thisreview, we reverse the rgections of clams 19-23 and 25.

Independent claim 19 isrgjected under 35 U.S.C. § 102 (b) as being anticipated by
Hobbs. Anticipation analyssis atwo-step process. In thefirst step, the claim must be properly
construed. Elmer v. ICC Fabricating, Inc., 67 F.3d 1571, 1574, 36 USPQ2d 1417, 1419
(Fed. Cir. 1995). In this case that means that claim 19 must be given its broadest reasonable
interpretation. See, e.9., Inre Graves, 69 F.3d 1147, 1152, 36 USPQ2d 1697, 1701 (Fed.
Cir. 1995). Thus, adetermination must be made whether the interpretation of the disputed
clam languageis “reasonable” InreMorris, 127 F.3d 1048, 1055, 44 USPQ2d 1023, 1028-
29 (Fed. Cir. 1997). In the second step, a determination must be made whether all of the
elements of the claim, as properly construed, are disclosed in the prior art reference.

In the present indtance, the examiner’ s determination of anticipation fails both sepsin
the anticipation anayss.

Method clam 19 comprises an introduction and six distinct steps (a) through (f). The
examiner dates that the recitation of the use of the “noda mode” should be construed asthe
equivaent of menta steps and should not be given “probative value over and above a menta
gep.” In essence, the examiner congrues claim 19 as merdly the “ making a selection of fiber,
matrix and interphase and the formation of acomposite.” [See Examiner’s Answer, page 3]

In congtruing claim 19 as stated above, the examiner has totaly disregarded method
steps (a) through (e). These steps actudly contain the detailed provisions of the computer-
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implemented process, which implement the “nodd modd” on either an analog or digita
computer. We find the examiner’ stotal disregard for these claim provisions to be unreasonable.
In order to properly evaluate thisclam, dl of the method steps must be considered.

So far as the second step of the anticipation anadyss is concerned, the examiner has
provided Hobbs merely to show that a composite incorporating a fiber, amatrix and an
interphase can indeed be formed. [See Examiner’s Answer, pages 3-4.] Hobbsfailsto
disclose the detailed computer-implemented process steps (@) through (€). Thus, we reverse
the rgection of claim 19 under 35 U.S.C. § 102 (b).

Independent claim 19 is d o rgected under 35 U.S.C. § 103 as being unpatentable
over Hobbs. In making argection under 35 U.S.C. § 103, the burden is on the examiner to
establish aprimafacie case of obviousness. In order to carry this burden, the examiner must
edtablish why one having ordinary skill in the art would have been led to the dlaimed invention
by the reasonable teachings or suggestions found in the prior art, or by a reasonable inference to
the artisan contained in such teachings or suggestions. See In re Sernaker, 702 F.2d 989, 217
USPQ 1 (Fed. Cir. 1983).

The examiner’s only support for thisrgection is Sated as “it is the pogtion of the
examiner that it would have been well within the scope to the ordinary skill in the art to consider
any of the parameters clamed by gpplicant and make a determination of suitable vaues for such
parameters consstent with the intended end use” [See Examiner’s Answer, page4.] The
above gatement of the examiner’s pogtion fails to demondrate how or why the claim limitations
would have been obvious to one of ordinary skill in the art a the time of theinvention. Asa
result, the examiner hasfailed to make a primafacie case of obviousness. Thus, we reversethe
rgiection of claim 19 under 35 U.S.C. § 103.
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In summation, we reverse the find rgection of clams 19-23 and 25 under 35 U.S.C. §
102(b) as being anticipated by Hobbs, and aternately, under 35 U.S.C. 8 103 asbeing
unpatentable over Hobbs,

REVERSED

BRUCE H. STONER, JR., Chief )
Adminigtrative Patent Judge )
)
)
) BOARD OF PATENT

GARY V.HARKCOM, ViceChief ) APPEALSAND
Adminigretive Patent Judge ) INTERFERENCES

WILLIAM F. SMITH
Adminidrative Paent
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