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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 10-20, which constituted all the clains remaining in

the application. Cdainms 1-9 were canceled earlier in the

! Application for patent filed April 8, 1994.
1
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prosecution. An anendnent after final rejection was filed on
February 1, 1996 which was entered by the Exami ner. This
amendnent canceled clains 17-20. Accordingly, this appeal now
i nvolves only clains 10-16.

The clained invention relates to a disk carrier having a
nol ded body with two pairs of opposing walls for carrying a
plurality of wafers. A wall portion of one of the walls
i ncludes a recess extending froman edge into the wall portion
into which a radi o frequency transponder having a readabl e
identification code is inserted. The recess is positioned
internediate the interiorly facing surface and the exteriorly
facing surface of the wall portion.

Representative claim 10 is reproduced as foll ows:

10. A disk carrier for carrying a plurality of wafers, the
carrier conprising:

a nol ded body having two pairs of opposing walls, the
pairs of opposing walls joined together to forma generally
rect angul ar body defining an interior, the body having a
plurality of interiorly facing channels for receiving wafers
inthe interior, one of the walls having an integral wall
portion with an inwardly facing surface, an opposite
exteriorly facing surface, and an edge extending fromthe
interiorly facing surface to the exteriorly facing surface,
the wall portion further having a recess extending fromthe
edge into the wall portion, the recess positioned internediate
the interiorly facing surface and the exteriorly facing
sur f ace;



Appeal No. 96-3964
Appl i cation No. 08/225, 228

a radio frequency transponder inserted in the el ongate
recess, the transponder having a unique identification code
readable with an external reader unit; and

a cover inserted in the recess for seal ably enclosing the
transponder within said recess the cover neeting the wall
portion at a junction, the recess being elongate into the wall
portion whereby the size of the junction is mnimzed.

The Exam ner relies on the follow ng references:

d sen 1,372,036 Mar. 22,
1921
Hesser 4, 588, 880 May 13,
1986
Rossi et al. (Rossi) 4,888, 473 Dec. 19,
1989

Clainms 10-13, 15, and 16 stand rejected under 35 U.S. C
8 103 as being unpatentabl e over the teachings of Rossi in
view of Asen. Claim1l4 stands rejected under 35 U.S.C. § 103
as being unpatentable over the teachings of Rossi in view of
O sen and Hesser.

We note that the Exam ner has included claim1l7 in the
statenent of the grounds of rejection on page 3 of the Answer.
Fromthe record before us, however, claim 17 was canceled in
an anmendnent after final rejection as noted above.

Rat her than reiterate the argunents of Appellants and the
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Exam ner, reference is nade to the Briefs? and Answer for the

respective details thereof.

2 The (revised) Appeal Brief was filed May 13, 1996. 1In
response to the Exami ner's Answer dated June 11, 1996, a Reply
Brief was filed August 7, 1996 which was acknow edged and
entered by the Exam ner w thout further comment on Septenber
4, 1996.
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OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner and the
evi dence
of obviousness relied upon by the Exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, Appellants’
argunents set forth in the Briefs along with the Exam ner's
rationale in support of the rejections and argunents in
rebutt al
set forth in the Examner's Answer. It is our view, after
consi deration of the record before us, that the collective
evidence relied upon and the level of skill in the particular
art woul d not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clains
10-16. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cr. 1988). 1In

SO
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doi ng, the Exami ner is expected to nmake the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.
825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

deni ed, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

6
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Cir. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQd
1443, 1444 (Fed. Gr. 1992).

Appel l ants, at page 3 of the Brief, have identified two
sets of clains (i.e. clains 10-16 directed to a disk carrier
and clains 17-20 directed to a system for nonitoring batches
of disks) which do not stand or fall together. Inplicit in
Appel l ants' statenent of the grouping of clainms is that the
clains wwthin each set do stand or fall together. As pointed
out previously, however, clains 17-20 have been cancel ed
| eaving only the set of clains 10-16 directed to the disk
carrier on appeal. Consistent with this indication,
Appel | ants have made no separate argunents with respect to any
of the clainms on appeal. Accordingly, all the clains before

us will stand or fall together. Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cir. 1983).

7
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Therefore, we will consider the rejection against independent
claim 10 as representative of all the clains on appeal.

Wth respect to the rejection of representative claim 10
as unpat ent abl e over the conbinati on of Rossi and d sen,
Appel l ants assert (Brief, pages 4 and 5) a |ack of suggestion
or notivation in the references for conbining or nodifying

teachings to establish a prim facie case of obviousness. The

Exam ner has responded (Answer, pages 4 and 8) with a
reference to colum 4, lines 50-55 of Rossi which states:

Thus, when the transponder tag

is described herein as "attached"
to the carrier, it is neant to

i ncl ude any nethod of attachnent
which will allow the transponder
tag to be securely associated with
a particular carrier so that it may
be used in this manner.

The Exam ner asserts the obvi ousness of the conbi nati on of
Rossi and O sen at page 5 of the Answer which states:

It will be apparent that sone nethods
of attachment woul d not be obvious
under 35 U.S.C. 8 103, despite Rossi's
stated intention to "include any method
of attachnment", but the structural
attachnment of the instant clains is
sufficiently close to Rossi's
alternatives and A sen's disclosure

to be consi dered obvious to one of
ordinary skill in the art.

8
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After careful review of the Rossi and O sen references,
we are in agreenent with Appellants' stated position in the
Brief. The nmere fact that the prior art may be nodified in
t he manner suggested by the Exam ner does not make the
nmodi fication obvious unless the prior art suggested the

desirability of the nodification. 1n re Fritch, 972 F. 2d

1260, 1266, 23 USPRd 1780, 1783-84 (Fed. Gr. 1992). 1In the
present instance, although O sen does teach a device with an
el ongated recess extending froman edge into a wall portion,
the invention is for use in identifying stol en autonobiles.

W fail to see how the O sen device which is designed for
paper identification tag insertion would have rel evance to the
radi o frequency tracking systemfor wafer carriers of Rossi.
None of the problens sought to be overcone by A sen woul d be
expected to exist in the wafer carrier systemof Rossi. W
are left to speculate why the skilled artisan woul d enpl oy the
el ongated recess feature of Asen in the recited position in
Rossi. The only reason we can discern is inproper hindsight
reconstruction of Appellants' clained invention. As to the

"sufficiently close" argunent articul ated by the Exam ner, we
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are unaware of any such | ega

10
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standard of obvi ousness and the Exam ner has provided no
support for such position.

For the reasons discussed above, the rejection of clains
10-13, 15, and 16 as unpatentabl e over Rossi and O sen is not
sust ai ned.

Wth respect to the rejection of claim 14 as unpatentable
over the conbination of Rossi, O sen, and Hesser, we note that
claim 14 is dependent on independent claim 10 and incorporates
all the limtations of claim10 just discussed. Hesser was
cited solely to neet the programmabl e feature of the clainmed
transponder but does not overcone the innate deficiencies of
t he conbi nation of Rossi and O sen. Therefor, we do not
sustain the rejection of claim14 for the reasons discussed

above.

11
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In summary, the decision of the Exam ner rejecting
clains 10-16 is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

)

)

)

)

) BOARD OF PATENT
ERROL A. KRASS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)

JOSEPH F. RUGGE ERO

Adm ni strative Patent Judge

JFR: svt

12



Appeal No. 96-3964
Appl i cation No. 08/225, 228

Dougl as J. Christensen

Pal matier, Sjoquist, Helget & Voight, P.A
6600 France Avenue South

Suite 501

M nneapolis, MN 55435
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