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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejec-
tion of clains 1 through 15, all of the clains pending in the
present application.

The invention relates to a nethod of neasuring the
read-to-wite offset by increnentally neasuring the anplitude
of a test pattern across the width of a track.

The i ndependent claim1 is reproduced as fol -
| ows:

1. In a disc drive systemhaving a transducer with
a read elenent that reads information froma track to produce
a read signal and a wite elenent that wites information to
the track, a nethod of nmeasuring a radial read-to-wite offset
between the read and wite elenments at a track on a disc

surface of a disc in the disc drive system conpri sing:

witing a test signal to the track at a predeter-
m ned actuator offset;

increnmentally noving the read el enent across a width
of the track to neasure a maxi mum anplitude in the read sig-
nal ;

incremental ly noving the read el enent across the
width of the track to find first and second actuator offsets
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where the read signal has an anplitude approxi mately equal to
a predeter- m ned percentage of the maxi mnum anplitude;

cal culating a m dpoint between the first and second
actuator offsets; and

setting the radial read-to-wite offset equal to a

di fference between the m dpoint and the predeterm ned actuator
of f set.

The Exami ner relies on the follow ng references:

Br enmer 4,485, 418 Nov. 27, 1984
Mwa et al. (Mwa) 4,644, 421 Feb. 17, 1987
Vol z et al. (Volz) 4,969, 059 Nov. 6, 1990
| shi da 2,079, 666 Apr. 24, 1993

(Canadi an patent)

Clains 1 through 3, 6 through 8, 10, 12, 13 and 15
stand rejected under 35 U S.C. § 103 as being unpatentable
over Ishida in view of Bremmer. Cdains 4, 5 and 11 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Ishida in view of Bremrer further in viewof Mwa. Cains 9
and 14 stand rejected under 35 U.S.C. §8 103 as bei ng unpatent -

abl e over Ishida in view of Brenmmer and Mwa, and further in
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vi ew of Vol z. Rat her than reiterate the argunents of
Appel | ant
and the Exam ner, reference is nmade to the briefs? and
answers® for the respective details thereof.
CPI NI ON

W will not sustain the rejection of clains 1
t hrough 15 under 35 U. S.C. § 103.

The Exami ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the
cl ai med i nvention by the express teachings or suggestions

found in the prior art, or by inplications contained in such

2 Appel lant filed an appeal brief on Novenber 24, 1995.
W will refer to this appeal brief as sinply the brief.
Appellant filed a reply appeal brief on May 13, 1996. W wl|
refer to this reply appeal brief as the reply brief. The
Exam ner responded to the reply brief with a suppl enenta
Exam ner's answer and thereby the reply brief has been entered
and consi der ed.

® The Exami ner responded to the brief with an Exam ner's
answer, mailed March 11, 1996. We will refer to the Exam
iner's answer as sinply the answer. The Exam ner responded to
the reply brief wwth a suppl emental Exam ner's answer nail ed
June 5, 1996. W will refer to the supplenental Exami ner's
answer as sinply the suppl enental answer.
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teachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,
217 USPQ 1, 6 (Fed. Cr. 1983). "Additionally, when determ n-
I ng obvi ousness, the clained invention should be considered as
a whole; there is no legally recognizable 'heart' of the

i nvention." Para-Ordnance Mg. v. SGS Inporters Int’'l, Inc.,
73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239 (Fed. Gir. 1995),
cert. denied, 117 S.Ct. 80 (1996) citing W L. Gore & Assocs.,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309
(Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).

Appel | ant argues on pages 7 through 10 of the brief
and in the reply brief that Bremmer, Mwa, Volz and I shida,
together or individually, fail to teach or suggest determ ning
a radial read-to-wite offset between the read and wite

el enents at a

track on a disc surface of a disc drive system by
increnmentally noving the el enment across a width of the track
to measure a maxi num anplitude in the read signal and
increnmentally noving the read el enent across the wdth of the

track to find first and second actuator offsets where the read
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signal has an anplitude approxi mately equal to a predeterm ned
percent age of the maxi mum anplitude. W note that on pages 7
and 8 of the brief Appellant quotes the claimlanguage of each
of the independent clains 1, 6, 10 and 15, which recites the
above |imtations.

The Exam ner states on page 5 of the answer that
Bremmer di scl oses neasuring a nmaxi mum read anplitude to define
a reference voltage. The Exam ner then responds to
Appel l ant' s argunments on page 8 of the answer that Brenmer
teaches in colum 4, lines 17-20, that "[t] he reference
| evel 20 is selected to have a value nore or |ess m dway
bet ween the maxi mum and mni numtrack signal anplitude.” The
Exam ner argues that fromthe above teachings, those skilled
in the art would have no other way to determ ne a maxi num
track sign anplitude than selecting the |argest anplitude of
the reproduced signals.

In the reply brief, Appellant responds by pointing
out that Figure 3 of Bremmer, reference |evel 20, which the
Exam ner presumes is a maxi numtrack signal anplitude, is not

shown
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connected to the disc 16. Rather, it is an independent
reference level which is sent to offset neasuring system 28
via line 40. Appellant further points to Figure 4 which does
not show the reference voltage 20 connected to the recording
head 43, but rather, the reference voltage 20 is connected to
a conparator 42 via line 40.

Upon a careful review of the references, we find
t hat
none of the references teaches or suggests determning a
radial read-to-wite offset between the read and wite
el enents at a track on a disc surface of a disc drive system
by increnmentally noving the el enent across a width of the
track to nmeasure a maxi mrum anplitude in the read signal and
increnmentally noving the read el enent across the width of the
track to find first and second actuator offsets where the read
signal has an anplitude approximately equal to a predeterm ned
per cent age of the maxi mum anplitude as recited in each of the
I ndependent clains 1, 6, 10 and 15. W find that Brenmer
teaches in colum 2, lines 25-40, that the reference voltage

20 is a predeterm ned voltage which is typically within the
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range of one half of the peak to valley anplitude. Brenmer
does not teach neasuring the maxi mum anplitude in the read

signal for each disc drive system

We appreciate the Exam ner's argunent that Bremrer
teaches that the reference level is based on a maxi num and
m nimumtrack signal anplitude which, as the Exam ner reasons,
requires the nmeasurenent of the track maxi num anplitude.
However, "[t]o establish inherency, the extrinsic evidence
"must make clear that the m ssing descriptive matter is
necessarily present in the thing described in the reference,
and that it would be so recognized by persons of ordinary
skill."™ In re Robertson, 169 F3d 743, 745, 49 USPQ@d 1949,
1950-51 (Fed. Gir. 1999) citing Continental Can Co. v.
Monsanto Co., 948 F.2d 1264, 1268, 20 USPQRd 1746, 1749 (Fed.

Cr. 1991). "Inherency, how ever, nay not be established by
probabilities or possibilities. The nere fact that a certain
thing may result froma given set of circunstances is not
sufficient.” 1d. citing Continental, 948 F.2d at 1269, 20

USPQRd at 1749. Fromreading Bremmer as a whole, we find that
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Bremmer does not teach measuring the nmaxi num anplitude in the
read signal for the track but sinply provides a predeterm ned
ref erence vol tage which Bremrer hopes to be cl ose enough to
t he actual maxi mum anplitude.

We are not inclined to di spense with proof by
evi dence when the proposition at issue is not supported by a
teaching in a prior art reference, common know edge, or is
capabl e of unquesti onabl e denponstration. Qur review ng court
requires this evidence in order to establish a prima facie
case. In re Knapp-Mnarch Co., 296 F.2d 230, 232, 132 USPQ 6,
8 (CCPA 1961); In re Cofer, 354 F.2d 664, 668, 148 USPQ 268,
271-72 (CCPA 1966). Therefore, we will not sustain the
rejection of clains 1 t hrough 15 under 35 U.S.C. § 103.

We have not sustained the rejection of clains 1
t hrough 15 under 35 U.S.C. § 103. Accordingly, the Exam ner's
decision is reversed.

REVERSED

KENNETH W HAI RSTON )
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Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
M CHAEL R. FLEM NG ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES
)
)
)
JOSEPH RUGAE ERO )
Adm ni strative Patent Judge )
psb
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