TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 through 3, 5 through 7, 9 through 11, 13

through 16 and 18 through 21, which are all of the clains

Y Application for patent filed March 8, 1993.
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pending in this application.
We REVERSE.

BACKGROUND

The clains on appeal are directed to an apparatus (cl ains
1-3 and 5) and a nethod (clains 6, 7, 9 and 10) for nonitoring
the deposition on a nenbrane in a reverse osnosis system to a
reverse osnosi s systemincluding neans for nonitoring reverse
osnosi s nenbrane deposition (clains 11 and 13-15) and to a
nmet hod for reverse osnosis of a fluid streamincluding the
step of passing the fluid streamthrough an apparatus for
noni t ori ng nmenbrane deposition (clains 16 and 18-21). Cains
1, 6, 11 and 16 are representative of the clained subject
matter. Clains 6, 11 and 16 are correctly reproduced in the
appendi x attached to appellants' corrected brief filed on

Sept enber 5, 1995 (Paper No. 16)2. The copy of claiml in the

2 W note that strict antecedent basis is lacking for the recitation of
"the filtration system' in paragraph (c) of claim11l. Correction of this
informality is in order upon return of the application to the jurisdiction of
t he exani ner.
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appendi x is incorrect®. Claim1l correctly reads as follows:*

1. An apparatus for nonitoring nmenbrane deposition
in a reverse osnbsi s system conpri sing:

an exterior body defining an interior conpartnent
receiving a fluid stream and

a support nenbrane positioned in the interior
conpartnent renovably supporting a reverse 0osnosis
menbr ane coupon parallel to the direction of fluid flow
of the fluid streamthrough the interior conpartnent
all owm ng the collection of deposition present within the
fluid streamon the reverse osnbsi s menbrane coupon

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Madden 3,400, 575 Sep. 10,
1968
Bach et al. (Bach) 4,389, 879 Jun. 28,
1983

The following rejections are before us for review

Claims 1 through 3, 5 through 7, 9 through 11, 13 through

®The word "for"” inline 4 of claim1, as it appears in the appendi x,
was cancel ed by Paper No. 7.

“As a result of a typographical error in Paper No. 5, the origina
recitation in claim1l of a "support nmenber" was changed to read "support
menbrane."” The error was carried over to Paper No. 7. Correction of claim1l in
Paper No. 7 is in order upon return of this application to the jurisdiction of
t he exani ner.
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16 and 18 through 21 stand rejected under 35 U. S.C. 8§ 103 as
bei ng unpat ent abl e over Bach in view of Madden; and

Clainms 1 and 5 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over Madden. ®

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No.
17) for the conplete reasoning in support of the rejections,

and

to the corrected brief filed Septenber 5, 1995 (Paper No. 16)
and the reply brief (Paper No. 18), for the appellants’
argunent s t her eagai nst.
OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and

clainms, to the applied prior art references, and to the

® Rejections of clains 1, 5 and 6 under 35 U.S.C. § 102 and of claim6
under 35 U.S.C. § 103 based on Madden have been w t hdrawn (answer, page 4).
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respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we have made the
determ nati ons which follow

Turning first to the examner's rejection of clains 1
through 3, 5 through 7, 9 through 11, 13 through 16 and 18
through 21 under 35 U.S.C. 8§ 103 as bei ng unpat ent abl e over
Bach in view of Madden, we note that each of clains 1, 6, 11
and 16, the only independent clains before us, calls for
either a reverse osnpbsis nenbrane or a reverse 0sSnDSi S
nmenbr ane coupon held by a support parallel to the direction of
fluid flow through the interior conpartnent of the nonitoring
appar at us.

According to the exam ner, Bach shows the cl ai ned
I nvention, except that Bach's neasuring filter 11 is not

supported parall el

to the direction of fluid flow and is not disclosed as a
"reverse osnobsi s nmenbrane" or a "reverse osnpbsi s menbrane
coupon”. The exam ner cites Madden to show a fluid sanpling
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device having a filter nedium 26 nounted parallel to the flow
pat h when val ves 18 and 22 are opened. It is the examner's
position that
[I]t would have been obvious to one of ordinary skill in
the art at the tine the invention was nade, to provide
Bach with the fl ow path of Madden because this woul d
i nvolve a nmere mnor change in flow path, and both
references are clearly fromthe sanpling art. . . .the
filter band or strip of Bach (col. 2, next to the | ast
par agr aph) whi ch passes through the chanber clearly
suggests the coupon form One would be notivated to
provide the band or strip with tear or score lines to
easily renove the used part of the filter for detailed
anal ysis or for storage. (answer, pages 3 and 4)
In addition, on page 5 of the answer, the exam ner asserts
that one of ordinary skill in the art would have been
notivated to make the Bach flow parallel in order to return
the fluid sanple to the main flow
Appel | ants argue that the conbinati on of Bach and Madden
woul d not | ead one of ordinary skill in the art to appellants
invention (corrected brief, page 5). W agree.
The Bach patent discloses a nethod and apparatus for
determining the colloid index of a liquid, such as water being

treated in a reverse osnosis "desalification" [sic] system

(col. 1, lines 39-41; and col. 5, lines 16-19). The di scl osed
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apparatus includes a collecting and neasuring container 4
having an inlet conduit 15, a supporting screen nenber 13 on
which a neasuring filter 11 is nounted, an opening 14 bel ow
the screen, a filling pipe 10 which in turn extends | engthw se
of the neasuring container 4 into the vicinity of the outlet
end 9 and an outlet valve 5. The apparatus further conprises
an inlet valve 1 which controls the intake of nmeasuring liquid
into a pressure chanber 3 through inlet conduit 15, and a
pressure control means 2 for controlling the pressure of
liquid supplied to the chanber 3. The inlet valve 1 and the
outl et valve 5 are controlled by a tinme control circuit 6
which is responsive to a vertically adjustable

| evel detector or switching means 8. The switch 8 is arranged
to respond when it detects a given |evel and thus a given
volune of liquid in the container 4. The apparatus further
conprises a tinme neasuring circuit 7 connected to the |evel
switch 8 and operable to neasure the period of tinme which is
required for the container 4 to be filled with a given volune
of liquid preset by the positioning of the switch 8. The
nmeasuring filter 11 may be in the formof a nenbrane filter
strip or band which is passed froma supply or storage reel 18
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to a take-up reel 17. See Figures 1 and 2 and col. 4, lines

1- 60. In order to determ ne

the colloid index, Bach neasures the tine it takes for a
predet erm ned volune of sanpling fluid to pass through the
menbrane filter strip before and after sanpling fluid has been
passed through the nenbrane filter strip for a test period T
(col. 4, line 63 through col. 5, line 34).

The Madden patent discloses an apparatus and net hod for
sanpling the particulate contam nation of a fluid flowing in a
conduit 10. The apparatus includes a sanple-inflow port 12,
an upstream val ve 18, a chanber 24 di sposed above a filter
medi um 26, a downstream val ve 22 and a sanpl e-outfl ow port 16.
The upper surface of the filter nediumis disclosed as being
coplanar with the bottom of the chanber 24 (col. 2, lines 29-
31). Wien it is desired to sanple the fluid, valve 18 is
opened and valve 22 is closed forcing the fluid through the
filter medium 26 and into a container 30 (col. 2, |ine 45-48).
Fluid flow through the filter nmediumduring the sanpling
period results in the deposition of particul ate contan nants
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upon the surface of the filter nedium The extent of
particul ate deposition may be observed on the surface of the
filter mediumthrough a viewi ng port 32. See col. 2, lines

61-71. Madden further discloses that

after the sanpl e has been observed, valves 22 and 18 are re-
opened to establish fluid flow through the chanber 24 over the
surface of filter medium 26 for the purpose of cleaning the
surface of filter medium 26 between sanpling periods (col. 2,
lines 29-38 and col. 3, line 73 through col. 4, line 3).

It is well-established that before a conclusion of
obvi ousness may be based on a conbi nation of references, the
exam ner nust show that sonme objective teaching or suggestion
in the applied prior art, or know edge generally available in
the art, would have |l ed those of ordinary skill to conbine the
teachings of the references to arrive at the clained

i nventi on. Pro-Mbld and Tool Co. v. G eat Lakes Plastics

Inc., 75 F.3d 1568, 1573, 37 USPQ2d 1626, 1629 (Fed. Cr

1996); In re Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784
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(Fed. Cir. 1992); Ashland QI, Inc. v. Delta Resins &

Refractories Inc., 776 F.2d 281, 297 n. 24, 227 USPQ 657, 667

n. 24 (Fed. Cir. 1985). Here, apart fromreference to
appel l ants’ di scl osure of the present invention, we find no
such reason, suggestion, or notivation which would have | ead
one of ordinary skill in the art to conbine the disclosures of
Bach and Madden in the manner proposed by the exam ner. The

exam ner's assertion that it woul d have been

obvious to a person of ordinary skill in the art to provide
Bach with the parallel flow path of Madden because the
nodi ficati on woul d have involved a m nor change and both
references are fromthe sane sanpling art seens to us to be an
assertion that the invention as a whole woul d have been
obvi ous because the individual parts of the invention were
know in the art. This is clearly an inappropriate rationale
for a concl usion of obviousness.

The exam ner's other assertion that one of ordinary skil
in the art would have been notivated to make the Bach fl ow
parallel in order to return the sanple to the main flow is not
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persuasi ve. Bach teaches that the container 4 is enptied
after the first step of the disclosed nethod and that in the
second step neasuring liquid is passed through the filter 11
and out chanber 4 through open outlet valve 5 (col 4, line 63
through col. 5, line 12). Bach also discloses that this
second test period may be five to fifteen mnutes |ong (col.
5, lines 20 and 21). Bach does not disclose what happens to
the sanpling liquid after it passes through outlet val ve 5.
Thus, whether or not the sanpling liquid is returned to the
mai n fl ow does not appear to be a matter of concern to Bach.

In any event, if it were deened desirable to

return sanpling liquid to the main flow in Bach, this could be
acconpl i shed without making the liquid flow parallel to the
filter strip. On the other hand, Madden provi des paralle
flow for a reason, nanely, to clean the surface of the filter
medi um that woul d appear to be of little or no concern to
Bach, since Bach provides an arrangenent for periodically
replacing the filter nmediumin the formof supply reel 18 and
take-up reel 17. In our view, it is only through the use of

11
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i nper m ssi bl e hindsi ght that one would provide for paralle
flow in Bach based on Madden’ s teachings.
For the foregoing reasons, we conclude that the exam ner

has failed to establish a prina facie case of obvi ousness for

the clainmed subject matter in view of the applied prior art
references. Accordingly, the rejection of independent clains
1, 6, 11 and 16, and clains 2, 3, 5, 7, 9, 10, 13 through 15
and 18 through 21 dependent thereon, under 35 U.S.C. § 103 as
bei ng unpat entabl e over Bach in view of Madden will not be
sust ai ned.

Turning now to the rejection of clains 1 and 5 under
35 U.S.C. 8 103 as being unpatentabl e over Madden alone, it is

the exam ner's position that the only patentable feature set

forth in claiml which is not found in Madden is the reverse
osnosi s nmenbrane coupon. However, the exam ner finds it
obvi ous

that "the nenbrane of Madden could originate froma nenbrane
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sheet of plural coupons separable by tear lines or score
lines” (answer, page 4).

First, contrary to what is inplied by the exam ner, we do
not believe appellants’ use of the word "coupon” in the phrase
"reverse osnpsi s nmenbrane coupon” appearing in the clains
requi res a nmenbrane sheet of plural "coupons"” separable by
tear lines or score lines. Wbster’s dictionary® defines
"coupon" as --3:. a test sanple, and this is the use of the
word i ntended here, in our view. Accordingly, and in contrast
to what the exam ner believes, we believe it is of no nonent
that Madden's filter nmenbrane sheet |acks tear lines or score
lines. Second, since appellants’ specification teaches that
t he nenbrane which is supported parallel to the direction of
fluid flow through the interior conpartnent is nmade of the
same material as the menbrane used in the reverse osnosis
system (page 10), and since appellants’ specification also

teaches that reverse osnobsis is

® Webster's Third New International Dictionary of the English Language,

Unabridged, G & C. Merriam Co., Springfield, M\ 1971.
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used for separations involving material |ess than .001 micron
in size (page 2), we regard the claimlanguage "reverse
osnosi s nmenbrane” as requiring the menbrane in question to
have the ability to separate out materials |ess than . 001
mcrons in size. Accordingly, although Madden discl oses (col.
3, lines 33-38) that the filter nenbrane thereof may be nade
of one of the sane materials appellants use in naking the
claimed reverse osnosis nenbrane, i.e., cellulose acetate, we
do not consider Madden's filter nenbrane to be a "reverse
osnosi s nenbrane,"” as called for in the clains, because
Madden’s filter nmenbrane is only designed "to filter out
particul ate contam nants of a size equal to or greater than %
mcron” (col. 3, lines 33-38). Third, there is sinply no
teaching in Madden that the filter nenbrane shoul d be
constructed so as to be capable of functioning as a "reverse
osnosi s nenbrane." For these reasons, we do not agree with
t he exam ner’s assertion that Madden woul d have been
suggestive of the invention defined by appellants’ claim1.
Accordingly, the rejection of independent clains 1, and
claimb5 dependent thereon, under 35 U S.C. § 103 as being
unpat ent abl e over Madden will not be sustai ned.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 through 3, 5 through 7, 9 through 11, 13 through 16
and 18 through 21 under 35 U.S.C. 8 103 is reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT
LAVWRENCE J. STAAB APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge

N N N N N N N N N N N N

vsh

15



Appeal No. 96-3854
Application No. 08/ 027,872

Robert A. MIler, Esq.
Nal co Chem cal Conpany

Pat ent and Li censi ng Departnent.

One Nal co Center
ONaperville, IL 60563-1198

16



