THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng
precedent of the Board.
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KRATZ, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of clainms 54 through 56. dains 57-60, which are

1 Application for patent filed August 22, 1994. According
to appellant, this application is a division of Application
No. 08/077,469, filed June 15, 1993; which is a continuation
of Application No. 07/683,908, filed April 11, 1991, now
abandoned; which is a continuation of Application No.
07/ 423,317, filed Cctober 18, 1989, now abandoned.
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all of the remaining clains pending in this application, have

been indicated as all owabl e by the exam ner.
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BACKGROUND

The appellant's invention relates to a ceram c coated
el ectronic device. An understanding of the invention can be
derived froma reading of representative claimb54, which is
r eproduced bel ow.

54. A coated electronic device fornmed by a nethod
consi sting essentially of:

(A) coating the electronic device with a solution
consisting essentially of a solvent and hydrogen
si | sesqui oxane resin;

(B) evaporating the solvent to deposit a preceramc
coating on the electronic device; and

(C heating the preceramic coating to a tenperature

of bet ween about 500 up to about 800EC under an inert gas

at nosphere.

The sol e reference of record relied upon by the exam ner
in rejecting the appealed clains is:
Mne et al. (Mne) 5,370, 904 Dec. 06,
1994

Clainms 54-56 stand rejected under the judicially created
doctrine of obviousness-type double patenting as being

unpat ent abl e over clains 1-5, 12, and 13 of Mne (U S. Patent

No. 5,370, 904).
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OPI NI ON
Havi ng carefully consi dered each of appellant's
argunents, we are not persuaded of reversible error on the
part of the exam ner. Accordingly, we wll sustain this
rejection. W add the foll owi ng cooments for enphasis.

W initially note that appellant states at page 2 of
the brief that the clains stand or fall together.
Accordingly, we shall focus our consideration of the issues
raised in this appeal primarily as they relate to
representative cl aim54.

I n obvi ousness-type doubl e patenting rejections, any
anal ysis enpl oyed parallels the guidelines for analysis of a
8 103 obvi ousness determi nation. See In re Longi, 759 F.2d
887, 892-93, 225 USPQ 645, 648 (Fed. Cir. 1985). Accordingly,
the question this appeal presents requires us to decide
whet her the cl aims on appeal herein enconpass a product which
woul d not have been patentably distinct fromthe product

necessarily produced by
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the process of clains 1-5, 12, and 13 of M ne2 W answer
this
guestion in the affirmative.

Al t hough M ne does not claimthe product of the process
of clainms 1-5, 12, and 13, the resulting product of Mne's
process woul d be indistinguishable fromthe here clained
product since the process steps are essentially the sane as in
appeal ed clains 54-56. 1In this regard, we note that the
appeal ed cl ai ns describe the coated el ectronic device product
internms of the nethod of making the device.

Appeal ed claim54 calls for an el ectronic device to be
coated with a solution of solvent and hydrogen sil sesqui oxane
resin with the solvent being evaporated to deposit a
preceram c coating, which coating is heated to a tenperature

of between about 500 up to about 800°C in an inert atnosphere

2According to the assignnent records of the Patent and
Trademark O fice, an assignnment of the Mne patent to Dow
Cor ni ng Corporation was recorded on July 25, 1997. The real
party in interest (assignee) of the present application
identified by appellant at page 1 of the brief is Dow Corning
Cor poration. Accordingly, consideration of an obvi ousness-type
doubl e
patenting rejection is appropriate by virtue of the common
assignee notwi thstanding the different inventive entities
bet ween the M ne patent and the present application.
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to thereby obtain the coated product which is the subject of

t he appeal ed

claims. According to appellant's specification, the silica
coating does not have essentially any Si-H bonds (appellant's
specification, Exanple 1).

Mne clains a nmethod of formng a film (coating) by
providing a filmof a hydrogen sil sesqui oxane resin on a
substrate using a solvent solution, renoving the solvent, and
heating the resin filmin an inert atnosphere to a tenperature
of between 250 up to, but not including, 500°C to reduce
hydrogen in the filmto I ess than 80% of that in the resin
used (Mne, clains 1 and 2). An electrical device such as a
sem conductor nay be used as the substrate to be coated in the
cl ai med process of Mne (claim4).

In view of the above, and a conparison of the clains of
M ne and the appeal ed clains, we agree with the exam ner that
t he product of the appeal ed clai ns enconpasses and woul d have

been prima facie obvious fromthe product produced by carrying

out the clained process of Mne. Conpare In re Best, 562 F.2d
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1252, 1255, 195 USPQ 430, 433-434 (CCPA 1977). In this
regard, we also determne that the term "about” utilized by
appellant in his clains to describe the tenperature range to
whi ch the coating is heated permts sone tol erance and woul d
have enconpassed tenperatures within Mne's clai ned
tenperature range. See In re Wodruff, 919 F. 2d 1575, 1577-
1578, 16 USPQR2d 1934, 1936 (Fed. Cir. 1990) and In re Ayers,
154 F. 2d 182, 185, 69 USPQ 109, 112 (CCPA 1946).

Appel l ant's chal l enge the exam ner's rejection on the
rationale that the clains can't be in conflict in that the
clainms of the application and patent are directed to separate
categories of invention (brief, page 4). W do not find this
I ine of reasoni ng persuasive.

As we indicated above, the test for obvi ousness-type
doubl e patenting is anal ogous to a 8 103 obvi ousness
determ nation and requires us to determ ne whether the clains
are patentably distinct which we have done and answered in the
negati ve, not whether they involve the sanme or separate
categories of invention as argued. The fact that the clains
of the application are drawn to a product whereas the clains

of the patent are drawn to a process does not automatically
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di spose of the patentability issue in appellant's favor as
argued. See In re Lonardo 119 F. 3d 960, 968, 43 USPQRd 1262,
1268 (Fed. Cr. 1997), cert. denied 118 S.Ct 1164 (1998).

Appel l ant further asserts that the obvi ousness-type
doubl e patenting rejection is not justified since the exam ner
asserted that the product could be nmade by another nethod in a
restriction requirenment between product and nethod clains in
parent application No. 07/423,317 (brief, page 5). At the
outset, we note that the provisions of the third sentence of
35 U S.C 8 121 do not prohibit the use of the Mne patent in
t he obvi ousness-type double patenting rejection at issue
herein since the application upon which the M ne patent issued
was voluntarily filed and was not the subject of a restriction
requi renent. Moreover, we do not find the exam ner's
statenents in nmaking the restriction requirenment in the parent
application No. 07/423,317 particularly relevant to the
present inquiry for reasons set forth by the exam ner at pages
5 and 6 of the answer.

We do not agree with the view expressed in the dissenting
opi ni on regarding the appropriateness of assigning an estoppel

effect to the examiner's prior restriction requirenent in



Appeal No. 1996-3816 Page 10
Application No. 08/293, 331

light of appellant having allegedly detrinmentally relied
thereon. In this regard, we consider the plain | anguage of
the third sentence of 35 U S.C. 8§ 121 to be dispositive of
this issue in that the use of Mne as a reference herein is
clearly not precluded thereby. Nor do we find that equity
woul d favor the appellant in the present situation in that
appel l ant voluntarily filed and was in control of the
prosecution of this application as well as the flow (or |ack
thereof) of information regarding the existence of

these separately filed applications to the respective

exam ners. Al so, the present record does not support an

i nference of appellant having detrinmentally relied on the
prior restriction requirenent.

Accordingly, we sustain the examner's rejection since
the resulting product of Mne's claimed process would be
pat ent ably indi stingui shable fromthe here clai ned product
since the process steps are essentially the sanme as di scussed

above.

OTHER | SSUES

In the event of any further prosecution of this
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application, the exam ner should investigate and determ ne
whet her or not the Mne patent is available as prior art with
respect to this application under 35 U.S.C. § 102(f) or (9).
In this regard, it is noted that 35 U S.C. 8 103(c) only

excludes & 102(f) or (Qg)

subject matter as prior art if the subject matter (e.g., Mne
patent) and the application were owned by the same person or
subj ect to common assignnment at the tine the invention was
made. See Chart I1-B on page 800-14 of the Manual of Patent
Exam ni ng Procedure (MPEP) (7th ed., 1998).

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 54-56 under the judicially created doctrine of

obvi ousness-type doubl e patenting as bei ng unpatentabl e over



Appeal No. 1996-3816 Page 12
Application No. 08/293, 331

claims 1-5, 12, and 13 of Mne (U S. Patent No. 5,370,904) is
af firnmed.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED

JOHN D. SM TH )

Adm ni strative Patent Judge ) BOARD OF PATENT
) APPEALS
) AND

PETER F. KRATZ ) | NTERFERENCES
)

Adm ni strative Patent Judge
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PAK, Adm nistrative Patent Judge, Di ssenting

| respectfully dissent fromthe mgjority’ s opinion. The
present application, which includes the appeal ed product-by-
process clainms, is a division of an application containing
process clains, which matured into U S. Patent 5,380, 567.
Claim1l of U S. Patent 5,380,567, which was the subject of the
restriction requirenent by the sane exam ner in the present
application, is reproduced bel ow.

1. Anethod of formng a coating on an el ectronic device
consi sting essentially of:

(A) coating the electronic device with a solution
consisting essentially of a solvent and hydrogen
si | sesqui oxane resin;

(B) evaporating the solvent to deposit a preceramc
coating on the electronic device; and

(C© heating the preceramic coating to a tenperature
of bet ween about 500E up to about 800EC. under an inert gas
at nosphere.
This claimrecites process limtations which are closer to the
process limtations of the product-by-process clains in
guestion than the clains of U S. Patent 5,370,904 issued to
Mne et al. For convenience, claim1l of U S. Patent 5, 370,904

(Mne et al.) is reproduced bel ow.

1. A nethod for the fornation of a silicon oxide film
conpri si ng:
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form ng a hydrogen sil sesqui oxane resin filmon the
surface of a substrate and

converting the hydrogen sil sesquioxane resin into silicon
oxi de ceram c by heating the resin filmbearing substrate in
an inert gas atnosphere at 250EC. up to, but not including,
500EC. until the content of silicon-bonded hydrogen in the
silicon oxide product has reached # 80% of the content of
silicon-bonded hydrogen in the hydrogen sil sesqui oxane resin.

During prosecution of the parent application of the
present divisional application, the exam ner determ ned that
the process clainms of U S. Patent 5,380,567 and the product -
by-process clains in question are patentably distinct from one
another for the restriction purposes. The exam ner now takes
the position that the process clains of U S. Patent 5,370,904
(Mne et al.), which are less close to the product-by-process
clainms in the present application than the process clains of
U S. Patent 5,380,567, are not patentably distinct fromthe
product - by-process clainms. Under this circunstance, it is ny
opinion that the examner is estopped fromtaking a position
different froma previous one which resulted in filing of the
present divisional application. Wen applicant relies on the
examner’s restriction requirenent to his detrinent, the

exam ner shoul d be precluded fromtaking a position contrary

to his initial position. This intent, in ny view, is
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mani fested in 35 U S.C § 121. | ndeed, the Court in Inre
Tayl or, 360 F.2d 232, 236, 149 USPQ 615, 619 (CCPA 1966) held

that no obvi ousness-type doubl e patenting exists under simlar
circunstances. Specifically, the Court in Taylor, 360 F.2d at

236, 149 USPQ at 619 states that:

Were the process clains of the patent identical
with the process step recited in the appeal ed claim
a cl oser question m ght have been presented. W
note, however, in this respect that in this art it
appears to have been a past practice of the Patent
Ofice torequire restriction under Rule 142 between
clainms defining collagen films and clainms defining a
process for centrifugally casting a film

The appeal ed cl ai m defines a product wherein
oriented collagen fibers having a preferred tensile
strength are produced in a collagen filmof uniform
t hi ckness. The patented clains define a process in
whi ch the collagen filmof uniformthickness. The
patented clains define a process in which the
col l agen solution is subjected to spin casting on a
precast wax base and helical cutting the filmto
produce a collagen filmof uniformcross-section.
Wil e the patented process may produce a product
which falls within the claimto a product as defined
in the appealed claim this does not require the
concl usi on that doubl e patenting exists.

Accordingly, the decision of the exam ner regarding the

obvi ousness-type doubl e patent rejection should be reversed.
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Pat ent Depart nent

Mai | C01232

Dow Cor ni ng Cor poration
M dl and, M 48686-0994
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