THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore PAK, WARREN, and WALTZ, Adninistrative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
refusal to allow clainms 38, 39 and 41 through 47 which are al
of the clainms remaining in the application. Cains 41, 42 and
43 were anmended subsequent to the final Ofice action dated
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February 9, 1995. See Paper No. 25.
Claim4l is representative of the subject matter on
appeal and reads as foll ows:
41. A magnet o-optical recordi ng nmedi um conprising a

substrate and a nultilayer magnetic film wherein said
mul tilayer magnetic filmincludes at | east a recording

| ayer and a supporting layer, and wherein said multilayer
magneti c filmexhibits a magneto-optical effect on
reflected |ight of a laser beamirradiating the recording
medi um characterized in that the recording | ayer has a

hi gher Curie tenperature t han has the supporting |ayer and
the recording | ayer has a greater coercive force than has

t he supporting |layer at room tenperature, the recording

| ayer has a thickness of

10-50 nm and the nultilayer magnetic film has a
t hi ckness of 20-100 nm the recordi ng nmedi um havi ng
properties that it can be overwitten, and read-out for
verification can be performed i nmedi ately after
overwiting, and wherein the recordi ng medi um further
conprises a netal reflecting | ayer on the multil ayer
magnetic film

As evi dence of obvi ousness, the exam ner relies on the

followng prior art:

Kat ayama et al. (Katayam) 4,645, 722 Feb. 24,
1987
Gsato et al. (OCsato) 4,664, 977 May 12,
19871

1 Al though the exam ner lists published European Patent
Application O 258 978 to Gsato et al. as "Prior Art of Record"
on pages 2-3 in the Answer, the examner relies on Gsato ‘977
(U.S. Patent No. 4,664,977) in the statenent and body of
rejection set forth in the final Ofice action dated February
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Clainms 38, 39 and 41 through 47 stand rejected under 35
U S.C 8§ 103 as unpatentabl e over the conbi ned discl osures of
Kat ayama and GCsat o.

W reverse.

To a |l arge extent, we agree with appellants’ argunments on
appeal. The exam ner sinply has not supplied any notivation
for utilizing a magneto-optical recordi ng nmedi um having, inter
alia, a magnetic recording |ayer having the clainmed thickness,
10-50 nm and the clained properties. Although the exani ner
refers to Katayama to establish obviousness of the clained
recording layer of a magneto-optical recording nmedium it only
di scl oses a phot o-t herno-magneti c recordi ng nmedi um having a
magneti c recording |layer having a thickness of about 1000 to

5000 angstrom (about 100 to 500 nm, a large coercive force

9, 1995 and in the Answer. Appellants have al so responded to
the examiner’s 8 103 rejection as though it relies on OGsato
“977. See Brief, page 23. Accordingly, we will presune that
the examner’'s 8 103 rejection is based on, inter alia, Osato
‘977 (U.S. Patent No. 4,664,977) rather than the published

Eur opean Patent Application. |If the examner’'s intention is
to rely on the published European Patent Application, he nust
set forth a new ground of rejection and reopen the prosecution
of this application.
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and a suitable Curie tenperature. See columm 4, |ines 6-12.

Nowhere does it recognize the inportance of utilizing, inter
alia, a magnetic recording |ayer having a thickness of 10-50

nm and a coercive force and Curie tenperature higher than a
magneti c supporting layer in a magneto-optical recording
medi um

Mor eover, the exam ner has not supplied any notivation to
utilize the reflective and phase nodul ating | ayer taught in
Gsato in the photo-therno-magnetic recording nmedi um of the
type describe in Katayana. On this record, the exam ner has
failed to establish that the reflective and phase nodul ati ng
(metallic) layer useful for inparting the so-called
“enhancenent of their readout properties, such Kerr rotation
and C/ N’ to the particul ar nmagneto-optical recording medi um
taught in Gsato is also useful for inparting the sanme to
Kat ayama’ s phot o-t her mno- nagneti ¢ recordi ng nmedi um having a
materially different nmulti-|layered structure.

Accordi ngly, we conclude that the exam ner has failed to

establish a prima facie case of obviousness within the nmeani ng

of 35 U S.C § 103.
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The decision of the examner is reversed.?
As a final point, we note that appellants describe sone
of the drawings as “prior art” at page 4 of the specification.
Upon return of this application, both the exam ner and
appel l ants are advised to designate those drawi ngs by a | egend
such as “Prior Art”. MPEP 8§ 608.02(g) (7th ed. July 1998).

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES F. WARREN

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

N N N N N N N N N N N

2 According to 37 CFR 8 1.106 (c) (1994), “[i]n rejecting
clainms for want of novelty or for obviousness, the exam ner
must cite the best references at his command. Wen a
reference. . . . shows or describes inventions other than that
clainmed by the applicant, the particular part relied on nust
be designated as nearly as practicabl e (enphasis added).”
However, the exam ner has not referred to any particul ar part
of the applied prior art, which he relied on to support his
rejection. Although we could have remanded the application to
the exam ner on this basis, we have declined to do so since we
di sagree with the exam ner on the nerits of the § 103
rejection.
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