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DECI SI ON ON APPEAL

This appeal is fromthe final rejection of clains 1
through 8, all of the clains pending in the application.

The invention relates to an arrangenent for marking
nmotor vehicles with identification information to deter theft
and/ or unauthorized sale. Cains 1 and 8 are illustrative and
read as foll ows:

1. Arrangenent for preventing theft of a vehicle
conpri si ng:

m croscopic information carriers having dinensions in
the range of mcrons, each of said information carriers being
encoded with identifying secondary information concerning the
vehicle, said information carriers being contained in a vehicle
coating of said vehicle at |east at selected |locations, said
vehi cl e coating being selected fromthe group consisting of a
top coating paint, an inner coating paint, an underseal coating
and a protection wax coati ng;

wher eby said secondary information encoded on said
information carriers may be detected and conpared wth stored
primary information concerning said vehicle to detect alteration
of said secondary information.

8. Arrangenent for marking of vehicles to hinder theft
or unauthorized sale, conprising:

information carriers permanently applied to the
vehicle, said information carriers being encoded with data in the
form of secondary information which coincides with primry
i nformati on concerning the identity of the vehicle, which
primary information is stored in a manner that is not accessible
to mani pul ati on;
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wherein said information carriers are peptide chains
having a conposition fromwhich the secondary information can be
retrieved, the peptide chains being incorporated into at | east
portions of a vehicle coating.

The references relied upon by the exam ner as evidence

of obvi ousness are:

Dillon 4,243,734 Jan. 6, 1981
Schwartz et al. (Schwartz) 4,767, 205 Aug. 30, 1988
Quinta et al. (Guinta) 5, 083, 814 Jan. 28, 1992
But | and 5, 360, 628 Nov. 1, 1994

(filed Jan. 22, 1993)

The appeal ed clains stand rejected under 35 U. S. C
§ 103 as foll ows:

a) claims 1 through 4 as being unpatentable over DIl on
in view of Quinta,;

b) clains 5 and 7 as being unpatentable over Dillon in
view of Quinta and Schwartz; and

c) clains 6 and 8 as being unpatentable over Dillon in
vi ew of Quinta and Butl and.

Ref erence is nade to the appellants’ brief (Paper
No. 14) and to the exam ner’s answer (Paper No. 15) for the
respective positions of the appellants and the exam ner with

regard to the propriety of these rejections.
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Turning first to the rejection of independent claiml,
Dillon relates to “the protection of articles through the
identification thereof by mcro-dots displaying indicia which
identifies the owner, together with the nethod of preparing such
m cro-dots and using themfor identification purposes” (colum 1,
lines 4 through 8). As described nore specifically in Dillon’s
Abstract,

[t]he m cro-dots are small pieces of foil of
any of several shapes wth square being the
preferred shape, and having an area defi ned
by sides having an extent in the nature of
0.007 inch. Printed on the area of each dot
is indicia identifying a particul ar owner.
The net hod consi sts essentially of printing
the indiciain mltiple units on a |large
plate wth the i nages being reduced in size
by step photographi ng process, which results
in a glass slide having the negatives of the
i mges devel oped thereon. These inmages are
transferred photographically to a piece of
filmof the same size which is cut into the
i ndi vidual dots. It is then imersed in a
fluid, such as a clear resin, and applied to
an article that is to be protected. The
article or any part thereof with the

m crodots thereon is retrieved and exam ned
by a mcroscope to identify the owner

The exam ner concedes that Dillon does not neet the
[imtations in claim1 requiring the mcroscopic information
carriers, which correspond to Dillon’s mcro-dots, to be

“contained in a vehicle coating . . . at |east at selected
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| ocations, said vehicle coating being selected fromthe group
consisting of a top coating paint, an inner coating paint, an
underseal coating and a protective wax coating” (see page 4 in
the answer). In this regard, Dillon does not expressly identify
vehicles as being the sort of article which m ght be protected by
the disclosed identification system

Qui nta discloses “an antitheft security systemfor
autonotive, marine, and other val uable personal articles, such
as objects of art and val uable collectible objects, based upon
a nmethod involving the nultiple and redundant application to an
article, and limted access catal oging, of invisible, indelible
regi stration code markings unique to each subscri ber/property
owner” (colum 1, lines 41 through 47). The registration code
mar ki ngs may be conposed of invisible inks or paints (see, for
exanple, colum 3, lines 6 through 9, and colum 5, |ines 23
t hrough 26).

According to the examner, it would have been obvi ous
to one of ordinary skill in the art in view of the teachings of
Quinta “to have nmarked a vehicle with mcro dots, as taught by

Dillon[,] in order to develop an identification systemfor a
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vehicle that would aid in theft prevention of the vehicle”
(answer, page 5).

The conbi ned teachings of Dillon and Guinta provide
reasonabl e support for this conclusion. What is |acking in these
conbi ned teachi ngs, however, is any suggestion of incorporating
Dillon’s mcro-dots into a vehicle coating “selected fromthe
group consisting of a top coating paint, an inner coating paint,

an underseal coating and a protective wax coating” as recited in

claiml1l. The examner’'s failure to respond to the appellants’
argunents on this point (see the fifth through the ei ghth page
in the brief?) is quite telling, but is certainly understandabl e
given the noted deficiency in the references.

Therefore, we shall not sustain the standing 35 U S. C
8 103 rejection of independent claim1l, or of clainms 2 through 4
whi ch depend therefrom as being unpatentable over Dillon in view
of Cuinta.

Nor shall we sustain the standing 35 U.S.C. § 103
rejection of clains 5 and 7, which depend ultimately from

claim1, as being unpatentable over Dillon in view of Guinta

2 The pages in the appellants’ brief are not formally
nunber ed.
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and Schwartz, or the standing 35 U.S.C. §8 103 rejection of
claim6, which also depends ultimately fromclaim1, as being
unpatentable over Dillon in view of GQuinta and Butland. In
short, neither Schwartz nor Butland cures the above discussed
shortcom ng of the Dillon-CGuinta conbination with respect to
the subject matter recited in parent claiml.

We shall sustain, however, the standing 35 U.S.C. § 103
rejection of independent claim@8 as being unpatentable over
Dillon in view of GQuinta and Butl and.

But| and di scl oses a system for |abeling an object for
its identification and/or verification. One enbodi nent of the
system enpl oys the use of biologic markers for this purpose (see
colum 3, lines 22 through 49). Anong the biol ogic markers con-
tenpl ated are synthetic pol ypeptides. As explained by Butl and,

bi ol ogi ¢ markers nmay be incorporated into a

visible or an invisible ink for use in

| abeling objects. It should be understood

al so that such biol ogic markers can be native

or can be synthetic, including fragnents,

single chains, and a variety of additional

forms currently devel oped or yet to be

devel oped [colum 3, lines 41 through 47].

The conbi ned teachings of Dillon, Guinta and Butl and

woul d have suggested the vehicle marking arrangenent recited in

claim8 to one of ordinary skill in the art. O particular
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rel evance here are Guinta s disclosure of the use of invisible
inks or paints to mark a vehicle and Butl and's discl osure of the
i ncorporation of biologic markers such as synthetic pol ypepti des
into invisible marker inks. The appellants have not disputed
that Butland s disclosure in this regard neets or woul d have
suggested the peptide chain information carriers required by
claim8. Moreover, the ink incorporating such pol ypeptide

mar kers woul d constitute a vehicle coating, as broadly recited

in claim8, when applied to the surface of the vehicle. The

appel l ants’ argunent that “Butland is in no way related to the
use of mcrofine information carriers which are incorporated into
the paint of an autonobile” (brief, tenth page) is not persuasive
because it is not commensurate with the actual scope of claims$8
whi ch makes no nention of paint or any other specific coating of
t he vehicle.

In summary, the decision of the exam ner to reject
claims 1 through 8 under 35 U.S.C. 8 103 is reversed with respect
to clainms 1 through 7 and affirmed with respect to claim8.

No time period for taking any subsequent action in con-

nection with this appeal may be extended under 37 CFR § 1.136(a).
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AFFI RVED- | N- PART

HARRI SON E. McCANDLI SH
Seni or Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JAVES M MEl STER
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge
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