TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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DECI S| ON ON APPEAL

! Application for patent filed February 14, 1994.
According to appellants, this application is a continuation of
Application No. 07/896,935, filed June 11, 1992, now
abandoned.
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This is a decision on appeal fromthe examner's fina
rejection of clainms 14 through 20, which are all of the clains

pending in this application.

BACKGROUND

Appel lants' invention relates to an in situ catal yst
preparati on nethod that prevents colloid formation including
the steps of: (1) formng a hydrosilation reaction m xture
contai ning; (a) an ethylenically unsaturated epoxide, (b)
ei t her an organohydrogen sil oxane or an organohydrogensi | ane,
(c) a quaternary ammoni um phosphonium or arsoniumsalt of a
specified formula, and (d) a catalytic material conprising a
salt of hexahal oplatinic acid (specification, page 16, line 24
t hrough page 17, line 3); and (2) reacting the salt with the
catalytic material to forma product hydrosilation catalyst in
situ. According to appellants' specification (pages 9 and 10),
the oniumsalt is believed to stabilize platinum for exanple,
as a quaternary bis(onium hexahal opl ati nate catal yst product.
Thus, the formation of colloidal platinumis allegedly
di scour aged. Exenpl ary clainms 14 through 17 are reproduced

bel ow.
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14. A nethod of preventing colloid formation by a
hal opl ati nate catal yst for the hydrosilation of vinyl expoxides
conprising the steps of:

(1) providing a hydrosilation reaction m xture conprising
an ethylenically unsaturated epoxi de and an or ganohydrogen
si |l oxane or an organohydrogensil ane

(ii) mxing in the mxture of step (I) a quaternary
ammoni um phosphoni um or arsoniumsalt, said salt containing a
cationic species of the fornula

MR,+

where Mis nitrogen, phosphorus, or arsenic and the R
groups are, individually, organic radicals conprising C,_j,
substituted or unsubstituted, |inear alkyl, or an aryl, alkaryl
or aral kyl radical and hal opl ati nate hydrosilation catal yst;
and

(ii1) reacting the salt with the catalyst to formin situ
a hal oplatinate hydrosilation catalyst in the hyrosilation
m xture and whereby said salt prevents colloid formation of
sai d catal yst.

15. The nethod of claim 14 wherein the quaternary salt is
tetra-n-butyl ammoni um brom de.

16. The nethod of claim 15 wherein the hexahal opl atinic
acid is potassi um hexachl oropl ati nat e.

17. The nethod of C aim 14 wherein the hexahal opl ati nic
acid is added after quaternary amoni um phosphoni um or
arsoni um sl at has been added to the hydrosilation m xture.
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The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns arez:
Mendi ci no 4,083, 856 Apr .
11, 1978

Gorshkov et al. (Gorshkov), Activity of Tetraorganoammoni um
Salts of Platinumin Vulcanization of Siloxane Rubbers by a
Reaction of Hydrosilation (translation submtted by C
Caneron), International Polyner Sci. and Tech., Vol. 16, No. 7
(1989).

This nmerits panel of the Board of Patent Appeals &
Interferences cites and di scusses the follow ng patent.
Crivello et al. (Crivello) 5,583, 194 Dec. 10,

1996
(filed Feb. 14, 1994)

2 An additional reference (Journal of Anmerican Chem ca
Soci ety, Volume 112, page 5998 et seq.) is listed by the
exam ner as a prior art reference relied upon in the rejection
(answer, page 2). However, that reference was not nentioned in
the exam ner's stated 8 103 rejection (answer, pages 3 and 4)
that is before us for review. Were a reference is relied on
to support a rejection, whether or not in a mnor capacity,
that reference should be positively included in the statenent
of the rejection. In re Hoch, 428 F.2d 1341, 1342 n.3, 166
USPQ 406, 407 n.3 (CCPA 1970). Accordingly, we will not
consi der the teachings of the Journal of Anmerican Chem ca
Soci ety, Volune 112, page 5998 et seq. in determ ning whether
or not the exam ner has presented a prima facie case of
obvi ousness.
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Clainms 14-20 stand rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Gorshkov in view of Mendi ci no.

Pursuant to the provisions of 37 CFR § 1.196(b), we nake
the following new rejection: Clains 14-20 are rejected under
35 U.S.C. 8§ 112, second paragraph as failing to particularly
poi nt out and distinctly claimthat which applicants regard as
i nvention.

OPI NI ON

We have carefully reviewed the respective positions
advanced by appellants and the examner. 1In so doing, we
concur with appellants that the applied prior art fails to
establish a prima facie case of obviousness of the clained
subject matter. Accordingly, we will not sustain the
exam ner's rejection.

Al'l of the appeal ed nethod clainms require the in situ
producti on of a hal oplatinate hydrosilation catalyst via the
reaction of a quaternary ammoni um phosphonium or arsoni um
salt of a fornmula as specified in claim1l4 with a hal opl ati nate
material. The claimed process requires that the above noted
reaction occurs in the presence (in situ) of the reaction

m xture the resultant catal yst product naterial catalyzes;
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i.e., (1) an ethylenically unsaturated epoxide and (2) an
or ganohydr ogen sil oxane or an organohydrogensi | ane.

Mendi ci no di scl oses the addition of a hydrogen chloride
acceptor such as a tertiary amne to a reaction m xture of an
unsat ur at ed epoxy conpound and silicon hydride conpounds
i ncludi ng silanes and siloxanes (colum 3). A chloroplatinic
acid catalyst is enployed for the reaction.

Gor shkov conpares the use of Tetraorganoammoni um salts of
platinumw th chloroplatinic acid for catal yzing the
vul cani zati on of siloxane rubber via a hydrosilation reaction.

Qur review of Gorshkov reveals a | ack of any teaching or
suggestion therein of the in situ formation of a catal yst as
claimed herein via reaction of a quaternary ammoni um
phosphoni um or arsoniumsalt as specified in claim1l4 with a
hal opl ati nate material in the presence of a reactant m xture as
called for in claim14, the sole independent claimon appeal.
Nor has the exam ner pointed to any disclosure of Mendicino
that woul d have suggested to one of ordinary skill in the art
the addition of a quaternary ammoni um phosphoni um or arsoni um

salt as specified in appealed claim14 to the reaction m xture
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of Mendicino so as to react with a haloplatinate naterial to
forma catal yst as clainmed herein. The exam ner's position
regardi ng the obvi ousness of adding an oniumsalt as an
"inhibiting functional conpound"” to the reaction m xture
(presumably of Mendicino) prior to platinumcatalyst addition
to forestall conposition decolorization (answer, page 4) is
mani festly untenable on this record.

It is well settled that the exam ner has the initia
burden of establishing a prima facie case of obviousness. In
re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Gr
1984); In re R nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147
(CCPA 1976). This burden can be satisfied when the exam ner
provi des objective evidence that sone teaching or suggestion in
the applied prior art, or know edge generally avail able, would
have | ed one of ordinary skill in the art to conbine the
teachi ngs of the references and to produce the cl ainmed subject
matter. In re Fine, 837 F.2d 1071, 1074, 5 USPQd 1596, 1598
(Fed. Cir. 1988). The teaching or suggestion nust be in the

prior art, and not in the applicants* disclosure. 1In re Dow
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Chem cal Co., 837 F.2d 469, 473, 5 USP@@d 1529, 1532 (Fed. G r
1988) .

In the case before us, the exam ner has not provided a
si ngl e convincing reason, based on the applied references, or
general know edge, as to why it would have been obvious to one
of ordinary skill in the art to arrive at the claimed nethod of
formng a catalyst in situ as clainmed herein. Indeed, in
reviewing the references relied on by the examner in this
appeal , we cannot discern a supportable basis on which a
concl usi on of obvi ousness may be reached consistent with the
exam ner's rejection.

In conclusion, the exam ner has not discharged the initia
burden of expl ai ni ng how t he conbi ned di scl osures of the
appl i ed references woul d have rendered the clai ned subj ect
matter before us obvious, within the neaning of 35 U S.C. §
103. Accordingly, the stated rejection cannot be sustai ned.

Rej ection of Cains 14-20 Pursuant to 37 CFR § 1.196(hb)

Clains 14-20 are rejected under 35 U S.C. §8 112, second
paragraph as failing to particularly point out and distinctly
claimthat which applicants regard as invention. The relevant

inquiry under 35 U.S.C. § 112, second paragraph, is whether the
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cl ai m |l anguage, as it woul d have been interpreted by one of
ordinary skill in the art in light of appellant's specification
and the prior art, sets out and circunscribes a particular area

Wi th a reasonabl e degree of precision and particularity. See

In re More, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA

1971).

Here, we note that claim 14 calls for the in situ reaction
of "a haloplatinate hydrosilation catalyst” with a specified
quaternary salt to forma "hal opl ati nate hydrosilation
catalyst”. The specification, particularly at page 16, line 24
t hrough page 17, line 3 clearly identifies a salt of
hexahal opl atinic acid (e.g., potassium hexachl oropl atinate) as
the platinumcontaining material to be reacted with the
quaternary salt. Wen we interpret the above identified claim
| anguage in |ight of the specification, we determ ne that the
cl ai med "hal opl ati nate hydrosilation catal yst" reactant
| anguage appears inconsistent therewith and to be of
i ndet erm nabl e meaning. This inconsistency is further
exenplified by the | anguage of dependent clains 16 through 18,
wherein "the hexahal oplatinic acid" is recited w thout apparent

ant ecedent support in claim1l4 fromwhich these clains



Appeal No. 1996- 3214 Page 10
Application No. 08/195, 897

ultimately depend. In addition, claim18 is internally
i nconsi stent in describing hexahal oplatinic acid as being
i dentical with potassium hexachloroplatinate, a salt. The
| atter inconsistency further confuses the neaning of the claim
| anguage as it woul d be construed by one of ordinary skill in
the art. Mor eover, we observe that the aforenentioned
cl ai m I anguage further |acks clarity on consideration of the
nmeani ng thereof in light of the seem ngly inconsistent |anguage
of original claim43 of parent Application No. 07/896, 935,
which claimrecites a salt of haloplatinic acid as a reactant
for formng the catal yst salt.

Appel | ants' comments, of record, have been consi dered but
are not found convincing of the conpliance of the above-noted
| anguage with the requirenents of the second paragraph of 35
US.C 8§ 112 for the reasons expressed above. W note that

claims may be rejected as being indefinite if they do not

® W note that appellants should conpare the claim
| anguage herein with the | anguage of claim4 of their U S.
Pat ent No. 5,583,194, which issued from application No.
08/ 195,792 filed as a division of the sanme application (Appl.
No. 07/896,935) that is identified as the parent application
of the present continuation application. A copy of this patent
Is being forwarded to appellants together with this deci sion.
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descri be what applicants regard as their invention and/or omt
essential elenents, steps or necessary structural cooperative
rel ati onship of elements. See In re Collier, 397 F.2d 1003,
1005, 158 USPQ 266, 267 (CCPA 1968).

Under the circunstances recounted above, we consi der
clainms 14-20 to be anbi guous in describing that which
applicants regard as invention and, as a result, as failing to
conply with 35 U . S.C. 8§ 112, second paragraph. Conpare, e.g.,

Ex parte Lyell, 17 USPQ2d 1548 (Bd. Pat. App. & Int. 1990).

OTHER | SSUES

In the event of further or continuing prosecution, the
exam ner and appell ants shoul d al so consi der whether or not the
cl ai med subject nmatter has descriptive and/or enabling support
in the original disclosure within the neaning of 35 U S.C. §
112, first paragraph in Iight of anmendnents presented.

CONCLUSI ON

The exam ner's decision to reject clains 14-20 under 35
U S.C 8§ 103 as being unpatentable over Gorshkov in view of

Mendi cino i s reversed.
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Pursuant to the provisions of 37 CFR § 1.196(b), the
foll om ng new ground of rejection has been nmade. Cains 14-20
are rejected under 35 U.S.C. 8§ 112, second paragraph as failing
to particularly point out and distinctly claimthat which
applicants regard as invention.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by fina
rule notice, 62 Fed. Reg. 53, 131, 53, 197 (Cct. 10, 1997),
1203 off. Gaz. Pat. & Trademark O fice 63,122 (Cct 21, 1997) ).
37 CFR §8 1.196 (b) provides that, "A new ground of rejection

shall not be considered final for purposes of judicial review"

37 CFR 8 1.196 (b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new ground
of rejection to avoid term nation of proceedings (8 1.197 (c))
as to the rejected clains:

(1) Submt an appropriate amendnment of the

clainms so rejected or a showi ng of facts

relating to the clains so rejected, or both,
and have the matter reconsidered by the
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exam ner, in which event the application
will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197 (b) by the Board of Patent Appeals
and Interferences upon the sane record . .

REVERSED - 37 CFR § 1.196 (b)

PETER F. KRATZ
Adm ni strative Patent Judge

SHERMAN D. W NTERS )
Adm ni strative Patent Judge )
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)
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