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The opinion in support of the decision being entered
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journal and (2) is not binding precedent of the Board.
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Pat ent Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s final rejection of clains 1-9 and 21-24.
Clainms 10-20 stand wi thdrawn from consi deration as being

directed to a nonelected invention. dains 25-28 were
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indicated in the final rejection to contain allowabl e subject
matter. In response to the filing of the appeal brief, the
exam ner has indicated that clains 21-24 now contain allowabl e
subj ect matter [answer, page 2]. Therefore, this appeal now
involves only the rejection of clains 1-9.

The disclosed invention pertains to a case or nodul e
for enclosing a sem conductor circuit, such as a surge
pr ot ect or.

Representative claim1l is reproduced as foll ows:

1. A nodul e conpri si ng:

a sem conductor subassenbly including a plurality of
sem conduct or conponents;

a hollow case including first and second case parts,
wherein the first and second case parts encapsul ate the
sem conduct or subassenbl y; and,
force applying neans for applying force on the
sem conductor assenbly to retain the sem conductor conponents
t hereof together, wherein the force applying nmeans and at
| east one of the first and second case parts are of unitary
constructi on.
The exam ner relies on the follow ng reference:
DeBal ko et al. (DeBal ko) 5, 175, 662 Dec. 29, 1992
Clains 1-9 stand rejected under 35 U S.C. 8§ 102(b) as

bei ng antici pated by the disclosure of DeBal ko.
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Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the nmain brief and the answer

for the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of anticipation relied upon by the exam ner as
support for the rejection. W have, |ikew se, reviewed and
taken into consideration, in reaching our decision, the
appel l ants’ argunents set forth in the brief along with the
examner’s rationale in support of the rejection and argunents
in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the disclosure of DeBal ko does fully neet the
invention as set forth in clains 1, 6, 8 and 9. W reach the
opposite conclusion with respect to clains 2-5 and 7.
Accordingly, we affirmin-part.

Anticipation is established only when a single prior
art reference discloses, expressly or under the principles of
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i nherency, each and every elenent of a clainmed invention as
wel | as disclosing structure which is capabl e of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir. 1984); cert. dism ssed, 468 U S. 1228 (1984);

W L. Gore and Associates, Inc. v. Grlock, Inc., 721 F.2d

1540, 1554, 220 USPQ 303, 313 (Fed. Cr. 1983), cert. denied,

469 U. S. 851 (1984).

The exam ner indicates how he reads the clains on the
di scl osure of DeBal ko [answer, pages 4-5]. O particular note
is that the exam ner reads the force applying neans of claiml
on any of contacts 42-44, contacts 21-27 or contacts 63 and 64
of DeBal ko [id., page 4]. Wth respect to clanp contact 44,
appel l ants argue that neither clanp 44 and cover part 54 nor
clanp 44 and base part 20 are of unitary construction as
recited in claiml [brief, page 6]. Wth respect to contacts
21-25, appellants nmake the sanme argunent just discussed as
wel | as arguing that these contacts do not provide a force on
the sem conductor assenbly to retain the sem conductor
conponents together as recited in claiml [id.].

Wth respect to the latter argunent, we agree with
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appel l ants. Al though contacts 21-27 of DeBal ko may apply a
force to the housing 31, these contacts would not apply a
force to retain the sem conductor conponents together as
recited in claiml1l. The only contacts of DeBal ko which can be
considered to apply a force as recited in claim1l are the
contacts 42-44. As noted above, however, appellants argue
that these contacts and one of the case parts 20 and 54 are
not of unitary construction as clained.

The exam ner has interpreted the phrase “wherein the
force applying neans and at | east one of the first and second
case parts are of unitary construction” to be net by a
di scl osure of the force applying neans being of unitary
construction and either of the case parts separately being of
unitary construction. W agree with the exam ner that this
interpretation is reasonable even though it is not what
appel l ants i ntended the phrase to nean. During prosecution,
clainms are given their broadest reasonable interpretation
because an applicant has an opportunity to anend the clains to
properly cover only what was intended. In our view, claim1l
coul d have been easily anended to |imt the scope of the claim
to what was intended. For exanple, the phrase quoted above
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coul d be changed to “wherein the force applying neans is of
unitary construction with at | east one of the first and second
parts.” W would interpret this phrase as requiring the
unitary construction argued by appell ants.

We also note at this tinme that we do not agree with
the exam ner’s position that any assenbly of conponents
becones a unitary construction after assenbly. The phrase
“unitary construction” neans that all parts making up the
assenbly were constructed at the sane tine fromthe sane
materials. Two separately nmanufactured conponents which are
affi xed to each other do not result in a unitary construction
wi thin the usual neaning of that phrase.

In sunmary, we agree only with the exam ner’s position
that the wherein clause of claim1 is technically net by the
clanp 44 and either case part 20 or 54 of DeBal ko. Since the
examner’s claiminterpretation is reasonable, and since the
claimcould be easily anended to limt its scope to what
appel l ants i ntended, we sustain the rejection of claim1l as
fully nmet by the disclosure of DeBal ko.

Wth respect to dependent clains 2 and 3, the exam ner
reads the clainmed spring tab on any of the contact parts used
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inthe rejection of claim1 [answer, page 4]. As we noted
above, the only force applying nmeans of DeBal ko which retain

t he sem conduct or conponents together are the contacts 42-44.
None of these contacts can be considered to be a spring tab as
recited in clains 2 and 3. Additionally, the clainmed phrase
“wherein the first [second] spring tab and the first [second]
case part are of unitary construction” appears to require a
singular unitary construction as argued by appell ants.

Al though this view m ght seeminconsistent wth our
consideration of the simlar phrase of claiml, it is

preci sely because of our interpretation of claiml that we
reach this result for clains 2 and 3. The wherein phrases of
claims 2 and 3 would be superfluous and unnecessary if they
were interpreted to nean that each spring tab and each case
part were separately of unitary construction. Caim1l already
accounts for that Iimtation. Therefore, we construe the
wherein clause of clains 1 and 2 as requiring a single unitary
construction of the spring tab and the case part. For these
reasons, we are of the view that Debal ko does not anticipate
the invention of clains 2 and 3. Therefore, we do not sustain
the rejection of clains 2 and 3 or of clains 4 and 5 which
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respectively depend fromclains 3 and 2.

Wth respect to dependent claim6, appellants argue
t hat sem conductor conponents 34 and 37 of DeBal ko are not
bet ween plates 42 and 43 as would be required by the claim
[brief, page 9]. This argunent is not persuasive. The
plurality of sem conductor conponents of claim1l can be read
on only conponents 32, 33, 35, 36 and 38 of DeBal ko. Since
t hese sem conduct or conponents are situated between plates 42
and 43 of DeBal ko, claim6 can be read on the disclosure of
DeBal ko. Therefore, we sustain the rejection of claim®6. It
shoul d be noted that the clained plates cannot be read on
conductors 21-27
as proposed by the exam ner because these conductors do not
formpart of the sem conductor assenbly w thin housing 31.

Wth respect to dependent claim7, appellants

argue that only one conmponent (surge protector 38) is between
the force neans 44 and the plates 42 and 43 of DeBal ko and not
a plurality of conponents as clained [brief, page 9]. W
agree. As we noted above, only clanp 44 of Debal ko satisfies
the force applying neans of independent claim1. That being
the case, we agree with appellants that the clanp 44 of
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DeBal ko is not aligned wth the sem conductor conponents used
in our interpretation of claim®6 (conponents 32, 33, 35, 36
and 38). Therefore, we do not sustain the rejection of claim
7.

Wth respect to dependent clains 8 and 9, we agree
wi th the concl usion reached by the examiner. Caim8 nodifies
claim1l by reciting that the force applying neans is
def ormabl e. The force applying neans of DeBal ko (clanmp 44)
appears to be deformable. Caim9 nodifies claim1l by
reciting that the first and second case parts snap together in
a friction fit. Appellants argue that the assenbly in DeBal ko
is an interference arrangenent rather than a friction fit
[brief, page 10]. W fail to see how the phrase “friction
fit” distinguishes over the fit in DeBalko. W are of the
view that the snap arrangenent of DeBal ko represents a
friction fit.

In conclusion, the exam ner’s anticipation rejection
of clainms 1-9 is sustained with respect to clains 1, 6, 8 and
9, but is not sustained wwth respect to clains 2-5 and 7.
Therefore, the decision of the exanminer rejecting clains 1-9

is affirmed-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
|
JERRY SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
HOWARD B. BLANKENSHI P )
Adm ni strative Patent Judge )
JS/ ki
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