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THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte SATCSH ARAKAWA
YU CH HOSA, KATSUH RO KOHDA
and KI KUO YAVAZAKI

Appeal No. 1996-2853
Application 08/ 375, 272!

HEARD: Septenber 14, 1999

Bef ore BARRETT, FLEM NG and HECKER, Admi ni strative Patent
Judges.

HECKER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

t Application for patent filed January 19, 1995. According to
applicants, this application is a continuation of S. N 08/249,476, filed My
26, 1994 (Abandoned); which is a continuation of S.N 08/ 043,995, filed Apri
7, 1993; which is a continaution of S.N. 07/686,833, filed April 17, 1991,
which is a division of S. N 07/462,337, filed January 2, 1990, which is a
continuation of S. N 07/184,010, filed April 20, 1988
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This is a decision on appeal fromthe final rejection of
clains 21, 22, 24, 25 and 27. dCains 1 through 20 were
canceled in parent applications, prior to filing this
conti nuation application, and clains 23, 26, 28 and 29 were
cancel ed by an anendnent after final rejection, Paper No. 37.

The invention relates to a radiation i nage storage pane
havi ng a sheet of stinul able phosphor inpregnated with a cured
resin.

Representati ve i ndependent claim?21 is reproduced bel ow

21. A radiation image storage panel having a sheet of
stinmul abl e phosphor conprising a sintered stinmul abl e phosphor
and a cured resin, which is prepared by the steps of formng a
sheet of a powder conprising the stinulable phosphor, firing
the sheet to give a sintered sheet of the stinulable phosphor,
I npregnating the sintered sheet wwth a thernosetting resin, an

ultraviolet-curing resin or an electron beamcuring resin, and
curing the inpregnated resin.

The Exami ner relies on the follow ng references:

Arakawa et al. (Arakawa) 4,910, 407 Mar
20, 1990
(effective filing date Jan. 5,
1984)
Tsuchi no et al. (Tsuchino) EP 0175578 Mar. 26, 1986
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Clainms 21, 22, 24, 25 and 27 stand rejected under 35
U S. C. 8 103 as being unpatentable over Arakawa and under 35
U S C
8§ 103 as bei ng unpatentable over Tsuchino.?

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is nade to the brief, reply brief and

answer for the respective details thereof.

OPI NI O\
After a careful review of the evidence before us, we
will not sustain the rejection of clainms 21, 22, 24, 25 and 27
under 35 U.S.C. § 103.
The Exami ner has failed to set forth a prima facie case.
It is the burden of the Exami ner to establish why one having

ordinary skill in the art would have been led to the clained

2 These rejections are stated as new grounds of rejection in the Answer,
but had been made agai nst the dependent clains (23,26 and 29) which were
canceled in the amendnent after final rejection, Paper No. 37. At the sane
time, the subject matter of these canceled clains was added to the respective
i ndependent cl ai ns, necessitating the rejection change.

® As a prelimnary matter, Appellants had indicated in their brief that
the Board woul d be updated on any rel ated appeals and interferences after a
conmpletion of reviewing their files. At oral hearing Appellants indicated that
no rel ated appeals or interferences had been found.
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i nvention by the reasonabl e teachings or suggestions found in
the prior art, or by a reasonable inference to the artisan
contai ned in such teachings or suggestions. In re Sernaker,
702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983).

"Addi tionally, when determ ning obviousness, the clained

i nvention should be considered as a whole; there is no legally
recogni zabl e 'heart' of the invention." Para-Odnance Mg. V.
SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQR2d 1237,
1239 (Fed. Gr. 1995) (citing W L. CGore & Assocs., Inc. v.
Garl ock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cir. 1983), cert. denied,

469 U.S. 851 (1984)).
Wth respect to the Arakawa rejection, Appellants argue:

In contrast, the stimnul able phosphor |ayer
of the present invention is produced by
sintering or vacuum depositing. Dictionary
of Scientific and Technical Terns, Third
Edition (McGawHi|l) describes these terns
as follows:

Sintering: For mi ng coherent bonded mass by
heati ng nmetal powders w t hout
mel ting; used nostly in powder
nmet al | ur gy.
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Vacuum Deposition: Deposition of a thin
coati ng of netal by condensation on
a cool wor k surface in vacuum
(Reply brief-page 2.)

In the rejection based on Arakawa, the Exam ner states:
Accordingly, all of the positive structural
limtations of the radiation imge storage
panel clainmed in independent clains 21, 24
and 27 are shown in the disclosure of
Arakawa et al. except for the particul ar
choice of resin. (Answer-page 4.)

Clainms 21 and 24 recite “a sintered stinul abl e phosphor”

and claim 27 recites “a deposited stinmul abl e phosphor
which is prepared by the steps of vacuum depositing a
stinmul abl e phosphor ....”

We have carefully reviewed all portions of Arakawa cited
by the Exam ner and cannot find these limtations. Qur own
review of Arakawa reveal s a conpression/heat treatnent at
colum 10 line 58-colum 11 line 4. However there is no
I ndi cation whether this treatnent is sufficient to sinter the
phosphor and the Exam ner has not alleged so. W have al so
found that Arakawa “deposits” the stinulable phosphor onto a
support by using a doctor blade, a roll coater, a knife coater
or the like (colum 2, line 6). W find that the resulting

product would not be the sane as one that had been deposited
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by a vacuum process, nor has the Exam ner alleged so.

Thus we

find that Arakawa does not neet the claimlimtations of any

of the independent clains.

Appel l ants further argue with regard to Arakawa:

W note that all

resin”.

Appel l ant’ s cl ai med radi ati on storage panel
conprises a sintered stimulable phosphor
and a cured resin. The resin filled in the
phosphor layer is clearly a cured resin
which is fornmed by the curing step. The
cured resin in Appellants’ stinulable
phosphor |ayer fills in pores or cracks
formed in the sintered or deposited
phosphor | ayer so fast that nechani cal
strength of the phosphor |ayer can be

I ncreased and the radiation imge-form ng
characteristics can be inproved. GCenerally
enpl oyed bi nder resins such as those
described in Arakawa et al. are noncurable
resins and the noncurabl e resins cannot

I npart such inprovenents as those provided
by the cured resin to the phosphor | ayer.
(Reply brief-page 3.)

The Exam ner st ates:

I f the exanpl es of suitable resinous
materials found at colum 7, |ines 45-55,
do not constitute curable resins as
clained, then the use of resins of the type
clained in the radiation i mage storage
panel of Arakawa et al. would have been
obvious to one of ordinary skill in the art
in view of their ready availability and
known properties. (Answer-page 4.)

I ndependent clains recite “a cured
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The Exam ner has not alleged the resins of Arakawa to be
cured resins. On the other hand, Appellants have stated that
Arakawa’s resins are not cured resins. W nust therefore
assunme that Arakawa's resins are not cured. Thus we nust
deci de whet her the Exami ner has shown the use of cured resins
to be obvious. The Federal Circuit states that "[t] he nere
fact that the prior art may be nodified in the manner
suggested by the Exam ner does not nake the nodification
obvi ous unless the prior art suggested the desirability of the
nodi fication." Inre Fritch, 972 F.2d 1260, 1266, 23 USPQd
1780, 1783-84 (Fed. Cir. 1992), citing In re Gordon, 733 F.2d
900, 902, 221 USPQ 1125, 1127 (Fed. Cr. 1984). "(Cbvi ousness
may not be established using hindsight or
in view of the teachings or suggestions of the inventor."
Para- Ordnance Mg. v. SGS Inporters Int’l, 73 F.3d at 1087,

37 USPQd at 1239, citing W L. Gore & Assocs., Inc. v.
Garlock, Inc., 721 F.2d at 1551, 1553, 220 USPQ at 311, 312-

13. W find that the Exam ner has not shown the use of a
cured resin to be obvious, and we will not sustain the

rejection of clainms 21, 24 and 27 on this ground.
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Wth regard to rejection citing Tsuchino, Appellants

ar gue:

As argued with respect to the disclosure of

Ar akawa,

the resin filled in the phosphor

| ayer should be a cured resin. The cured
resin in Appellant’s stinulable phosphor

| ayer fills in pores or cracks fornmed in
the sintered or deposited phosphor |ayer so
fast that nmechanical strength of the

phosphor

| ayer can be increased and the

radi ati on i mage-form ng characteristics can
be inproved. Cenerally enployed binder
resins such as those described in Tsuchino

et al.

are noncurabl e resins, and these

noncur abl e resins cannot inpart such

i nprovenents as those provided by the cured
resin to Appellants’ phosphor | ayer.

(Reply brief-page 4.)

The Exam ner st ates:

I f the exanpl es of suitable resinous
materials found at page 21 do not
constitute curable resins as clainmed, then
the use of resins of the type clained in
the radi ati on i mage storage panel of
Tsuchino et al. woul d have been obvious to
one of ordinary skill in the art in view of
their ready availability and known
properties. (Answer-page 5.)

The Exam ner

has not alleged the resins of Tsuchino to be

cured resins. On the other hand, Appellants have stated that

Tsuchino's resins are not cured resins. W nust therefore

assunme that Tsuchino's resins are not cured. Thus we nust
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deci de whet her the Exam ner has shown the use of cured resins
to be obvious. For the sane reasons noted supra wth respect
to Arakawa, we conclude that clainms 21, 24 and 27 (al

I ndependent cl ai ns) woul d not have been obvi ous under 35

U S. C. § 103 over Tsuchi no.

We have al so thoroughly reviewed Tsuchino and find no
teaching of a sintered stinul able phosphor (re: clains 21 and
24), although vapor deposition (re: claim27) is taught at
page 14. W find no teaching of resin “inpregnation” (re:
clains 21, 24 and 27) in Tsuchino (as argued by Appellants at
the top of page 4 of the reply brief) since the protective
| ayer is “coated” on (page 21). However, Arakawa woul d result
in aresin inpregnated product since the resin is also used as
a binder and m xed with the phosphor before applying it to a
surface. The remai ning clains on appeal also
contain the above Iimtations discussed in regard to claim 21,
24 and 27, and thereby, we will not sustain the rejection as

to these clains.
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We have not sustained the rejection of clains 21, 22, 24,
25 and 27 under 35 U. S.C. 8§ 103. Accordingly, the Exam ner's
deci sion is reversed.

REVERSED

Lee E. Barrett
Adm ni strative Patent Judge

M chael R Flemng BOARD OF PATENT

N N N N N N N N N N

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
Stuart N. Hecker )

Adm ni strative Patent Judge

N
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Si xbey, Friedman, Leedom and Fer guson
2010 Corporate Ri dge, Suite 600
McLean, VA 22102
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