TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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WALTZ, Adnministrative Patent Judge.

L Application for patent filed June 1, 1994. According to
appellant’s, the application is a division of Application
08/ 004, 161, filed January 11, 1993, now U.S. Patent no
5, 349, 089, issued Septenber 20, 1994; which is a division of
Application 07/683,483, filed April 9, 1991, now U S. Patent
no. 5,227,481, issued July 13, 1993; which is a continuation
of Application 07/516,024, filed April 27, 1990, now
abandoned; which is a continuation-in-part of Application
07/ 376,779, filed July 7, 1989, now abandoned.
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DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
examner’s final rejection of clains 25 through 27 and 32
t hrough 38, which are the only clains remaining in this
appl i cation.

According to appellants, the invention is directed to a
process for maki ng paper wherein cationic polysaccharide
derivatives having at | east two cationic noieties bonded to
each derivati zed sacchari de nononer are added to paper stock
during manufacture to inprove drai nage, pignent and pulp
retenti on and paper strength (Brief, page 2).

Appel lants state that the clains stand or fall together
for each of the individual grounds of rejection (1d.). Cains
25 and 32 are illustrative of the subject matter on appeal and
a reproduction of these clainms is attached as an Appendi x to
t hi s deci si on.

The exam ner has relied upon the follow ng references in
support of the rejections:

Hofreiter et al. (Hofreiter) 3,067,088 Dec. 4,
1962
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Jar owenko 3, 331, 833 Jul . 18,
1967
Jar owenko? 3, 354, 034 Nov. 21, 1967

Clainms 25 through 27 stand rejected under 35 U S.C. 8§
102(b) as anticipated by or, in the alternative, under 35
U S.C. 8 103 as unpatentable over Hofreiter or Jarowenko (‘833
or ‘034) (Answer, page 3). dCains 32 through 38 stand
rejected under 35 U . S.C. 8§ 103 as unpatentable over Hofreiter
(Suppl enental Answer, page 1). W affirmthe rejections of
clainms 25 through 27 but reverse the rejection of clains 32
t hrough 38 for reasons which follow

OPI NI ON

A.  The Rejections under § 102(b)/ § 103

I n accordance with the provisions of 37 CFR
81.192(c)(7)(1995) and appellants’ statenent on page 2 of the
Brief, we select claim?25 fromthe grouping of clains for
these rejections and decide this appeal, as to these clains,

on the basis of claim25 alone. The process of claim25

2 U S Patent No. 3,354,034 is a division of U S. Patent
No. 3,331,833. Since these patents have an identical or
substantially identical disclosure, this decision will only
refer to and cite from Jarowenko, U S. Patent No. 3, 354, 034.
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recites adding a cationic polysaccharide derivative having at
| east two cationic noieties bonded to each derivatized
sacchari de nononmer to a paper stock at any tine during
manufacture. Caim25 further recites that the cationic

pol ysacchari de derivative has “been prepared by reacting a
substantially non-crosslinked pol ysaccharide with a

pol ycationi c reagent having a single polysaccharide reactive

group and at |least two cationic groups”. Therefore this claim
recites a nethod for maeking paper which conprises adding a
“product - by- process” (the cationic polysaccharide derivative).
Accordingly, with regard to the product-by-process limtation
recited in claim25 on appeal, where the exam ner reasonably
believes that the prior art discloses a product that appears
to be either identical or only slightly different fromthe
product clained, a rejection under 8 102 or § 103 is proper.
In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA
1980); In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34
(CCPA 1977). Conpare In re Hrao, 535 F.2d 67, 190 USPQ 15

(CCPA 1976). In Hrao, applicants specifically recited the
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process steps for nmaking an additive product in nmethod of use
type clainms. The solicitor argued that the clai mwas

anal ogous to a product-by-process claimand that the court
shoul d not give weight to the process of preparation
limtations. Hrao, 535 F.2d at 69, 190 USPQ at 17. Contrast
the Hirao case to claim25 here on appeal where appellants do
not specifically claimthe process of nmaking the cationic

pol ysacchari de derivative but couch the clained

additive in product-by-process form Accordingly, we construe
claim 25 on appeal as a nethod of neking paper where a
product - by- process (the cationic polysaccharide derivative) is
added. A lesser burden of proof is required of the exam ner
to establish a prima facie case of anticipation/obvi ousness
for product-by-process clains. In re Fessman, 489 F.2d 742,
744, 180 USPQ 324, 326 (CCPA 1974). *“...[T]he patentability
of the products defined by the clains, rather than the
processes for making them is what we nust gauge in |ight of

the prior art.” In re Wertheim 541 F.2d 257, 271, 191 USPQ
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90, 103 (CCPA 1976).

Both Hofreiter and Jarowenko are directed to paper
manuf act uri ng processes where a specified additive is added
during the paper manufacture to inprove, inter alia, the
strength of the paper, pignment retention and water resistance.
See Hofreiter, colum 1, lines 17-33, and Jarowenko, columm 1
lines 26-33. W agree with the exam ner that, irregardl ess of
the reaction mechanismfor preparing the additives disclosed
by the references, Hofreiter and Jarowenko discl ose additives

for use

during paper manufacture that reasonably appear to be

i dentica

or substantially identical to the clained “cationic

pol ysacchari de derivative having at |east two cationic

noi eti es bonded to each derivati zed sacchari de nononer” (see

t he Answer, pages 3-4). See Hofreiter, colum 2, |ines 15-50,
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especially

i nes 45-50, where polyneric am dazolines and pol yal kyl ene

pol yam nes are di scl osed as pol yneric nitrogen-contai ni ng
conpounds for use in the starch product. See Jarowenko,
colum 2, lines 1-41, where tertiary am no al kyl starch ethers
containing ethyleneimne units are disclosed. Both references
di scl ose cationic polysaccharide (i.e., starch) derivatives
having at |least two cationic (i.e., nitrogen) noieties bonded
to each derivatized saccharide nononer.

Once the exam ner neets the | esser burden of proof by
showi ng products in the prior art that reasonably appear to be
identical or substantially identical to the clainmed additive
product, the burden shifts to appellants to establish, by

obj ective evidence or argunent, that the prior art and cl ai ned

products differ in an unobvi ous manner. Fessman, supra.

Appel I ants have not offered any objective evidence in an
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attenpt to show that the products of Hofreiter and Jarowenko
differ fromthe claimed product in an unobvi ous manner.

Appel l ants argue that Hofreiter, at colum 2, |ines 45-
50, refers to synthetic polyner type conpounds and “there is
no indication anywhere in the reference that they are starch
cont ai ni ng conpounds.” (Brief, page 3). Appellants’ argunent
is not well taken since Hofreiter alternatively refers to
“pol ynmeric nitrogen containing conpound” and “a positively
charged nitrogen containing starch product” (colum 1, lines
17-25). Therefore it is clear that the “cationic polyneric
ni t rogen-cont ai ni ng conpounds” di scl osed by Hofreiter at
colum 2, lines 45-50, refer to the correspondi ng nitrogen
cont ai ning starch product, especially taken in context with
t he previous disclosure of the preparation of am ne-

substituted starch derivatives (colum 2, lines 15-44).
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Appel I ants argue that Jarowenko does not disclose the
pol ycationi c reagents enployed in appellants’ process of
preparation (Brief, page 4). This argunment is not persuasive
since the process of preparation as recited in claim25 on
appeal has not been shown to produce a substantially different
product than that disclosed by Jarowenko. See Wertheim
supr a.

Appel l ants assert that several critical limtations are
nei t her disclosed nor suggested by Hofreiter or Jarowenko
(Brief, page 5). However, three of these four “critical
[imtations” are process of preparation |imtations which are
given little weight
since the prior art discloses an additive product identical or
substantially identical to the clained additive. The other
“critical limtation” was a “[c]ationic polysaccharide
derivative having at |east two cationic noieties bonded to
each derivatized saccharide nononer”, which has been di scussed
above in our decision and also by the exam ner on pages 3-4 of
t he Answer.

Appel l ants further argue that Jarowenko discl oses a
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reaction product which is a graft copol yner and thus cannot be
the reaction product of a reagent having a single

pol ysacchari de

reactive group (Brief, pages 6-7). Appellants’ argunent is
not persuasive since Jarowenko specifically discloses that
only the ethyleneimne chain is being grafted onto the starch
nmol ecul e (at one hydroxyl group, see colum 2, lines 11-40).
Jarowenko al so discloses that this reaction product is “non-

i nhi bited” or “non-crosslinked”, which is the sanme objective
desired by appellants (columm 4, lines 53-55, and the
specification, page 2, line 25-page 3, line 15).

For the foregoing reasons, we determ ne that the exam ner
has established a prima facie case of anticipation/obvi ousness
whi ch, based on the totality of the record including
appel | ant s’
argunents, has not been rebutted. Accordingly, the rejections

of clains 25 through 27 under 35 U.S.C. § 102(b) or § 103 over

10
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Hofreiter or Jarowenko (‘833 or ‘034) are affirned.

B. The Rejection of clainms 32-38 under § 103

In the Suppl enental Answer dated March 19, 1996 (Paper
No. 14), the exam ner states that clainms 32-38 stand rejected
over Hofreiter for the reasons given in the rejection of
clainms 25-27 and that “it woul d have been obvi ous to enpl oy

t he cl ai ned

pol yam nes as the polyamne in Hofreiter et al for the reasons
gi ven in discussion of the obviousness of using polyam nes
havi ng a single polysaccharide reactive group.” (Page 1).
However, the exam ner has failed to present any reasoni ng why
one of ordinary skill in the art, in possession of the generic
“pol yneri c am dazol i nes, polyal kyl ene pol yam nes and the |ike”
of Hofreiter, would have sel ected the specific pol yam nes
recited in claim32 on appeal. “W decline to extract from

Merck [Merck & Co. v. Biocraft Labs., Inc., 874 F.2d 804, 806-

09, 10 USP2d 1843, 1845-48 (Fed. Cir. 1989)] the rule that

11
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the Solicitor appears to suggest - that regardl ess of how
broad, a disclosure of a chem cal genus renders obvious any
speci es that happens to fal

withinit.” In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941,
1943 (Fed. Cir. 1992). Here the examner has failed to
establish why one of ordinary skill in the art would have been
led to the specific polyam nes of the forrmula recited in claim
32 on appeal fromthe generic disclosure of Hofreiter.
Accordingly, we determ ne that the exam ner has not
established a prim facie case of obviousness and the
rejection of clainms 32-38 under 35 U.S.C. §8 103 over Hofreiter

is reversed.

The deci sion of the exam ner has been affirned-in-part.
No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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JOHN D. SM TH
Adm ni strative Patent Judge

THOVAS A. WALTZ
Adm ni strative Patent Judge

DOUGLAS W ROBI NSON
Adm ni strative Patent Judge

TAW PGG

Nati onal Starch and Chem cal Conpany
10 Fi ndenme Avenue

Bri dgewat er, NJ 08807

13

N N N N N N N N N N

N—r

BOARD OF PATENT
APPEALS AND

| NTERFERENCES

)



Appeal No. 1996-2738
Appl i cation 08/252, 501

APPENDI X

25. A process for maki ng paper, conprising adding to a
paper stock at any tinme during nanufacture a cationic
pol ysacchari de derivative having at |east two cationic

14
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noi eti es bonded to each derivatized sacchari de nononer, said
derivative having been prepared by reacting a substantially
non- crossl i nked pol ysaccharide with a pol ycationi c reagent
having a single polysaccharide reactive group and at |east two
cationic groups, whereby the derivative is water sol uble.

32. The paper of Caim 27 wherein the polycationic
reagent is a polyan ne having the structure:

R® R R R®

wher ei n | | | | A R, R, R and R
are Z-C—-C=-=N-R —-N-R i dentical or

differe de  pe s nt and represent
a C-G al kyl group or a
G aryl group or a G-C,

al karyl group; R are a C,-C, al kyl ene or al kyl ene ether or a G
arylene or a G-C, alkarylene group; R, R, R and R is

i ndependently, hydrogen or a C-GC alkyl or a G-C, al karyl
group; Z is a polysaccharide reactive group; and Ais an

ani on.
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