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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clainms 1-9, which constitute al
the clains in the application.

The di sclosed invention pertains to a battery nounted
integrated circuit device. Specifically, the invention rel ates
toathinfilmlamnated battery nounted on a sem conductor chip.
Power receiving circuits wthin the sem conductor chip receive
battery power through switches |ocated wthin the sem conductor
chi p.

Representative clains 1 and 4 are reproduced as foll ows:

1. A battery nounted integrated circuit device,
conpri si ng:

a sem conductor chip in which an integrated circuit
including a plurality of power receiving circuits with different
operating voltages is forned;

athinfilmlamnated battery, nade of a solid
el ectrolytic filmnmounted on said sem conductor chip, for
producing a plurality of voltages; and

a power source switch incorporated in said integrated
circuit for connecting said battery to said power receiving
circuits to supply said plurality of voltages fromsaid battery
to said power receiving circuits on denmand.

4. A battery nmounted integrated circuit device,
conpri si ng:

a sem conductor chip in which an integrated circuit
including at | east one power receiving circuit is forned;

a normal power source for supplying power to said
integrated circuit;
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athinfilmlamnated battery made of a solid
el ectrolytic filmmounted on said sem conductor chip; and

a power source switch incorporated in said integrated
circuit for connecting said battery to said at | east one power
receiving circuit;

wherein said battery is previously charged by said nornal
power source while said integrated circuit is being operated by
said normal power source, and during power failure, said power
source switch is automatically operated so that power is supplied
fromsaid battery to said at | east one power receiving circuit.

The exam ner relies on the follow ng references:

Shi nohi gashi 4,672, 586 June 09, 1987
McCai n 5, 153, 710 Cct. 06, 1992

Clains 1-9 stand rejected under 35 U . S.C. 8§ 103. As
evi dence of obvi ousness the exam ner offers McCain in view of
Shi nohi gashi

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the evi dence
of obviousness relied upon by the exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, the appellant’s

argunments set forth in the briefs along wwth the examner's
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rationale in support of the rejection and argunments in rebuttal
set forth in the exam ner's answer.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as set
forth in clainms 1-9. Accordingly, we reverse.

In rejecting clains under 35 U. S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine, 837

F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in Gahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.
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776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Mont efiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essential part

of conplying wwth the burden of presenting a prima facie case of

obvi ousness. Note In re Qetiker, 977 F.2d 1443, 1445, 24 USPQd
1443, 1444 (Fed. CGr. 1992).

As indicated by the cases just cited, the exam ner has at
| east two responsibilities in setting forth a rejection under 35
US C 8 103. First, the examner nust identify all the
di fferences between the clainmed invention and the teachi ngs of
the prior art. Second, the exam ner nust explain why the
identified differences woul d have been the result of an obvious
nodi fication of the prior art. Since the differences between the
clainmed invention and the applied prior art in this case appear
to have been properly identified and argued by the exam ner and
appel l ant, the question for disposition is whether the exam ner’s
concl usi on of obviousness is supported by the evidence of record
in this case and the analysis provided by the exam ner.

Wth respect to independent claim1, appellant argues
that the following recitations of the claimare not suggested by

the applied prior art: (1) the sem conductor chip has a plurality
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of power receiving circuits with different operating voltages;
(2) the battery is nmounted on the sem conductor chip; and (3) a
power source switch is incorporated within the integrated
circuit. Appellant also argues that there is no notivation for
duplicating the single integrated circuit of McCain and then
using the different voltage sources as taught by Shinohi gashi.

I n other words appellant questions whether there is any
suggestion to nodify the teachings of McCain with the teachings
of Shi nmohi gashi in the manner proposed by the exam ner.

W will not concern ourselves with the propriety of each
of the three distinctions raised by appell ant because we agree
with appellant that there is no suggestion to duplicate McCain’s
integrated circuit and to add plural operating voltages as
suggested by the exam ner. The invention of claim1 would
require a nodification of McCain and a conbination with
Shi nohi gashi which could cone only from a hindsi ght
reconstruction of the invention. Although the exam ner asserts
that it is obvious to duplicate conponents and provi de plural
vol tages, we agree with appellant that the nodification proposed
by the exam ner would not result in the invention of claim1l
[reply brief, page 5]. The nere fact that the prior art may be

nmodi fied in the manner suggested by the exam ner does not nake
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the nodification obvious unless the prior art suggested the

desirability of the nodification. 1n re Fritch, 972 F. 2d 1260,

1266, 23 USPQR2d 1780, 1783-84 (Fed. Cir. 1992); In re Gordon, 733

F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr. 1984). W find no
such suggestion here.

Wth respect to i ndependent claim4, appellant argues
that the following recitations of the claimare not suggested by
the applied prior art: (1) the battery is previously charged by
the normal power source; (2) the battery is nounted on the
sem conduct or chip; and (3) a power source switch is incorporated
within the integrated circuit. W wll base this decision
primarily on this latter point raised by appellant. Wth respect
to this point, the exam ner asserts that the McCain power swtch
is located within the integrated circuit because MCain seeks to
mnimze the need for additional external pins [answer, page 3].
Al ternatively, the exam ner sinply concludes that it would have
been obvious to broadly integrate the claimed power source switch
within the integrated circuit [answer, pages 3 and 4-5].

The exam ner and appel | ant di sagree on where the power
switch in MCain is |located. W find the examner’s
under st andi ng of McCain and her reasoning to be specul ative at

best. W are not inclined to support a rejection based upon a
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conpletely speculative interpretation of a reference. The

exam ner’s burden to present a prina facie case of obviousness is

not satisfied by such speculation. Additionally, the examner’s
rationale that it would have been obvious to | ocate the power
source switch within the integrated circuit sinply because
integration is desirable fails to address the obvi ousness of
applying that principle to the particular invention set forth in

the cl ai ns before us.

I n summary, we cannot sustain the examner’s rejection on
obvi ousness because the evidence of record in this case does not
provi de the factual support necessary to support the exam ner’s
position. Therefore, the decision of the exam ner rejecting
claims 1-9 is reversed.

REVERSED
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